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FINANCIAL RECOVERY IN AN ACTION FOR 
TRADEMARK INFRINGEMENT 


By Robert Price* 


INTRODUCTION 


The protection extended by the Federal government to the 
property interest one has in a trademark’ is derived from the inter- 
state commerce clause of the United States Constitution.* There is 
no express provision regulating trademarks in the Constitution,’ 
as there is in the case of patents and copyrights,’ and therefore 
the Federal government and the States share in the regulation and 
protection of trademarks.’ The law of trademarks is derived from 
the law of unfair competition and is today partly governed by 
statute, and partly by the common law. 


Our social policy dictates that one who infringes upon the 
property interests of another be made to compensate the injured 
party for his wrongdoing. Manufacturers, sellers and consumers 
are entitled to protection against trademark pirates, and, as the 
Supreme Court succinctly said in Mishawaka Rubber and Woolen 
Mfg. Co.v. S.S. Kresge Co.,° 


“The protection of trade-marks is the law’s recognition 
of the psychological function of symbols. If it is true that we 
live by symbols, it is no less true that we purchase goods by 


* Third Year Class, Columbia University Law School. The author is indebted to 
Theodore R. Kupferman of the New York and Federal Bars, former president of the 
Federal Bar Association of New York, New Jersey and Connecticut, for his continuous 
criticism and helpful advice in the preparation of this article. 

1. The term “trademark” includes any word, symbol, or device, or any combination 
thereof adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others. Trademark Act of 1946, 
§45, §60 stat. 443, 15 U.S.C.A. §1127 (1948). 

2. U.S. CONST. art. 1, §8, cl. 3. 

3. “Trade-Mark Cases”, 100 U.S. 82, 10 otto, 82-99 (1879). For a thorough 
discussion of the applicable Constitutional provisions see DERENBERG, TRADE-MARK PROTE« 
TION AND UNFAIR TRADING, Chap. 1 (1936). 

4. U.S. CONST. art. 1, §8, cl. 8. See also, Derenberg, Copyright No-Man’s Land: 
Fringe Rights in Literary and Artistic Property, in KUPFERMAN, 1953 COPYRIGHT PROB- 
LEMS ANALYZED, p. 226 (1953). 

5. For an enlightening and comprehensive review of recent developments in state 
trademark laws see Groen, Recent Changes in State Trademark Statutes, 47 TMR 679 
(1957). 

6. 316 U.S. 203 at 205, 86 L.Ed. 1381, 32 TMR 254 (1942). 


1297 
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them. A trade-mark is a merchandising short-cut which in- 
duces a purchaser to select what he wants, or what he has 
been led to believe he wants. The owner of a mark exploits 
this human propensity by making every effort to impregnate 
the atmosphere of the market with the drawing power of a 
congenial symbol. Whatever the means employed, the aim is 
the same—to convey through the mark, in the minds of po- 
tential customers, the desirability of the commodity upon 
which it appears. Once this is attained, the trade-mark owner 
has something of value. If another poaches upon the commer- 
cial magnetism of the symbol he has created, the owner can 
obtain legal redress.” 


A trademark identifies the source of articles of trade, dif- 
ferentiating them from competitive wares. The judicial protec- 
tion of trade symbols serves the dual purpose of safeguarding the 
trader’s expectancy of custom—which we call good will—and pre- 
venting a deceit upon the customer. The nub of infringement is 
the misrepresentation by the defendant. “The law of unfair trade 
comes down very nearly to this—as judges have repeated again 
and again—that one merchant shall not divert customers from 
another by representing what he sells as emanating from the sec- 
ond.” * The property interest in a symbol—the trademark monop- 
oly—is not conferred by government grant. It results from the 
fact that courts prevent diversion of trade by awarding damages 
or issuing an injunction.’ This protection had been developed in 
the common law, and in the past 75 years it has been supplemented 
by congressional enactments.® These statutes form the basis of 
our trademark law. 

In 1946, after two decades of seeking a general revision of 
the trademark laws, Congress enacted the Trademark Act of 
1946, generally referred to as the Lanham Act.’® The purposes 
of this revised trademark statute are: 


(1) to codify in a single act all trademark statutes ; 
(2) to implement our international obligations ; 


(3) to bring up-to-date present trademark legislation to con- 
form to present business needs. 


7. L. Hand, J., in Yale Electric Corp. v. Robertson, 26 F.2d 972, 973, 18 TMR 321 
(C.C.A, 2, 1928). 

8. Handler, Trademarks and Anti-Trust Laws, 38 TMR 388 (1948). 

9. For a thorough review of the prior acts see, DERENBERG, TRADE-MARK PROTECTION 
AND UNFAIR COMPETITION, Chaps. 1, 2 (1936). 

10. 60 sTaT. 427 (1946), as amended, 15 U.8.C.A. §§1051-1127 (1952), as amended, 
68 sTAT. 509 (1954). 
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(4) to correct the construction of prior Acts which had, at 
times, been perverted from their original purposes; 


(5) to protect the public from counterfeit marks; and 


(6) to insure trademark owners against appropriation of 
their property.” 


Though the Lanham Act organizes the prior acts and their 
amendments, it apparently produces no basic changes in the law 
affecting the recovery of monetary awards.’* It substantially 
re-iterates the prior Act of 1905,"* and since both contain ref- 
erences to the principles of equity, it is not surprising that the 
years since the Lanham Act have not produced any substantial 
changes or interpretations of the prior law. 

The new Act provides :* 


“When a violation of any right of the registrant of a 
mark registered in the Patent Office shall have been estab- 
lished in any civil action arising under this chapter, the 
plaintiff shall be entitled, subject to the provisions of sections 
1111 and 1113(1)(b) of this title, and subject to the prin- 
ciples of equity, to recover (1) defendant’s profits, (2) any 
damages sustained by the plaintiff, and (3) the costs of the 
action. The court shall assess such profits and damages or 
cause the same to be assessed under its direction. In assess- 
ing profits the plaintiff shall be required to prove defendant’s 
sales only; defendant must prove all elements of cost or de- 
duction claimed. In assessing damages the court may enter 
judgment, according to the circumstances of the case, for 
any sum above the amount found as actual damages, not ex- 
ceeding three times such amount. If the court shall find that 
the amount of the recovery based on profits is either inade- 


11. United States Code Cong. Ser., 79th Cong. 2d Sess. pp. 1274-1278 (1946). 

12. See, Admiral Corp. v. Penco, Inc., 203 F. 2d 517, 43 TMR 616 (C.A. 2, 1953) 
(see full discussion in text to footnote 133, infra); Triangle Publications v. Rohrlich, 
167 F.2d 969, 38 TMR 657 (C.A. 2, 1948). 

13. 33 sTaT. 731 (1905), 15 U.S.C. §96 (1940). For an excellent discussion of 
both Acts see, ROBERT, THE NEW TRADE-MARK MANUAL, p. 216 (1947). 

14. Trademark Act of 1946 $35 60 sTaT. 439, 15 U.S.C.A. §1117 (1948). §1111 
referred to in this Section establishes that notice of plaintiff’s mark is required for a 
monetary recovery, and §1113(1)(b) is undoubtedly an error and should read §1114(1) 
(b). It provides that, “(1) Amy person who shall, in commerce, ... (b) reproduce, 
counterfeit, copy, or colorably imitate any such mark and apply such reproduction, 
counterfeit, copy or colorable imitation to labels, signs, prints, packages, wrappers, 
receptacles, or advertisements intended to be used upon or in connection with the sale 
in commerce of such goods or services, shall be liabie to a civil action by the registrant 
for any or all of the remedies hereinafter provided in this chapter, except that under 
subsection (b) of this section the registrant shall not be entitled to recover profits or 
damages unless the acts have been committed with knowledge that such mark is intended 
to be used to cause confusion or mistake or to deceive purchasers.” 
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quate or excessive the court may in its discretion enter judg- 
ment for such sum as the court shall find to be just, according 
to the circumstances of the case. Such sum in either of the 
above circumstances shall constitute compensation and not a 
penalty.” 


The Act did provide innovations in the area of financial 
recovery insofar as it gave to the court, upon a finding of inade- 
quate or excessive recovery, the authority to enter in its discretion 
“such sum as the court shall find to be just,” and in the final 
sentence of this section specified that certain special sums be 
treated as “compensation and not a penalty.” Hence, one who 
infringes is still liable to the plaintiff for (a) damages caused the 
plaintiff, (b) profits resulting from the infringement, and (c) costs 
of the action, and it is within the statutory language “subject to 
the principles of equity” that the pre-Lanham Act decisions which 
discuss damages and profits’ have retained their present im- 
portance. 

Historically, one who was injured by an infringement or an 
act of unfair competition was required to sue in equity for an 
injunction and an accounting of profits, or following the injunc- 
tion he could go to a court of law and seek damages. With the 
enactment of modern rules of procedure equity courts began to 
assess and award damages and today a plaintiff may bring his 
action at law or in equity. However, the injunctive relief, plus 
opportunities for additional recovery beyond damages, in the form 
of defendant’s profits, have made the court of equity the prevail- 
ing forum.*® 

Decrees in infringement and unfair competition cases appear 
on the surface to be clear enough. A master is directed to ascer- 
tain the profits of defendant from his unlawful acts, and the 
damages to plaintiff because of such acts. The problems arise in 
implementing this procedure. In reality two kinds of “profits” are 
involved in these cases, i.e. those which the plaintiff has lost on 


15. In an action to determine defendant’s liability for damages and profits under 
a deeree for an accounting by infringers of a patent, Cardozo, J. said: “... what the 
infringer makes is ‘profits ;’ what the owner of the patent loses by such infringement is 
‘damages.’ ” Duplate Corp. v. Triplex Safety Glass Co., 298 U.S. 448, 451, 80 L.Ed. 
1274 (1936). See also, P. E. Sharpless Co. v. Lawrence, 213 F. 423, 4 TMR 33 (C.C.A. 
3, 1914). 

16. Maytag Co. v. Meadows Mfg. Co., 45 F.2d 299, 301, 20 TMR 408 (C.C.A. 7, 
1930), cert. denied, 283 U.S. 843, 75 L.Ed. 1452 (1931), where the Court said, “...a 
court of equity, having taken jurisdiction, will do complete justice and retain the case 
for ali purposes, even though such action requires the determination of purely legal 
rights, .. .” 
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sales he would have made except for defendant’s acts, and those 
which defendant made from his unfair use of plaintiff’s symbols 
or name, or from misrepresenting his goods to be plaintiff’s. De- 
fendant’s gains of this sort are termed “profits” but gains that 
plaintiff might have made except for defendant’s acts are some- 
times called “profits” and sometimes “damages.” 

The term “damages” is generally used to describe injuries 
which plaintiff suffers from causes other than loss of his profits. 
Such loss may result from injury to plaintiff’s reputation, or to 
the saleability of plaintiff’s goods. Hence, “damages” sometimes 
includes profits and other losses, sometimes it refers only to 
plaintiff’s lost profits, and sometimes it does not refer to profits 
at all. As a result of this confusion decisions are often difficult 
to understand and apply. Much would be gained if plaintiff’s lost 
profits were always called “plaintiff’s lost profits”; defendant’s 
unfairly earned profits were always called “defendant’s unfair 
profits” ; other injuries suffered by the plaintiff were termed “plain- 
tiff’s damages”; and exemplary or punitive damages always so 
termed. The term “accounting of damages” is misleading for 
there is no accounting of damages as distinguished from account- 


ing of profits. As used today the word “damages” may include 
“profits” but “profits” do not include damages."* The general prin- 
ciple stated in the decisions both before and after the Lanham Act 
indicates that: 


“Gains and profits are still the proper measure of dam- 
ages in equity suits, except in cases where the injury sus- 
tained by the infringement is plainly more than the aggregate 
of what was made by respondent, in which event the provision 
is that the complainant shall be entitled to recover, in addition 
to the profits to be accounted for by the respondent, the dam- 
ages he has sustained thereby.” * 


When in 1946 Congress enacted the Lanham Act, this revision 
of the trademark laws was widely commended. The new law was 
better adapted to keeping “pace with modern commercial necessi- 
ties.” Whether it has in fact improved the status of financial re- 
coveries can only be ascertained by a comparison of the law prior 
to 1947 and the judicial pronouncements in the years since 1947. 


17. 2 NIMS, UNFAIR COMPETITION AND TRADE-MARKS §419 (4th Ed. 1947). 
18. Aladdin Mfg. Co. v. Mantle Lamp Co. of Americe, 116 F.2d 708, 715, 51 
TMR 366 (C.C.A. 7, 1941). 
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One might properly assume that with a new enactment the 
prior cases had been sufficiently obliterated so as to warrant only 
a few paragraphs of historical interest. But that has not been 
the effect of the Lanham Act. “The Act provides that a regis- 
trant whose rights have been violated shall, subject to the prin- 
ciples of equity, be entitled to recover the defendant’s profits. 
On its face, this appears to be mandatory, but it is substantially 
the same language which was in the Act of 1905. The courts gave 
that language a liberal construction, in view of its being condi- 
tioned on the principles of equity, and no reason for a different 
interpretation of the new provisions are observed.” It is there- 
fore important that the prior decisions be retained as a vital guide 
in understanding the present law. 


THE LAW PRIOR TO THE LANHAM ACT 


The Trademark Acts of 1881, 1905 and 1920, gave to the 
holders of trademark registrations certain substantive property 
rights and remedies for actual infringement. However, absent 
these enactments the prior common law would have nevertheless 
permitted certain enforcement procedures. The Supreme Court 
in the celebrated Trademark Cases, which held the Trademark Acts 
of 1870 and 1876 unconstitutional, said,” 


“The right to adopt and use a symbol or a device to distinguish 
the goods or property made or sold by the person whose mark 
it is, to the exclusion of the use of that symbol by all other 
persons, has been long recognized by the common law and 
the chancery courts of England and of this country, ... It is 
a property right, for which damages may be recovered in an 
action at law, and the violation of which will be enjoined by 
a court of equity, with compensation for past infringement. 
This property and the exclusive right to its use were not 
created by the Act of Congress, and do not now depend upon 
that act for their enforcement. The whole system of trade- 
mark property and the civil remedies for its protection existed 
long anterior to the Act...” 


However, the decisions in the years prior to the Lanham Act 
gave practically no uniformity in the conclusions reached as to 
when an accounting of defendant’s profits would be ordered, or 
when damages would be awarded to a registrant when his rights 


19. ROBERT, THE NEW TRADE-MARK MANUAL, p. 216 (1947). 
20. 100 U.S. 82, 25 L.Ed. 550 (1879). 


' 
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had been violated.” In granting monetary awards for trademark 
infringement, the decisions indicated that courts sought proof of 
defendant’s wrongful intent,” to pass off his goods as plaintiff’s.** 
Wrongful intent is a narrow concept and generally refers to an 
unlawful act done with full knowledge of its unlawfulness. How- 
ever, a defendant who knows all the facts but fails to appreciate 
the unlawfulness of his act, is still at fault, and his fault is tanta- 
mount to a wrongful intent. 

In Kroger Grocery & Baking Co.™* the Court held the infringer 
liable even though he did not comprehend the law and though 
the defendants’ witness had testified that it never occurred to them 
that there would be confusion. The Court stated, 


“When appellee’s officers did select the mark here in- 
volved, they did so at their peril, and they should have known 
that even though they believed that the mark selected would 
not infringe the mark of the appellant, the Patent Office tri- 
bunals and the courts might come to a different conclusion.” 


A defendant has been found guilty though he lacked the ability 
to understand the consequences of his acts, or was enveloped by 
a high degree of competition.”*» Courts have held it essential to 
weigh the defendant’s fault and to test for either willful or inad- 
vertent infringement, and then properly ascertain the decree,” 
and properly assess the damages.*” Wrongful intent need not be 
established by direct evidence and may often be established by 
clear inferences from the surrounding circumstances.” 


21. ROBERT, THE NEW TRADE-MARK MANUAL, p. 216 (1947). 

22. Wisconsin Electric Co. v. Dunmore Co., 35 F.2d 555, 19 TMR 496 (C.C.A. 6, 
1929), cert. granted, 281 U.S. 710, 74 L.Ed. 1132, cert. dismissed, 282 U.S. 813, 75 L.Ed. 
728 (1931); Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657, 6 TMR 
537 (C.C.A. 6, 1916) ; Kipling v. G. P. Putnam Sons, 120 F. 631, 65 L.R.A. 873 (C.C.A. 
2, 1903) ; Cf. Mishawaka Rubber §& Woolen Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 
86 L.Ed. 1381, 32 TMR 254 (1942), where the Court allowed both profits and damages 
against a defendant who was not a willful infringer. 

23. N. K. Fairbank Co. v. Windsor, 124 F. 200 (C.C.A. 2, 1903); Champion Spark 
Plug Co. v. Sanders, 156 F.2d 488, 36 TMR 383 (C.C.A. 2, 1946), aff’d., 331 U.S. 125, 
91 L.Ed. 1386, 37 TMR 323 (1947). 

24. Kroger Grocery § Baking Co. v. Blue Earth Canning Co., 88 F.2d 725, 27 TMR 
250 (C.C.P.A., 1937). 

25. 4 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, 2d Edition §89.2(a) 
(1950). This section contains excellent material discussing the role of counsel’s advice 
as a defense to a charge of knowledge and intent. 

26. Mcllhenny Co. v. Bulliard, 33 F.2d 978 (D.C.W.D. La. 1928). 

27. 8S. 8. Kresge Co. v. Winget Kickernick Co., 96 F.2d 978, 28 TMR 342 (C.C.A. 
8, 1938) ; United Drug Co. v. Obear-Nester Glass Co., 111 F.2d 997, 30 TMR 365 (C.C.A. 
8, 1940). 

; 28. N. K. Fairbank Co. v. Windsor, 124 F. 200 (C.C.A. 2, 1903) ; Stork Restaurant 
v. Marcus, 36 F.Supp. 90, 31 TMR 132 (D.C.E.D. Pa. 1941). 
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Profits 





The ascertainment of defendant’s profits through the use of 
an accounting is based on the defendant’s wrongful acts, and may 
be ordered even absent proof of plaintiff’s losses. Under the Act 
of 1905 and the prior common law, an accounting was not manda- 
tory but was granted “subject to the principles of equity.” ** Equity 
courts have traditionally exercised dominion over a defendant’s 
profits by use of the remedy of an accounting of profits to ascer- 
tain the harm in the form of lost profits which the infringing article 
had caused the plaintiff,*° and the decree ordering an accounting 
of profits results from, and hence requires, an infringement.” 
Though it has been held that when an infringement was established 
the plaintiff was entitled to an accounting,” this has largely been 
a discretionary matter for the courts.** 

An accounting has not been based solely upon successfully es- 
tablishing an infringement, but rather upon a showing that it was 
appropriate and necessary. 

In one of the many actions by the Coca-Cola Company™ to 
enjoin a defendant from infringing upon the trademark coca-coua, 
the plaintiff was awarded an injunction and the Court granted 
plaintiff’s motion for appointment of a master to ascertain “prof- 
its” which had accrued to the defendant, and damages, if any, 
sustained by the plaintiff. The Court said, 





“We think the decree entirely proper in holding that an 
accounting would only be had if—‘on motion of plaintiff it 
be shown .. . an accounting appropriate and necessary’. The 
holder or user of a trade-mark who successfully prosecutes an 
action against one infringing its use is not thereby entitled to 
an accounting of profits and damages as a matter of right... . 
But in order to make an accounting ‘appropriate and neces- 
sary’ there are certain conditions and rules, applicable in the 
present case. The burden is on plaintiff to prove that the 


29. Golden West Brewing Co. v. Milonas & Sons, Inc., 104 F.2d 880, 882, 29 TMR 
540 (C.C.A. 9, 1939) ; Baker v. Master Printers Union, 34 F.Supp. 808, 812, 30 TMR 
640 (D.C., N.J. 1940). It is essential to note the retention of the phrase “subject to 
the principles of equity” in the Lanham Act, for it is within these words that the Act 
has utilized the vast body of prior jurisprudence along with the unsettled law which 
it harbored. Trademark Act of 1946, §35, 60 sTaT. 439, 15 U.S.C.A. §1117 (1948). 

30. Tilghman v. Proctor, 125 U.S. 136, 148, 31 L.Ed. 664 (1888). 

31. Mishawaka Rubber & Woolen Mfg. Co. v. 8. 8S. Kresge Co., 316 U.S. 203, 
86 L.Ed. 1381, 32 TMR 254 (1942); C. A. Briggs Co. v. National Wafer Co., 215 Mass. 
100, 102 N.E. 87, 3 TMR 323 (1913). 

32. Coca-Cola Co. v. Belinsky, 57 F.Supp. 120, 35 TMR 9 (D.C., E.D. Mich. 1944). 

33. Haslinghuis v. Harrington, 237 F. 301, 7 TMR 4 (D.C., N.H. 1916). 

34. Coca-Cola Co. v. Cleo Syrup Corp., 54 F.Supp. 665, 666, 54 TMR 317 (D.C., 
E.D. Mo. 1944). 
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defendant has made ‘profits attributable, in whole or in part, 
to its trademark’. ... Plaintiff seeking damages has the 
burden of proof. ... The damages or profits, to be recover- 
able, must be substantial and not nominal.” 


“In the overwhelming majority of trademark infringement 
and unfair trading cases brought before the equity courts, the 
accounting of profits plays a dominant role. Since, in the last 
analysis, the accounting is intended to be only another form of 
compensation for the injury suffered by the plaintiff, a number 
of problems present themselves, as in those situations where the 
profits realized by the defendant are totally disproportionate to 
the harm done the plaintiff, or where... the damage done to plain- 
tiff cannot adequately be righted by an accounting of the possibly 
very small profits made by the defendant. It is not, therefore, so 
much the question when an accounting shall be granted which has 
caused the courts so much indecision as it is the procedure to be 
followed in measuring the plaintiff’s injury and the equitable com- 
pensation due him.” *° 

When the infringement has been established and an injunction 
granted, the courts then decided whether or not to grant an ac- 
counting. Accountings have been denied where: 


(1) A third party was the one who should have sought the 
accounting ;*° 

(2) Plaintiff was guilty of laches*’ and the infringement was 
without wrongful intent ;** 

(3) Defendant’s gains were de minimis;* and disproportion- 
ate to the cost of the accounting ;*° 


(4) There was no evidence of plaintiff’s lost sales ;*’ 





35. DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING, p. 752 (1936). 

36. Lawrence-Williams Co. v. Société Enfants Gombault et Cie., 52 F.2d 774, 21 
TMR 608 (C.C.A. 6, 1931) ; Prest-O-Lite Co. v. Bournonville, 260 F. 446, 448 (D.C., N.J. 
1916). 

37. Metz, etc. v. America, etc., 18 F.Supp. 598, 27 TMR 368 (D.C., 8.D.N.Y. 1936) ; 
Keystone Macaroni Mfg. Co. v. Arena & Sons, 27 F.Supp. 290, 29 TMR 211 (D.C., 
E.D. Pa. 1939). 

38. Mishawaka R. & W. Mfg. Co. v. S. 8. Kresge Co., 119 F.2d 316, reversed on 
other grounds, 316 U.S. 203, 86 L.Ed. 1381, 32 TMR 254 (1942). 

39. Sazlehner v. Siegel-Cooper Co., 179 U.S. 42, 45 L.Ed. 77 (1900); Ludington 
Novelty Co. v. Leonard, 127 F. 155 (C.C.A. 2, 1993). 

40. Julius Kessler & Co. v. Goldstrom, 177 F. 392 (C.C.A. 8, 1910); Julius 
Kessler & Co. v. Klein, 177 F. 394 (C.C.A. 8, 1910) ; O’Sullivan Rubber Co. v. Genuine 
Rubber Co., 287 F. 134 (C.C.A. 1, 1923) ; Keystone Type Foundry v. Portland Pub. Co., 
180 F. 301 (D.C., Me. 1910) ; Hennessy v. Hine Growers’ Assn., 212 F. 308, 4 TMR 305 
(D.C., 8.D.N.Y. 1914). 

41. Horlick’s, etc. v. Horluck’s, Inc., 59 F.2d 13, 22 TMR 319 (C.C.A. 9, 1932); 
Rosenberg Bros. & Co. v. Elliott, 7 F.2d 962, 15 TMR 479 (C.C.A. 3, 1925); Vogue v. 
Thompson-Hudson Co., 300 F. 509, 15 TMR 1 (C.C.A. 6, 1924). 
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(5) There was a lack of evidence that plaintiff had sustained 
a loss ;** 


(6) The fault was traceable to both parties ;** 


(7) The defendant acted in good faith** or had abandoned his 
infringement ;*° 


(8) There was no proof of deceit of the public by defendant’s 
acts ;*° 


(9) There was an absence of direct competition between the 
parties, and no testimony that defendant’s action had de- 
prived plaintiff of sales ;*’ and 


(10) An injunction had satisfied plaintiff’s demands.* 


In weighing factors prior to ordering an accounting, the pres- 
ence of a conspiracy organized to infringe upon plaintiff’s rights,* 
or proof of injury to plaintiff,’ have brought about an order for 
an accounting. Courts have awarded an accounting to plaintiff 
where it appeared that the defendant did the acts complained of, 
and had not altered his business procedure but continued to in- 
fringe, not only before, but after full warning and with knowledge 
of the plaintiff’s rights,°' and when the duty to account was a 
matter of right, the difficulty in stating the account was not an 
excuse which would prevent an accounting.” 

The doctrine of estoppel has entered into the litigation and 
courts have refused an accounting of gains and profits when it 


42. Triangle Publications v. Hanson, 65 F.Supp. 952, 36 TMR 283 (D.C., E.D. Mo. 
1946), aff’d., 163 F.2d 74, 37 TMR 645 (C.C.A. 8, 1947). 

43. Merriam Co. v. Ogilvie, 170 F. 167 (C.C.A. 1, 1909) ; O’Sullwan Rubber Heel 
Co. v. Genuine Rubber Co., 281 F. 851, 12 TMR 437 (D.C. Mass. 1922), aff’d. on this 
aspect, 287 F. 134 (C.C.A. 1, 1923); American Crayon Co. v. Prang Co., 38 F.2d 448, 
21 TMR 441 (C.C.A. 3, 1930); Lewis Invisible Stitch Machine Co. v. Columbia Blind- 
stitch Machine Mfg. Corp., 22 F.Supp. 705 (D.C., 8.D.N.Y. 1937). 

44. Sazlehner v. Siegel-Cooper Co., 179 U.S. 42, 45 L.Ed. 77 (1900). 

45. Pinaud, Inc. v. Huebschman, 27 F.2d 531, aff’d., 27 F.2d 538, 18 TMR 471 
(C.C.A, 2, 1928). 

46. Champion Spark Plug Co. v. Sanders, 156 F.2d 488, 36 TMR 383 (C.C.A. 2, 
1946), aff’d., 331 U.S. 125, 91 L.Ed. 1386, 37 TMR 323 (1947). 

47. Acme Chemical Co. v. Dobkin, 68 F.Supp. 601, 36 TMR 322 (D.C., W.D. Pa. 
1946). For a discussion of the element of direct competition see the text to footnote 
132, infra. 

48. American Thread Co. v. North American Thread Co., 33 F.Supp. 616 (D.C., 
8.D.N.Y. 1935). 

49. Coca-Cola Co. v. Dixi-Cola Laboratories, Inc., 155 F.2d 59, 36 TMR 84 (C.C.A. 
4, 1946), cert. denied, 329 U.S. 773, 91 L.Ed. 665 (1946). 

50. O. & W. Thum Co v. Dickinson, 254 F. 219, 9 TMR 89 (D.C., W.D. Mich. 
1918). 

51. Wallace § Co. v. Repetti, 266 F. 307, 10 TMR 263 (C.C.A. 2, 1920), cert. 
denied, 254 U.S. 639, 65 L.Ed. 451 (1920). 

52. Baker v. Master Printers Union of N. J., 34 F.Supp. 808, 30 TMR 640 (D.C., 
N.J. 1940). 
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appeared that the plaintiff was guilty of-laches* and it appears 
that a delay in pursuing a claim supports the inference that no real 
damage has occurred. The necessary delay has been varyingly 
decided upon as two years,” three years,” five years,” eight years, 
and nine years.” 

The decisions have been fairly confused as to the proper time 
to begin computing profits. It was generally well-established that 
there would not be an accounting of sales made before defendant 
has received notice of his infringement, but that sales thereafter 
made would be accounted for. One who believed that his mark 
was the subject of an infringement was entitled to a reasonable 
time after so learning to investigate and notify the infringer before 
his failure to give notice would derogate from his rights, but he 
was required to warn the invader a reasonable time after obtain- 
ing the information.“ Where a trademark was knowingly in- 
fringed, the accounting began from the date of defendant’s use. 

An infringer who continued to use the mark after notice of 
his wrongdoing ran the risk of becoming liable for both profits and 
damages. An adverse decision in a trademark opposition pro- 
ceeding has been held to be sufficient proof of notice to defendants™ 
and some courts have awarded damages in the form of plaintiff’s 


lost profits only, and for sales made by defendant after statutory 
notice of registration.® The period of time covered by the award 
has been held to begin at the date when the owner-plaintiff entered 


53. Baker v. Master Printers Union of N. J., 34 F.Supp. 808, 30 TMR 640 (D.C., 
N.J. 1940); Brooks Bros. v. Brooks Clothing of Cal., 60 F.Supp. 442, 35 TMR 99 
(1945), aff’d., 158 F.2d 798 (1946), cert. denied, 331 U.S. 824, 91 L.Ed. 1840 (1947). 

54. Morand Bros. v. Chippewa Springs Corp., 2 F.2d 237, 15 TMR 303 (C.C.A. 
7, 1924), cert. denied, 267 U.S. 592, 69 L.Ed. 803 (1925). 

55. Koppel Ind. Car & Equip. Co. v. O & K Akt., 12 F.2d 1009 (D.C., 8.D.N.Y. 
1926). 

. Golden West Brewing Co. v. Milonas & Sons, 104 F.2d 880, 29 TMR 540 
(C.C.A. 9, 1939). 

57. Cahn v. Gottschalk, 14 Daly 542, 2 N.Y.8. 13 (1888). 

58. San Francisco Ass’n for the Blind v. Industrial Aid for the Blind, 152 F.2d 
532, 36 TMR 14 (C.C.A. 9, 1946). 

59. Layton Pure Food Co. v. Church & Dwight Co., 182 F. 35 (C.C.A. 8, 1910). 

60. Liberty Oil Corp. v. Crowley, Milner § Co., 270 Mich. 187, 258 N.W. 241, 
25 TMR 124 (1935). See also, Stark Bros, Nurseries, etc., Co. v. Stark, 255 U.S. 50, 
65 L.Ed. 496, 11 TMR 275 (1921). 

61. 2 NIMS, UNFAIR COMPETITION AND TRADE-MARKS p. 1377 (1947). 

62. Ramopa Co. v. A. Gastun § Co., 278 F. 557, 12 TMR 59 (D.C., 8.D.N.Y. 1922). 

63. Liberty Oil Corp. v. Crowley, Milner §& Co., 270 Mich. 187, 258 N.W. 241, 
25 TMR 124 (1935); See also, Mishawaka Rubber & Woolen Mfg. Co. v. 8S. 8. Kresge 
Co., 119 F.2d 316, 32 TMR 42 (C.C.A. 6, 1941); Wallace § Co. v. Repetti, Inc., 266 F. 
307, 10 TMR 263 (C.C.A. 2, 1920). 

64. George W. Luft Co. vy. Zande Cosmetic Co., 142 F.2d 536, 34 TMR 190 (C.C.A. 
2, 1944), cert. denied, 323 U.S. 756, 89 L.Ed. 606 (1944). 

65. Treasure Imports v. Henry Amdur g§ Sons, 127 F.2d 3, 32 TMR 454 (C.C.A. 
2, 1942). 
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the territory,” and, in the absence of willful infringement, the time 
since the suit was commenced.” 






































Allowable Deductions 





When an accounting has been ordered, the decisions favored 
the view of requiring the defendant to disprove the relationship 
between the infringement and his profit, and thereby reduce the 
award recoverable in an accounting. The leading case to so hold 
this was Mishawaka Rubber & Woolen Manufacturing Co. v. S. 8S. 
Kresge Company. The Supreme Court heard this trademark in- 
fringement case for the purpose of considering the problem of “the 
measure of profits and damages.” The Court specifically held that 
if a plaintiff “suffered damages beyond the loss of profits the 
decree should provide for the assessment of such damages.” How- 
ever, a careful reading of the decision indicates that the implica- 
tions are broader than the specific holding. 

The Mishawaka case arose in the Eastern District of Michigan 
and the lower Court found that the trademark used by the defen- 
dant constituted an infringement under the Trademark Act of 
1905. The Court enjoined future infringement and also ordered 
that the defendant account to the plaintiff for profits made from 
sales, “to purchasers who were induced to buy because they believe 
the heels to be those of plaintiff and which sales plaintiff would 
otherwise have made.” The plaintiff complained of this criterion 
for determining the amount of defendant’s profits to which he was 
entitled, presumably because the burden upon him would be too 
onerous. On certiorari, the Supreme Court reversed, stating that 
the burden of showing that but for defendant’s unlawful use of 
the mark, particular customers would have purchased plaintiff’s 
goods should not be upon the plaintiff. The burden, the Court said, 
was on the infringer to prove that the infringement in no way 
contributed to his profits. The Court, per Frankfurter, J. stated: 


“ _.. Although the award of profits is designed to make 
the plaintiff whole for losses which the infringer has caused 
by taking what did not belong to him, Congress did not put 
upon the despoiled the burden—as often as not impossible to 
sustain—of showing that but for the defendant’s unlawful 


66. Morand Bros. v. Chippewa Springs Corp:, 2 F.2d 237, 15 TMR 303 (C.C.A. 7, 
1924), cert. denied, 267 U.S. 592, 69 L.Ed. 803 (1925). 

67. Pease v. Scott County Milling Co., 5 F.2d 524, 15 TMR 152 (D.C., E.D. Mo. 
1925). 

68. 316 U.S. 203, 86 L.Ed. 1381, 32 TMR 254 (1942). 
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use of the mark, particular customers would have purchased 
the plaintiff’s goods. 

If it can be shown that the infringement had no relation to 
profits made by the defendant, that some purchasers bought 
goods bearing the infringing mark because of the defendant’s 
recommendation or his reputation or for any reason other than 
a response to the diffused appeal of the plaintiff’s symbol, the 
burden of showing this is upon the poacher. The plaintiff of 
course is not entitled to profits demonstrably not attributable 
to the unlawful use of his mark. ... The burden is the in- 
fringer’s to prove that his infringement had no cash value in 
sales made by him. If he does not do so, the profits made on 
sales of goods bearing the infringing mark properly belong to 
the owner of the mark. ... There may well be a windfall to 
the trade-mark owner where it is impossible to isolate the 
profits which are attributable to the use of the infringing mark. 
But to hold otherwise would give the windfall to the wrong- 
GROG cine” 



















When it is impossible to determine which of the profits are 
attributable to defendant’s infringing, courts favor the view that 
the plaintiff should recover all of defendant’s profits. This was 
expressly stated by the Sixth Circuit in the Dickinson case,’ when, 
after being adjudged guilty, the defendant objected to the measure 
of profits applied by the master. The defendant insisted that the 
burden was on the plaintiff to prove that the defendant made profits 
via the use of the infringing mark. The Court objected to defen- 
dant’s contention and said that he could not escape liability by 
pleading that he could not determine how much of his profits were 
due to the infringement. The Court said: 













“The infringer must account for the entire profits derived 
from the sale of the infringing goods. The recovery will not 
be limited to such amount as can be shown by the direct and 
positive evidence to have resulted from the use of the infring- 
ing mark. The burden is not cast upon the plaintiff to attempt 
the impossible task of showing what part of defendant’s profits 
are attributable to the use of the infringing mark and what 
part to the intrinsic merit of his goods or other causes.” 












Hence, once an infringement was established and the plaintiff 
obtained an accounting of profits of the infringer-defendant, the 
burden of proof was on the defendant to show his costs and ex- 
penses which were deducted from his dollar volume of sales. 







69. Dickinson v. O. ¢ W. Thum Co., 8 F.2d 570, 16 TMR 95 (C.C.A. 6, 1925). 
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Courts stated that these deductions were subject to tests of good 
faith, but they were allowed even if unwise or contrary to good 
business judgment so long as they were satisfactorily established. 

Permissible deductions of the defendant in assessing his profit 
were discussed by the Third Circuit in Century Distilling Co.” 
The Court held as not clearly erroneous a finding that 25 percent 
of the infringer’s profits were attributable to the unlawful use of 
the mark. The lower Court had ordered an accounting upon a find- 
ing of infringement not because an accounting followed automati- 
cally upon the decree, but more because there was a definite finding 
by the Court of the existence of competition between the two prod- 
ucts, a finding which gave the Court the basis for its exercise of 
discretion in granting an accounting. Both parties appealed the 
award and the Court held that the infringer could not properly 
reduce his profits by subtracting all of his “cost of sales,” “selling 
expenses” and “general and administrative expenses,” because they 
were non-variable expenses and would be incurred even if the in- 
fringement had not taken place. The master and the Circuit Court 
did, however, allow defendant to deduct certain variable costs 
such as supplies, raw materials, labor and fuel costs, because they 
were more directly related to the production. Further, while dis- 
allowing deduction of fixed non-variables, e.g. taxes, depreciation 
and insurance, items such as salesmen’s salaries and expenses, gen- 
eral sales office expense and general and administrative expense, 
were partially allowed as deductions to the extent that they were 
found attributable to the production of the infringing product. 
The Court also discussed the problem of double recovery and 
stated that if damages were allowed plaintiff would be getting a 
double recovery—once in defendant’s accounting for profits, and 
again in the assessment of damages, and this was contrary to the 
established principles. 

The proportion of general expense, which the courts generally 
allowed the defendant to subtract from his profits, varied as the 
proportion the infringing article had to defendant’s total business 
varied.” In a patent infringement accounting suit, the Eighth 


70. Century Distilling Co. v. Continental Distilling Corp., 205 F.2d 140 (C.A. 3, 
1953), cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953), though this action was concluded 
in 1953 the Court specifically stated that it was governed by the Act of 1905. 

71. Tremaine vy. Hitchcock, 90 U.S. (23 Wall), 518, 23 L.Ed. 97 (1874); Walter 
Baker Co. v. Slack, 130 F. 514 (C.C.A. 7, 1904) ; Cutter v. Gudebrod Bros. Co., 190 N.Y. 
252, 83 N.E. 16 (1907); National Folding-Box § Paper Co. vy. Dayton Paper Novelty 
Co., 95 F. 991 (S.D. Ohio 1899) ; Duro Co. v. Duro Co., 56 F.2d 313, 22 TMR 83 (C.C.A. 
3, 1932). See also, Saxlehner v. Eisner & Mendelson Co., 138 F. 22 (C.C.A. 2, 1905); 
Winthrop Chemical Co. v. Blackman, 159 Misc. 451, 288 N.Y.S. 389, 26 TMR 475 (1936). 
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Circuit discussed the element of overhead expenses and approved 
the findings of the Master, stating: 


“This contention has to do with the apportionment of overhead 
in the expenses. Appellee contended that no overhead should 
be included in the expenses because the manufacture of these 
davenports was an added line to a large business . . . and the 
addition of this line had not added to the overhead expense. 
Appellant contended that the entire overhead should be in- 
cluded (divided on a percentage basis between the sales of the 
davenports and the entire sales business) ... (T)he master 
undertook a division of the items of overhead into those which 
were not affected by adding the davenport business and those 
which were. Such division appears in his findings and his 
memorandum. This division evinces great care and considera- 
tion. To such overhead as was affected by the manufacture 
and sale of the infringing davenports, he applied the per- 
centage of davenport sales to total sales of all products... 
The parties make the same contentions here that they did be- 
fore the master. The master made a very painstaking and 
careful division of the items of overhead. The appellant se- 
cured all it was entitled to in this apportionment and its con- 
tention here is unsound .. . Always, however, the task is to 
see that the patentee recover every dollar of advantage re- 
alized by the infringer from the infringement and no more. 
No fast and hard rules should or can be stated to guide ap- 
plication of this general rule to the infinite variety of fact 
situations developed in different cases . . . Because a recur- 
ring item, like overhead, is handled a certain way in a given 
case such is no statement of a rule of law that the same item 
must be similarly dealt with in all cases...” ” 


The factors which may decrease the defendant’s liability may 
be any items which establish that the profits resulted from causes 
other than use of plaintiff’s mark. The United States Supreme 
Court has approved an injunction, but refused profits going to 
plaintiff because the defendant established that many of his sales 
were brought about, not by use of plaintiff’s mark, but rather 
because the defendant was a widely known retailer in New York 
and purchasers bought because the defendant recommended the 
goods.”* 


72. Levin Bros. v. Davis Mfg. Co., 72 F.2d 163, 165 (C.C.A. 8, 1934). 
73. Straus v. Notaseme Hosiery Company, 240 U.S. 179, 69 L.Ed. 590, 6 TMR 
103 (1916). 
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In specifically ascertaining the expenses deductible by a defen- 
dant, courts have allowed the wages and salaries of employees and 
managing officers, tools, rents, and cost of power and machinery,” 
bookkeeping, billing, commissions, and freight properly allocable 
to costs,” and a proportionate share of the cost of salesmen who 
sold other goods in addition to the infringing article.”* Interest 
on the capital used in the production of the infringing article has 
been permitted,’ and certain salaries have been deductible but it 
is clear that excessively high salaries, which were merely an at- 
tempt to distribute profits, could not be deducted.”* The salaries 
of officers directly responsible for continuance of the tort have been 
disallowed,” but where the manager was only a minority stock- 
holder, his salary was deductible as part of the operating expenses 
of the defendant.*® Bad debts, charged by the infringer entirely 
against profits from the sale of the infringing trademark, have 
not been allowed,® and the courts have disallowed as deductions 
federal excess profits taxes and income taxes.*” 

In properly ascertaining the amount of the defendant’s de- 
ductions, the courts use varying methods to establish defendant’s 
costs, and where no real evidence of defendant’s costs was avail- 
able, it has been reasonably inferred that the costs were similar 
to plaintiff’s.** 

Though the decisions have been confusing, it may be said that 
an accounting has not been the invariable result of a finding of 
infringement, but where findings of confusion and “palming off” 
were supported by the record, an accounting was generally justi- 
fied and granted, and the plaintiff obtained all profits of the de- 
fendant less certain allowable deductions. These pre-Lanham Act 
standards have retained their vitality, and the jurisprudence dis- 
cussed above though prior to the 1946 enactment, is still a vital 
part of our trademark law. 


74. Rubber Co. v. Goodyear, 76 U.S. (9 Wall), 788, 19 L.Ed. 566 (1869). 

75. Scovill Mfg. Co. v. U. 8. Electric Mfg. Corp., 47 F.Supp. 619, 33 TMR 234 
(D.C., S.D.N.Y. 1942). 

76. Duro Co. v. Duro Co., 56 F.2d 313, 22 TMR 83 (C.C.A. 3, 1932). 

77. Lawrence-Williams Co. v. Société Enfants Gombault et Cie., 52 F.2d 774, 21 
TMR 608 (C.C.A. 6, 1931). 

78. Rubber Co. v. Goodyear, 76 U.S. (9 Wall), 788, 19 L.Ed. 566 (1869) ; 
Aladdin Mfg. Co. v. Mantle Lamp Co., 116 F.2d 708, 31 TMR 366 (C.C.A. 7, 1941). 

79. Duro Co. v. Duro Co., 56 F.2d 313, 22 TMR 83 (C.C.A. 3, 1932); cf. Aladdin 
Mfg. Co. v. Mantle Lamp Co., 116 F.2d 708, "31 TMR 366 (C.C.A. 7 1941). 

80. Nashville Syrup Co. v. Coca-Cola Co., 215 F. 527, 4 TMR 323 (C.C.A. 6, 
1914). 

81. Duro Co. v. Duro Co., 56 F.2d 313, 22 TMR 83 (C.C.A. 3, 1932). 

82. Larson v. Wrigley, 277 U.S. 97, 100, 72 L.Ed. 800, 18 TMR 319 (1928). 

83. Trappey v. McIlhenny Co., 12 F.2d 19, 16 TMR 207 (C.C.A. 5, 1926), cert. 
denied, 273 U.S. 699, 71 L.Ed. 846 (1926). 





Vol. 47 T. M. R. FINAN. RECOVERY FOR TRADEMARK INFRINGE. 13138 





Damages 


Damages™ in actions for trademark infringement, generally 
describe losses other than loss of profit due to lost sales. 

Basically, in establishing damages, the plaintiff should show 
harm to his standing in the business community, loss of business, 
plus any added expenses resulting from the tortious act of the 
defendant.*° 

In an accounting the plaintiff need only establish that the in- 
fringing product carried his mark and it will be thereafter pre- 
sumed that the sales resulted from the use of the mark.** How- 
ever, in an action for damages, the plaintiff must show the use 
of the mark by the defendant, and injury resulting from defen- 
dant’s use.*’ Thus in a damage action the plaintiff has the greater 
burden, and this burden has resulted in a preference for account- 
ing actions. However, it is essential that the plaintiff in all cases 
carefully establish his cause of action and prove the elements he 
is relying upon to justify either damages or an accounting for 
profits,** and the proof must be sufficient to prove some injury.* 

In extending protection to the property interest of the owner 
of the mark, courts have held an infringer liable for damages aris- 
ing solely from injury to the property rights of the plaintiff with- 


out resorting to the fiction of placing the infringer in the position 


90 


of a trustee of the profits.*”” Apparently the wrongdoing is the at- 
tempt to obtain the business which another has developed through 
years of fair dealing at great cost and expense.” The sums re- 
coverable by the plaintiff are not limited to the defendant’s profits, 


84. In a suit for infringement of a trademark and for unlawful competition, the 
Court held the word “damages” when used in the legal sense, to mean the indemnity 
recoverable by a person who has sustained an injury either in his person, property or 
relative rights through the default of another. P. E. Sharpless Co. v. Lawrence, 213 F. 
423, 426, 4 TMR 333 (C.C.A. 3, 1914). 

85. John B. Stetson Co. v. Stephen L. Stetson, 58 F.Supp. 586 (D.C., 8.D.N.Y. 
1944) ; Hennessy v. Wilmerding-Loewe Co., 103 F. 90 (D.C., N.D. Calif. 1900) ; Interna- 
tional Film Service Co. v. Associated Producers, 273 F. 585, 11 TMR 238 (D.C., 8.D.N.Y. 
1921). 

86. Mishawaka Rubber & Woolen Mfg. Co. v. 8S. 8. Kresge Co., 316 U.S. 203, 86 
L.Ed. 1381, 32 TMR 254 (1942). See also, Hamilton-Brown Shoe Co. v. Wolf Bros. & 
Co., 240 U.S. 251, 60 L.Ed. 629, 6 TMR 169 (1916); Brooks Bros. v. Brooks Clothing 
of Cal., Ltd., 60 F.Supp. 442, 35 TMR 99 (D.C., 8.D. Calif. 1945). 

87. Wawak & Co. v. Kaiser, 129 F.2d 66, 33 TMR 226 (C.C.A. 7, 1942); Dickin 
son v. O. § W. Thum Co., 8 F.2d 570, 16 TMR 95 (C.C.A. 6, 1925). 

88. Ammon & Person v. Narragansett Dairy Co., 262 F. 880, 10 TMR 191 (C.C.A. 
1, 1919). 

29. Scovill Mfg. Co. v. U. 8. Electric Mfg. Corp., 47 F.Supp. 619, 33 TMR 234 
(D.C., 8.D.N.Y. 1942). 

90. Anchor Stove & Range Co. v. Rymer, 97 F.2d 689, 28 TMR 476 (C.C.A. 6, 
1938), cert. denied, 305 U.S. 653, 83 L.Ed. 422 (1938). 

91. Nu-Enamel Corp. of Illinois v. Armstrong Paint & Varnish Works, 95 F.2d 448, 
28 TMR 237 (C.C.A. 7, 1938), aff’d., 305 U.S. 315, 83 L.Ed. 195 (1938). 
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which are recovered in the accounting, but include injury to plain- 
tiff’s trademark and good will;** reduced profit due to lost sales or 
sales made in competition with the infringing mark,** and addi- 
tional advertising expenses spent in differentiating the products 
also appear capable of being recovered.” 

In the Dickinson case,” discussed as to profits, supra, plaintiff 
Thum Company sought to enjoin defendant Dickinson from in- 
fringing on plaintiff’s mark TANGLEFOoT as applied to fly paper 
by use of the name sTICKY FLY PAPER on a competing product. The 
Sixth Circuit, affirmed the prior findings for the plaintiff but de- 
nied a monetary award, and referring to the elements required for 
a finding of damages, said,” 


“When a plaintiff in a trade-mark or unfair competition 
case seeks to recover damages, the burden is on him to prove 
by competent and sufficient evidence his lost sales, or that he 
was compelled to reduce prices as the result of his competi- 
tor’s wrongful conduct. There is no presumption of law or of 
fact that a plaintiff would have made the sales that the 
defendant made. In this case there is no sufficient, much 
less conclusive, evidence to show that plaintiff would have 
made all or any substantial part of the sales made by the 
defendant. Nor is there any adequate, much less conclu- 
sive, evidence that plaintiff reduced its price as a result of 
defendant’s wrongful conduct. The evidence, on the other 
hand, is quite clear and convincing to the contrary. The same 
observations apply to the claim of damages to plaintiff’s busi- 
ness from the inferior quality of defendant’s product; it is 
not supported by adequate proof.” 


If the infringement is in good faith,” and the evidence does not 
show that anyone purchased the goods of the defendant thinking 
that they were the products of plaintiff, or that any customers had 
been lost by plaintiff, only nominal damages have been allowed.” 
Damages have been denied where the plaintiff offered no evidence 
of actual damage and the defendant had acted in good faith without 


92. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 31 TMR 366 
(C.C.A, 7, 1941). 

93. Obear-Nester Glass Co. v. United Drug Co., 149 F.2d 671, 35 TMR 231 (C.C.A. 
8, 1945), cert. denied, 326 U.S. 761, 90 L.Ed. 458 (1945). 

94. International Film Service Co. v. Associated Producers, Inc., 273 F. 585, 
11 TMR 238 (D.C., 8.D.N.Y. 1921). 

95. Dickinson v. O. ¢ W. Thum Co., 8 F.2d 570, 16 TMR 95 (C.C.A. 6, 1925); see 
also, Anchor Stove & Range Co. v. Rymer, 97 F.2d 689, 28 TMR 476 (C.C.A. 6, 1938). 

96. 8 F.2d 570 at 575, 16 TMR at 106. 

97. Gehl v. Hebe Co., 276 F. 271, 12 TMR 154 (C.C.A. 7, 1921). 

98. Baker v. Baker, 115 F. 297 (C.C.A. 2, 1902). 
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attempting to deceive the public;*”* and where the injunctive relief 
was satisfactory to protect the plaintiff’s interest, monetary awards 
have been denied.’ Recovery has been restricted to the damages 
which naturally and proximately resulted from the infringement 
of the plaintiff’s mark,’” and only to the extent the unlawful use 
of the design by the defendant interfered with plaintiff’s sale of his 
product.*”” 


Punitive Damages 


With the advent of modern rules of civil procedure, punitive 
damages’ heretofore recoverable only in actions at law, became 
recoverable in equity. The rationale for punitive damages stems 
from the principle, accepted at common law, that a plaintiff could 
obtain punitive damages from defendants who had committed acts 
intentionally, fraudulently or willfully. The object of imposing 
these extra damages is to punish the defendant and also to deter 
others from committing similar torts. Punitive damages awarded 
as a punishment, and not as an equivalent of damages, have been 
added to nominal damages by courts of equity,’ but exemplary 
and punitive damages have never been favored in courts of law.’® 

The federal courts which have submitted decisions which re- 
flect conflicting views in the field of financial recovery, have given 
us even less coherence in the area of punitive damages. 

The Federal Trademark Act of 1881 which was the first suc- 
cessful effort to authorize registration of trademarks and to extend 
protection to them made the right to punitive damages for in- 
fringement of a registered trademark depend upon the form of 
the action. Such damages were recoverable in an action at law, 


99. Bunte Bros. v. Standard Chocolates, 45 F.Supp. 478, 32 TMR 349 (D.C., 
Mass. 1942). 

100. Keystone Macaroni Mfg. Co. v. Arena g& Sons, 27 F.Supp. 290, 29 TMR 211 
(D.C., E.D. Pa. 1939) ; Plough, Inc. v. Intercity Oil Co., 26 F.Supp. 978, 29 TMR 200 
(D.C., E.D. Pa. 1939). 

101. Obear-Nester Glass Co. v. United Drug Co., 149 F.2d 671, 35 TMR 231, 
cert. denied, 326 U.S. 761, 90 L.Ed. 458 (1945). 

102. Atlantic Milling Co. v. Robinson, 20 F. 217 (D.C., 8.D.N.Y. 1884). 

103. “Punitive Damages” as used herein means damages on an increased scale 
designed to punish the defendant for his willful behavior, and is identical with exemplary 
damages. See, Scott v. Donald, 165 U.S. 58, 41 L.Ed. 632 (1897), where the Court said: 

“Damages ... are said to be exemplary and allowable in excess of the actual loss, 
where a tort is aggravated by civil motive, actual malice, deliberate violence, or 
oppression.” 

104. Gardella v. Log Cabin Products Co., 89 F.2d 891, 27 TMR 501 (C.C.A., 2, 
1937) ; Press Pub. Co. v. Monroe, 73 F. 196 (C.C.A. 2, 1896); Scovill Mfg. Co. v. U. 8. 
Electric Mfg. Corp., 47 F.Supp. 619, 33 TMR 234 (D.C., 8.D.N.Y. 1942). On the 
concept of “nominal damages,” see MacDonald v. Winfield Corp., 93 F.Supp. 153, 
40 TMR 985 (D.C., E.D. Pa. 1950), aff’d., 191 F.2d 32 (C.A. 3, 1951). 

105. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 31 TMR 366 
(C.C.A. 7, 1941). Cf. Truzzolino Food Products Co. v. F. W. Woolworth Co., 108 Mont. 
408, 91 P.2d 415 (1939). 
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but not in a court of equity.’ This was expanded by the Federal 
Trademark Act of 1905 to include for jurisdiction purposes a court 
of equity’’’ and cases which arose under this act in courts of equity 
permitted the assessment of additional damages, but these deci- 
sions held such awards as discretionary with the trial court.’” 

The requirements for the award of punitive damages, include 
a finding of willful and wanton conduct, intentional infringement, 
fraud, and deceptive acts.*°° The award has been denied where 
there was no bad faith and the defendant’s defenses were in part 
sustained,’ or where there was no evidence of sales as a result 
of defendant’s unlawful conduct.'” 

In Aladdin Mfg. Co.,’* an action in equity for trademark in- 
fringement and unfair competition, the Court held that punitive 
and exemplary damages were recoverable, and granted plaintiff 
exemplary damages as justified by the facts, because of defen- 
dant’s willful and wanton conduct, and indicated that it had author- 
ity to do so under the Act of 1905, and under the Rules of Civil 
Procedure which had abolished the distinctions between the form 
of action.’** Under the Act of 1905 the Supreme Court has held 
that there could not be an award of punitive damages absent actual 
damages.*** 

In stressing the distinction between compensatory and exemp- 
lary or punitive damages, the Court in Aladdin Mfg. Co. said, 





106. Hennessy v. Wilmerding-Loewe Co., 103 F. 90 (D.C., N.D. Calif. 1900). See 
also, Anno, 47 A.L.R. 2d 1117 (1956). 

107. 33 stat. 729 et seq., formerly 15 U.S.C. §§81-134. 

108. Dickinson v. O. & W. Thum Co., 8 F.2d 570, 16 TMR 95 (C.C.A. 6, 1925); 
Scovill Mfg. Co. v. U. 8. Electric Mfg. Corp., 47 F.Supp. 619, 33 TMR 234 (D.C., 
S.D.N.Y. 1942); Hygienic Products Co. v. Judson Dunaway Corp., 81 F.Supp. 935, 
rev’d on other grounds, 178 F.2d 461, 40 TMR 113 (C.A. 1, 1949), cert. denied, 339 
U.S. 948, 94 L.Ed. 1362 (1950). 

109. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 31 TMR 366 
(C.C.A. 7, 1941). 

110. Mishawaka Rubber & Woolen Mfg. Co. v. 8S. 8. Kresge Co., 67 F.Supp. 1000, 
36 TMR 359 aff’d., 165 F.2d 616, cert. denied, 332 U.S. 808, 92 L.Ed. 386 (1947). 

111. Hygienic Products Co. v. Judson Dunaway Corp., 81 F.Supp. 935, rev’d on 
other grounds, 178 F.2d 461, 40 TMR 113 (C.A. 1, 1949), cert. denied, 339 U.S. 948, 94 
L.Ed. 1362 (1950). 

112. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 31 TMR 366 
(C.C.A. 7, 1941). Cf. William Wrigley, Jr. Co. v. L. P. Larson, Jr. Co., 5 F.2d 731, 
mod. on other grounds, 20 F.2d 830, 17 TMR 511 (C.C.A. 7, 1927), rev’d in part on 
other grounds, 277 U.S. 97, 72 L.Ed. 800, 18 TMR 319 (1928), where under the Act 
of 1905 the Cireuit Court refused to award punitive damages stating that it could not 
do so absent a statute expressly authorizing their allowance. 

113. Cf. Coca-Cola Co. vy. Dixi-Cola Labs., Inc., 155 F.2d 59, 36 TMR 359 (C.C.A. 
4, 1946), cert. denied, 329 U.S. 773, 91 L.Ed. 665 (1946), where the Court indicated that 
the distinction between law and equity in federal courts had not been obliterated by 
Rule 2 of the Rules of Civil Procedure. 

114. Mishawaka R. & W. Mfg. Co. v. 8. 8. Kresge Co., 67 F.Supp. 1000, 36 TMR 
359, aff’d., 165 F.2d 616 (C.C.A. 6, 1947), cert. denied, 332 U.S. 808, 92 L.Ed. 386 
(1947). 

115. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 717, 31 
TMR 366 (C.C.A, 7, 1941). 
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“... Compensatory damages represent what appellant lost by 
way of injury to its business, including its good will, and ex- 
emplary damages may include only such sums as the master 
believed under the facts and circumstances were proper under 
the strict rules covering their allowance.” 


It is manifest that a plaintiff will incur less difficulty in obtaining 
the Court’s approval of compensatory damages, as he does not 
have the burden of establishing willfulness, necessary for the recov- 
ery of punitive damages. 


Costs 


The recovery of litigation costs and attorneys’ fees have tradi- 
tionally been denied by Federal courts absent a finding that the 
defendant’s actions were deliberate, wanton and fraudulent.'® 
When a defendant had been found guilty of wilful infringement 
involving bad faith, a plaintiff has been awarded his costs, with- 
out proof of real damages, so long as he could establish at least 
nominal damages.’**’ 

Courts have denied an award of attorney fees and costs where: 
the trademark owner had been only partially successful and the in- 
fringer’s defense was reasonable and showed good faith;'* the 
plaintiff was deceiving the public through his own use of the trade- 
mark;’*® the defendant had discontinued the use of the objection- 
able mark and the effect of the infringement had been slight ;’*° 
the infringer did so unknowingly, and promised to halt the in- 
fringement when he had been notified ;’* and the defendant was 
honest and had no knowledge of plaintiff’s activities.’*? Where 
both parties had been partially successful, each side was ordered 
to bear its own costs.’** 


116. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F.2d 708, 31 TMR 366 
(C.C.A. 7, 1941). 

117. Obear-Nester Glass Co. v. United Drug Co., 53 F.Supp. 744, aff’d., 149 F.2d 
671, 35 TMR 231, cert. denied, 326 U.S. 761, 90 L.Ed. 458 (1945). 

118. Mishawaka Rubber & Woolen Mfg. Co. v. S. 8. Kresge Co., 67 F.Supp. 1000, 
36 TMR 359, aff’d., 165 F. 2d 616, cert. denied, 332 U.S. 808, 92 L.Ed. 386 (1947). 

119. Hazlett v. Pollack Stogie Co., 188 F. 494, 1 TMR 229, aff’d., 195 F. 28, 
2 TMR 272 (C.C.A. 3, 1912). See also, Moxie Nerve Food Co. of New England v. 
Modoz Co., 155 F. 304 (1907). 

120. Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 54 F.Supp. 805, 33 TMR 518, 
amended, 54 F.Supp. 816, 34 TMR 89, aff’d. in part and reversed in part, 147 F.2d 500 
(C.C.A. 2, 1945); Lever Bros., Ltd., Boston Works v. Smith, 122 F. 998 (C.C. Conn. 
1902). 

121. Bass, Ratcliff & Gretton, Ltd. v. Guggenheimer, 69 F. 271 (C.C. Md. 1895). 

122. Gemex Co. v. J & K Sales Co., 76 F.Supp. 150, 37 TMR 474, aff’d., 166 F.2d 
569, 38 TMR 430 (C.A. 1, 1948). 

123. J. A. Dougherty’s Sons, Inc. Distillers v. Kasko Distillers Products Corp., 
35 F.Supp. 561, 31 TMR 96 (E.D. Pa. 1940) ; Brunswick-Balke-Collender Co. v. American 
Bowling § Billiard Corp., 150 F.2d 69 (C.C.A. 2, 1945), cert. denied, 326 U.S. 757, 
90 L.Ed. 455 (1945). 
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The decisions prior to 1946 produced no independent reason- 
ing, beyond the determination of the case itself for not granting 
costs and fees, and this denial was often a deterent to a less-than- 
wealthy trademark owner in protecting his rights. In this area, 
as noted below, the new act has made some changes. 


Summary 


A review of the law prior to the Lanham Act produces no 
golden thread. There is practically no uniformity in the conclu- 
sions reached by the courts as to when an accounting will be or- 
dered. It is fairly well established that the parties must be com- 
petitors, selling the same product; otherwise the plaintiff could 
not have lost any sales. The weight of authorities, although they are 
by no means unanimous, indicates that in an action for infringe- 
ment proof of wrongful intent is not necessary for an accounting 
for profits. A study of the cases in which damages have been 
awarded, reveals an unsettled status of the law. It is not even 
clear where profits end and damages begin. The two terms have 
been used so interchangeably that it is difficult to arrive at any 
satisfactory conclusion as to what constitutes damages and how 
they can be proved.'” 


THE LAW SINCE THE LANHAM ACT 


The intent of the Trademark Act of 1946 was to make federal 
registration more desirable by enlarging the scope of registrable 
methods and increasing the available remedies. In utilizing the 
remedies the plaintiff has to successfully establish the infringe- 
ment of his statutory trademark and show that he is entitled to 
more than a nominal recovery. The Court may then assess the 
recovery or refer the matter to a master for assessment. Rule 
53D of the Federal Rules of Civil Procedure states a rule which 
may serve as an aid to the Court, but is not mandatory. It pro- 
vides : 


“(3) Statement of Accounts. When matters of account- 
ing are in issue before the master, he may prescribe the form 
in which the accounts shall be submitted and in any proper 
case may require or receive in evidence a statement by a cer- 
tified public accountant who is called as a witness. Upon ob- 
jection of a party to any of the items thus submitted or upon 
a showing that the form of statement is insufficient, the master 


—_—— 


124. ROBERT, THE NEW TRADE-MARK MANUAL, pp. 216-8 (1947). 
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may require a different form of statement to be furnished, 
or the accounts or specific items thereof to be proved by oral 
examination of the accounting parties or upon written inter- 
rogatories or in such other manner as he directs.” 


This rule has validity and flexibility and may serve as an effective 
guide for the court. In seeking compensation for the infringement, 
a plaintiff may recover the defendant’s profits, any damages sus- 
tained by the plaintiff and costs of the action. As under the prior 
law, the plaintiff need only prove defendant’s sale and the burden 
shifts to the defendant to prove all elements of cost or deductions 
claimed. If the Court thinks the amount of the recovery based 
upon profits is inadequate or excessive it may enter judgment for 
such sum as it feels is satisfactory. This assessment is compen- 
satory and not a penalty. However, under the Act there will not 
be any award of profits or damages if there is a failure to mark, 
unless the defendant had actual notice of the mark. Failure to 
mark will deprive the registrant of monetary recovery except if 
the defendant is shown to have had notice. This notice is not ac- 
complished under §22 of the Act which provides that registration 
or prior registration is constructive notice. The notice required 
for plaintiff’s recovery is actual notice. The Act provides: 


“(I]n any suit for infringement under this chapter by such a 
registrant failing so to mark goods bearing the registered 
mark, or by a registrant under the Act of March 19, 1920, or 
by the registrant of a mark on the supplemental register 
provided by this chapter no profits and no damages shall be 
recovered under the provisions of this chapter unless the 
defendant had actual notice of the registration.’”’* 


Since the enactment of the Lanham Act in 1946 and its effec- 
tive date one year later, there has not been any Supreme Court 
decision interpreting the effects of the Act in the area of financial 
recovery. This has resulted in the retention of confusing views 
by the several circuits and has had the result of hindering possible 
clarification of the prior conflicting law. In effect, when applied 
to monetary awards, the Lanham Act by retaining the phrase “sub- 
ject to the principles of equity,” has enabled us to fully utilize 
the prior case law as a proper and applicable standard. A review 
of the principal decisions since the Lanham Act clearly establishes 
that the courts have in fact retained the vast body of prior case 


125. Trademark Act of July 5, 1946, §29, 60 sTaT. 436, 15 U.S.C.A. $1111 (1952). 
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law for present use within the framework of the Lanham Act. 
Hence, little of the prior conflict has been resolved by the courts 
deciding cases under the Lanham Act. 

In a case by case review of the decisions since 1947 it is mani- 
fest that the courts: 


(a) Continue to cite pre-Lanham Act cases, noticeably Misha- 
waka,’*® Champion Spark Plug,*" and Notaseme Ho- 
stery’® as still-controlling authorities for current deci- 
SiOns ; 

(b) Have omitted any reference to possible new standards of 
monetary recovery in the Lanham Act, and have, in fact, 
implied that there has been no change from the prior law; 
and 


(c) Utilize the Act’s language, “subject to the principles of 
equity” as a basis for turning to the prior jurisprudence 
for applicable standards in assessing monetary awards. 


Apart from the area of financial recovery, the courts have 
noted that the Lanham Act creates a new federal cause of action 
for infringement of marks registered under the Act,’*® and that the 
statutory remedies include injunctive relief as well as damages.** 

The Act has not had the effect of resolving many of the diffi- 
culties found under the prior law. For example, where the goods 
are non-competing or are marketed in different areas it is still un- 
clear whether the plaintiff can recover profits even after a showing 
that the use of his mark increased the sales of the defendant.’™ 

However, it is essential to realize that while some courts will 
not allow the recovery of damages and profits absent direct com- 


126. Mishawaka Rk. & W. Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 86 L.Ed. 1381, 
32 TMR 254 (1942). See references supra, pages 1297, 1303, 1304, 1305, 1307, 1308, 
1313, 1316, 1317. 

127. Champion Spark Plug Co. v. Sanders, 156 F.2d 488, 36 TMR 383 (C.C.A. 2, 
1946), aff’d., 331 U.S. 125, 91 L.Ed. 1386, 37 TMR 323 (1947). See references supra, 
pages 1303, 1306. 

128. Straus v. Notaseme Hosiery Company, 240 U.S. 179, 60 L.Ed. 590, 6 TMR 
103 (1916). See references supra, page 1311. 

129. 8. C. Johnson § Son v. Johnson, 175 F.2d 176, 39 TMR 557 (C.A. 2, 1948), 
cert, denied, 338 U.S. 860, 94 L.Ed. 527 (1949). 

130. Ramirez & Feraud Chili Co. vy. Las Palmas, 146 F.Supp. 59, 47 TMR 217 
(D.C., S8.D. Calif. 1956). 

131. Developments in the Law—Trade-marks and Unfair Competition, 68 Wary. 
L. REV. 814, 864-67 (1955). In Triangle Publications v. Rohrlich, 167 F.2d 969, 38 TMR 
516, 657 (C.A. 2, 1948), the Court refused to award profits to the plaintiff because 
plaintiff “has sold no goods which were in competition with defendant’s so there is no 
basis for awarding profits as an equitable increase of a loss sustained by plaintiff.” 
The Court cited as authority, Vogue Co. v. Thompson-Hudson Co., 300 F. 509, 15 TMR 1 
(C.C.A. 6, 1924); Esquire, Inc. v. Esquire Bar, 37 F.Supp. 875, 31 TMR 308. (D.C., 
S.D. Fla. 1941). See also, McCormick § Co. v. B. Manischewitz Co., 206 F.2d 744, 
44 TMR 165 (C.A. 6, 1953); National Dryer Mfg. Corp. v. National Drying Mach. Co., 
136 F.Supp. 886, 45 TMR 949 (D.C., E.D. Pa. 1955). 
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petition, many courts will allow recovery on the theory that the 
defendant has used plaintiff’s reputation and good will—the trade- 
mark—in order to make its sales and acquire profits. This theory 
is the real basis for the recovery of damages and profits where 
there is no direct competition.’ 

In Admiral Corp. v. Penco, Inc.,'* the Second Cireuit con- 
cluded that no new standards for recovery had been introduced 
by the Lanham Act, stating, “ ... plaintiff urges that a right to 
an accounting has become mandatory under the Lanham Act,.. . 
thus superseding the earlier view, ... that where the respective 
products were not directly competing the plaintiff may not re- 
cover profits. We have held otherwise, however, and that now 
seems the settled construction of the statute.” However, the lan- 
guage of the Court must be construed in the light of the fact that 
the Trial Court had granted plaintiff a permanent injunction but 
had refused to allow plaintiff an accounting for profits undoubt- 
edly because it felt that no evidence of damages had been sub- 
mitted. The Second Circuit emphasized that there was no evidence 
that material damage had been sustained by the plaintiff to its 
reputation, good will or loss of sales. It sustained the Trial Court 
and denied an accounting implying that it felt that the plaintiff 
had been remiss in not asking for separate trials on the problems 
of injunction and damages. 

The Second Cireuit has held a trademark infringer account- 
able for profits though the trademark owner, due to external cir- 
cumstances, was not doing business in the market where the in- 
fringement occurred.'** When the defendant infringed with knowl- 
edge of plaintiff’s trademark, courts have held that an accounting 
must cover profits even in areas where the defendant did not 
compete with the trademark owner.’* 


132. Blue Bell Co. v. Frontier Refining Co., 213 F.2d 354, 44 TMR 945 (C.A. 10, 
1954) ; Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F.2d 77, 42 TMR 37 (C.A. 2, 
1951). For pre-Lanham Act cases developing this theory see, Mishawaka Rubber & 
Woolen Mfg. Co. v. 8. 8S. Kresge, 316 U.S. 203, 86 L.Ed. 1381, 32 TMR 254 (1942); 
Century Distilling Co. v. Continental Distilling Corp., 205 F.2d 140 (C.A. 3, 1953), 
cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953); General Motors Corp. v. Circulators & 
Devices Mfg. Corp., 67 F.Supp. 754 (8.D.N.Y. 1946); Anheuser-Busch, Inc. v. Bud- 
weiser Malt Prod. Corp., 295 F. 306 (C.C.A. 2, 1923); Wall v. Rolls-Royce of America, 
Inc., 4 F.2d 333 (C.C.A,. 3, 1925). 

133. 203 F.2d 517, 521, 43 TMR 616 (C.A. 2, 1953). 

134. Pastificio Spiga Societa Per Azioni v. De Martini Macaroni Co., Inc., 200 
F.2d 325, 43 TMR 104 (C.A. 2, 1952). 

135. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 46 TMR 
1509 (C.A. 2, 1956); Blue Bell Co. v. Frontier Refining Co., 213 F.2d 354, 44 TMR 945 
(C.A. 10, 1954) ; Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F.2d 77, 42 TMR 37 
(C.A. 2, 1951). 
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The Restatement of the Law of Torts in an attempt to unify 
the law, has adopted the requirement of competition and provides 
as a basis of liability for profits, certain defined infringing conduct, 
which produces profits when, “The profits result from the market- 
ing of goods... (i) of a kind which compete with those marketed 
by the other, and (ii) in markets in which the other’s goods ... are 
available for purchase or in which the actor attempts to forestall 
Geren... 

An analysis of the Restatement position appears to limit plain- 
tiff’s right to collect profits to cases where the unauthorized use of 
his mark causes him immediate or reasonably future damages. 

A recent case presented a view conflicting with the above, and 
held competition as not necessary for recovery. In Admiral Corp. 
v. Price Vacuum Stores, the District Court held that the defen- 
dant was guilty of infringement because their salesman had led 
prospects to believe that the plaintiff was the manufacturer of the 
infringing goods. The Court denied defendant’s contention and 
held that competition between plaintiff’s goods and defendant’s 
goods was not necessary under the Trademark Act and hence its 
absence did not deprive plaintiff, subject to the principles of 
equity, of the right to recover defendant’s profits, damages and 
costs of the action. 

It thus appears that the law is still in a state of confusion. 
To permit plaintiff to recover defendant’s profits in an accounting 
wherever his mark is utilized for any purpose whatsoever, seems to 
be too broad a protection and not grounded in reasonableness. The 
award of profits is to compensate for plaintiff’s loss of profits. 
What losses can be established without a showing of present or 
reasonably anticipated future competition? However, though a 
plaintiff may be unable to establish the competition requisite for 
collecting profits, he may nevertheless frequently obtain damages 
under the theory of harm to his reputation, and for the general 
use of the infringing mark. 









































Profits 





Under the Act as under the prior law, courts have refused an 
accounting where an injunction satisfied the equities of the case. 










136. Restatement, Torts §747(b) (i), (ii) (1938). 
137. 141 F.Supp. 796, 46 TMR 842 (D.C., E.D. Pa. 1956). See Fancee Free Mfg. 
Co. v. Fancy Free Fashions Inc., 148 F.Supp. 825, 47 TMR 610 (D.C., 8.D.N.Y. 1957), 
where the Court held that plaintiff’s right to recovery had been established even without 
a showing of competition. The case is discussed in the text to note 147, infra. 
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In an action by the publisher of a girls’ magazine entitled sEven- 
TEEN, against defendant, a partnership selling foundation gar- 
ments under the mark Miss SEVENTEEN, the Second Circuit sus- 
tained an injunction against defendant’s use of the mark which 
had resulted in “unfair competition and unfair trading entitling 
plaintiff to relief.” Viewing the absence of competition and ap- 
parently feeling that the plaintiff had obtained sufficient redress, 
the Court denied an accounting and stated, 


“The plaintiff further relies as a justification for an ac- 
counting upon the Lanham Act... We cannot see that this 
Act affords plaintiff any new rights to an accounting; Section 
35 of the Act relating to an accounting merely states that an 
accounting shall be given ‘subject to the principles of 
OT..." 


In Q-Tips, Inc. v. Johnson & Johnson, the plaintiff owned 
the registered trademark Q-Trrs and defendant manufactured and 
sold JoHNsON’s Corton Tips. The District Court held that plaintiff’s 
trademark was not descriptive nor generic and was violated by 
defendant’s acts. The Court issued an injunction but denied an 
accounting because: 


“The evidence before us in regards to the costs of marketing 
the defendant’s product under the trade-mark cotton Tips and 
the testimony of the plaintiff showing that there has been no 
decisive decline in its business disposes me to believe that an 
excursion into profits and damages would be fruitless .. .”’ 


The Court cited pre-Lanham Act decisions as still applicable and 
standing for the principle that an accounting will be denied where 
an injunction will satisfy the equities. Since the likelihood of 
damages and profits were slight the lower Court held that the 
Lanham Act sustained the principle of awarding damages, profits 
and costs only where equitable considerations made it warranted.“ 
The Court of Appeals likewise acting under the Lanham Act 
turned to prior Supreme Court decisions in seeking applicable 
standards, stating,’*’ 


138. Triangle Publications v. Rohrlich, 167 F.2d 969, 974, 38 TMR 516 (C.A. 2, 
1948). 

139. 108 F.Supp. 845, 867, 43 TMR 64 (D.C., N.J. 1952), aff’d., 206 F.2d 144, 44 
TMR 39 (C.A. 3), cert. denied, 346 U.S. 867, 98 L.Ed. 377 (1953). 

140. See National Van Lines v. Dean, 237 F.2d 688, 47 TMR 198 (C.A. 9, 1956). 

141, 206 F.2d 144, 148, 44 TMR 39 (C.A. 3, 1953), cert. denied, 346 U.S. 867, 
98 L.Ed. 377 (1953). 
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“The question as to recovery of profits and damages has 
been several times before the Supreme Court .. .** We think 
that the Supreme Court’s discussion adds up to the proposi- 
tion that if there is no showing that the plaintiff’s business 
has been hurt or that the defendant has made profit out of 
the infringement, there is no call for relief other than that 
given by injunction...” 


Hence, the Court did not broaden a plaintiff’s rights under the new 
Act beyond those which existed under the prior law. 

In Laskowitz v. Marie Designer, Inc.,** an action for patent, 
trademark, trade name infringement and unfair competition, the 
Court discussed financial recovery for trademark infringement 
and said, 


“The presumption of loss flows from infringement. Re- 
covery of profits may be had when there is proof of use of the 
mark and sales. An accounting, however, will not be ordered 
merely upon a showing of infringement. Indeed, under the 
Trademark Acts, an accounting may be denied where an in- 
junction will satisfy the equities of the case.” ** 


This Court likewise apparently felt that the Lanham Act had ac- 
complished no change in the requirements for financial recovery. 

The Seventh Circuit** sustained a District Court’s granting of 
injunctive relief, but reversed the authorizing of an accounting be- 
cause there was “no evidence of any actual confusion resulting in 
a sale of any of defendant’s products to one who believed he was 
buying plaintiff’s product. ... An accounting will not be ordered 
merely because there has been an infringement.” 

The Court stated, 


“As under the Trademark Act of 1905, under the present 
act an accounting has been denied where an injunction will 
satisfy the equities of the case.... [W]e find the likelihood 
of damage to plaintiff or profit to defendant due to any mis- 


142. Citing, Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 91 L.Ed. 1386, 
37 TMR 323 (1947); Mishawaka R. & W. Mfg. Co. v. 8. S. Kresge Co., 316 U.S. 203, 
86 L.Ed. 1381, 32 TMR 254 (1942); Straus v. Notaseme Hosiery Co., 240 U.S. 179, 60 
L.Ed. 590, 6 TMR 103 (1916). 

143. 119 F.Supp. 541, 554, 44 TMR 661 (D.C., S.D. Calif. 1954), where the Court 
cited as still applicable, Mishawaka R. g& W. Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 
86 L.Ed. 1381, 32 TMR 254 (1942). 

144. Citing, Golden West Brewing Co. v. Milonas § Sons, 104 F.2d 880, 881, 882, 
29 TMR 540 (C.C.A. 9, 1939) ; Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 131, 
91 L.Ed. 1386, 37 TMR 323 (1947); Q-Tips, Inc. v. Johnson §& Johnson, 206 F.2d 144, 
44 TMR 39 (C.A. 3), cert. denied, 346 U.S. 867, 98 L.Ed. 377 (1953); Durable Toy § 
Novelty Corp v. J. Chein & Co., 133 F.2d 853, 33 TMR 186 (C.C.A. 2, 1943). 

145. Square D. Company v. Sorenson, 224 F.2d 61, 66, 45 TMR 1102 (C.A. 7, 1955). 





Vol. 47 T. M. R. FINAN. RECOVERY FOR TRADEMARK INFRINGE. 1325 


representation seems slight, and that in view of these various 

circumstances the ‘injunction will satisfy the equities of the 
9 99 

case. 


The Court referred to a pre-Lanham Act case,"* as authority 
for the denial of an accounting stating, 


“The instances of palming off proved were not instances of 
actual customer deception. ... They were sufficient to entitle 
plaintiff to an injunction, so that probable deception of actual 
customers would not occur. But, in order to subject defendant 
to the burden of a reference, plaintiff was required to satisfy, 
the court of its ability to establish some actual, material cus- 
tomer deception. The extent of the damages would necessarily 
be a matter for determination on the reference, but the cer- 
tainty of damage must, as in any other case, have been founda- 
tionally established in the hearing before the court. In a case 
of unfair competition, the court will endeavor to adapt its re- 
lief to the general equities of the particular situation, as nearly 
as it is possible to do so.” 


In Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc.,*" an 
action for injunction, accounting and counsel fees for infringement 


of trade name and trademark and for unfair competition, the Dis- 
trict Court held that plaintiff’s trademark FANCEE FREE as applied 
to women’s apparel was valid, not descriptive, and was infringed 
by defendant’s use of the words FANCY FREE as applied to its wom- 
en’s lounging wear. Though “there was no evidence that any 
customer had actually bought any product of the defendant in the 
mistaken belief that it was a product made by or distributed by 
the plaintiff,” the Court applied the likelihood of confusion test 
under the Lanham Act and the New York anti-dilution statute’ 
and reached an affirmative decision as a prelude to the granting 
of an injunction. The Court held that the plaintiff would be en- 
titled to an injunction and to damages but the facts would not 
merit a recovery of profits because the plaintiff did not clearly 
establish that the defendant had made some profits from the use 
of the trademark. The Court, per Dawson, J. in a clear and 
scholarly opinion stated, 


146. J.C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 949, 958 (C.C.A. 8, 
1941). 

147. 148 F.Supp. 825, 831, 47 TMR 610 (D.C., 8.D.N.Y. 1957). See discussion at 
note 137, supra. 

148. N. Y¥. GENERAL BUSINESS LAW $36l-a. See also, MASS. ANN. LAWS ec. 110, 
§7A (1954) ; Ill. REv. sTaT. c. 140, §4a (1953). 
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“Plaintiff seeks not only an injunction but also an account- 
ing for damages ‘as well as profits defendant has improperly 
made as a result of its unfair competition and trade-mark and 
trade name infringement.’ . . . There was proof presented to 
the Court of damages suffered by plaintiff, such as the cost 
of circularizing the trade to advise them of the existence of 
two companies having similar names, and the loss of money due 
to payments being made to defendant, and discounts taken 
thereon, for goods shipped by the plaintiff, ete. There was 
no proof presented to the Court of any profits made by the 
defendant as a result of the use of the trademark or trade 
name. There was no proof that defendant used its trade name 
or trade-mark to deceive customers into buying merchandise 
in the belief that such merchandise was manufactured by the 
plaintiff. Nor was there any proof that any substantial part 
of defendant’s profits was a result of goods being purchased 
in such mistaken belief. Under such circumstances the issu- 
ance of an injunction and decree for actual damages sustained 
might be proper but it would be improper to allow plaintiff 
to recover the profits of defendant. Straus v. Notaseme Ho- 
siery Co., 1916, 240 U.S. 179, 36 S.Ct. 288, 60 L.Ed. 590 (6 TMR 
103). Profits are not allowed as a right but only ‘subject to 
the principles of equity.’ 15 U.S.C.A. §1117 . . .” 


A Court has denied an accounting where monetary injury 
was not clear and certain. In Ste. Pierre Smirnoff, Fls. Inc. v. 
Hirsch,” the Court held that defendant’s trademark sMaRKOFF 
for vodka was so similar to plaintiff’s trademark smimnorr for 
vodka as to constitute an imitation likely to cause confusion or 
mistake, and was therefore a violation of the Trademark Act of 
1946. The Court enjoined the defendant, but denied a monetary 
award stating,” 






















“The question next arises as to the scope of relief to be 
granted to plaintiff. It seeks damages, an accounting of 
profits, and an injunction. It has not offered evidence of sub- 
stantial past confusion or loss of business. It has shown past 
and present invasion of its rights, a threat of continuance 
thereof, and a reasonable certainty of confusion of goods in 
the future. The evidence shows that plaintiff’s business has 


increased beyond mere simple prosperity. .. . The setting is 
such that unless restrained, defendants will continue a course 
of conduct reasonably certain to bring about ... confusion... 


149. 109 F.Supp. 10, 43 TMR 94 (D.C., 8.D. Calif. 1952). 
150. 109 F.Supp. 10 at 12, 13, 43 TMR at 97, 98. 
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It is impossible for the Court to determine how much of 
defendants’ increase in vodka sales has resulted from a gen- 
eral popularizing of the beverage, how much to the natural 
increase of business with those who already accorded defen- 
dants good will, and how much has amounted to a free ride 
upon the good will of plaintiff. ...In view of the uncertainties, 
the judgment must limit plaintiff to its clear right to injunc- 
tive relief ...and must deny plaintiff the conventional remedy 
of an accounting for profits because of the impossibility which 
would stultify any master asked to hear an accounting. . .” 


In denying an accounting under the Lanham Act, courts have 
cited as authority the numerous cases which had arisen in the years 
prior to 1946. As under the prior law they have denied an account- 
ing where: damages were insubstantial and incapable of computa- 
tion ;*** damages or profits were trivial or disproportionate to the 
expense of taking the account;’ it did not appear that the in- 
fringer had benefited from the similarity of the mark;’* there 
was a lack of substantial proof of damages ;'’* there was no evi- 


151. Stern Apparel Corp. v. Rainguard, Inc., 87 F.Supp. 621 (D.C., 8.D.N.Y. 
1949), citing, Vogue Co. v. Thompson, 300 F. 509, 15 TMR 1 (C.C.A. 6, 1924). See also, 
Triangle Publications, Inc. vy. Rohrlich, 167 F.2d 969, 38 TMR 516 (C.A. 2, 1948); 
Forstmann Woolen Co. v. J. W. Mays, Inc., 89 F.Supp. 964, 40 TMR 433 (D.C., E.D.N.Y. 
1950); Dietene Company v. Dietrim Company, 225 F.2d 239, 45 TMR 1481 (C.A. 8, 
1955), where the Court stated at page 243, “Our conclusion is that, under the evidence 
and the applicable law, the plaintiff was entitled to the injunctive relief which it 
sought, .. . Since the record indicates that the plaintiff suffered no substantial damages 
or loss of profits from the defendant’s competition and that an accounting would be 
futile, we think that none need be had.” See footnotes 39, 40, supra. 

152. Future Farmers of America vy. Romack, 114 F.Supp. 796 (E.D. Ill. 1953), 
aff’d., 211 F.2d 925 (C.A. 7, 1954), citing, Julius Kessler § Co. y. Goldstrom, 177 F. 
392, 4 (C.C.A, 8, 1910) ; Consumers Petrolewm Co. v. Consumers Co. of Ill., 169 F.2d 
153, 163, 38 TMR 861 (C.A. 7, 1948). 

153. Swarthmore Classics, Inc. v. Swarthmore Junior, 81 F.Supp. 917, 39 TMR 234 
(D.C., 8.D.N.Y. 1949). 

154. McCormick & Co. v. B. Manischewitz Co., 206 F.2d 744, 44 TMR 165(C.A. 6, 
1953). The Circuit Court reversed the lower Court and held that the similarity in the 
appearance of initials used by defendant was likely to confuse persons purchasing 
plaintiff’s products which were manufactured in competition with defendant’s products, 
but even though defendant’s mark so infringed there was a lack of substantial proof of 
damage that negated any award beyond an injunction. The Court agreed that the test 
of infringement is broader under the Lanham Act than under the 1905 Act but did 
not transfer this broader interpretation to the award of profits and damages, stating 
at page 777, “Since it does not appear, upon this record, that infringement by defendants 
was wilful, and there is lack of proof of substantial damage to the plaintiff, there will 
be no judgment entered upon the issue of unfair competition and no accounting will 
be ordered for loss of profits. The record discloses that the defendant’s business 
decreased after the adoption of the accused labels and the plaintiff’s business substan- 
tially increased. Besides that, the items sold by the defendant in competition with the 
plaintiff were mainly spices and tea which were sold in limited quantity mainly to a 
different class of purchasers. Mishawaka Rubber ¢ Woolen Manufacturing Company Vv. 
S. 8. Kresge Co., 316 U.S. 203, 62 8.Ct. 1022, 86 L.Ed. 1381 32 TMR 254; Champion 
Spark Plug Company v. Sanders, 331 U.S. 125, 131, 67 S.Ct. 1136, 91 L.Ed. 1386 
37 TMR 323; Hemmeter Cigar Company v. Congress Cigar Company, 6 Cir., 118 F.2d 
64, 71-72.” See footnotes 41, 42, supra. 
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dence of “palming off” ;*** there was no evidence of fraud;'*** there 
was no evidence that sales made by defendants had caused any 
injury to the plaintiff’s business ;**” defendant’s sales were small ;** 
there was a waiver on the plaintiff’s part;’** the evidence estab- 
lished that the sales were made on the merits of defendant’s prod- 
ucts and reputation without reference to plaintiff ;*° and where 
there was no likelihood of injury to plaintiff.” 

Authorities have held that the constructive notice provision of 
the Lanham Act’ seems to eliminate as to registered trademarks 
any possible defense of good faith, and therefore subjects even 
the ignorant infringer to full liability,’ but this appears to be 
far from conclusive. A dealer who had innocently purchased goods 
bearing an infringing mark was recently held liable for both profits 
and damages. Notice of the infringement, the Court said, was not 


155. Stern Apparel Corp. v. Rainguard, Inc., 87 F.Supp. 621 (D.C., S.D.N.Y. 
1949). See footnote 46, supra. 

156. Radio Shack Corp. v. Radio Shack, 180 F.2d 200, 40 TMR 211 (C.A. 7, 1950), 
citing, Consumers Petroleum Co. vy. Consumers Co. of Illinois, 169 F.2d 153, 38 TMR 861 
(C.A. 7, 1948); Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 91 L.Ed. 1386, 
37 TMR 323 (1947). Cf. Royal Typewriter Co. v. Cachelin, 127 F.Supp. 173, 44 TMR 
1414 (D.C., S.D.N.Y. 1954). See footnote 47, supra. 

157. Treo Co. vy. Novack, 105 F.Supp. 248 (D.C., S.D.N.Y. 1952), where the 
Court said, “. . . [T]here is no evidence that sales made by defendants caused any 
injury to the plaintiff’s business or good will or that such sales were not made on the 
merits of the defendants’ product without any reference to the plaintiff. Accordingly, 
an accounting will not be awarded.” 

158. Grove Laboratories v. Approved Pharmaceutical Corp., 149 F.Supp. 86, 91, 
47 TMR 488 (D.C., N.D.N.Y. 1957) where the Court enjoined use of defendant’s mark 
7-way cold capsules in such manner as would infringe the plaintiff’s mark 4-way cold 
tablets, but denied an accounting of profits because defendant’s sales apparently were 
small, stating, “There is however no evidence of the extent of plaintiff’s money damage. 
The amount of defendant’s sales is not shown although the inference exists that they 
were not large in amount. Under the circumstances, no accounting of profits will be 
ordered. Champion Spark Plug v. Sanders, 331 U.S. 125, 131, 91 L.Ed. 1386, 37 TMR 
323 (1947).” 

159. Alligator Co. v. Ciarochi, 141 F.Supp. 806, 46 TMR 968 (D.C., E.D. Pa. 1956). 

160. Stardust, Inc. v. Weiss, 79 F.Supp. 274, 38 TMR 1114 (D.C., S.D.N.Y. 1948). 

161. G. D. Searle § Co. v. Institutional Drug Distributors, 151 F.Supp. 715, 724 
(D.C., 8.D. Calif. 1957), where the District Court, Yankwich, Chief Judge, held that 
plaintiff’s trademark DRAMAMINE was valid and had been infringed by defendants. 
The Court accepted as controlling a large number of pre-1946 decisions and limited 
plaintiff’s relief to an injunction because the defendant could do little harm to the 
plaintiff who had large resources. The Court said, “From what precedes the following 
conclusions may be drawn. The plaintiff has a valid mark which has been infringed by 
the defendant. The fact that the harm which the defendant might do to a concern 
such as the plaintiff with its large resources is not great, affects only the right to recover 
damages and makes the case one in which the remedy should be limited to injunctive 
relief. 15 U.S.C.A. §1117; Champion Spark Plug Co. v. Sanders, 1947, 331 U.S. 125, 
130-131, 67 S.Ct. 1136, 91 L.Ed. 1386 37 TMR 323; National Dryer Mfg. Corp. v. 
National Machinery Co., D.C. Pa. 1955, 136 F.Supp. 886 45 TMR 949. Otherwise 
the plaintiff is entitled to the full relief as spelled out by the court in Mishawaka 
Rubber & Woolen Mfg. Co. v. 8S. S. Kresge Co., 1942, 316 U.S. 203, 205, 62 S.Ct. 1022, 
86 L.Ed. 1381 32 TMR 254... .” 

162. Trademark Act of 1946 §22, 60 sTaT. 435 (1946), 15 U.S.C.A. §1072 (1952). 

163. Developments in the Law—Trade-Marks and Unfair Competition, 68 HARV. 
L. REV. 828 et seq. (1955). 
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required but was an act of kindness to the dealer handling the 
goods and lays the basis for treble damages.’ 

However, in Leggett v. Premier,” the District Court required 
notice and held that defendant’s use of the word premier infringed 
plaintiff’s registered trademark premier. Sweeney, C. J. held the 
defendant’s defense of laches to be without merit and dismissed the 
defendant’s counterclaim, stating, 


“Under 15 U.S.C.A. §1114(1)(a), the plaintiff is entitled to 
damages. An accurate assessment of damages must be accom- 
plished by an accounting under §1117 .. . This accounting 
shall be restricted to the defendant’s operations subsequent 
to ...a reasonable time after notification of infringement by 
the plaintiff for investigation and corrective action to have 
been taken. Damages in this case do not predate the receipt 
of actual notice by the defendant, because it has not been 
established that in its initial use of the mark the defendant 
intended to palm its goods as the plaintiff’s. However, after 
notification and the opportunity to inquire and confirm the 
plaintiff’s claims, the defendant persisted in the affront, and 
maintained its sales under the offending label.” '* 


In granting accountings, courts indicate that the Lanham Act 
places the national law on a new footing in certain areas, but 
they omit any reference to new standards in the field of financial 
recovery. In Dad’s Root Beer*” the Court of Appeals upheld the 
decision of the lower Court, that where defendants sold root beer 
in New York under a franchise from plaintiff, and then substituted 
their own root beer instead, the plaintiff was entitled to recover 
profits from the defendants. The Court developed the doctrine 
that the new Lanham Act is designed to produce uniformity and 
that it put federal trademark law on a new footing. However, the 
Court cited prior jurisprudence in interpreting the recovery stand- 
ards under §35 of the Lanham Act. Citing the statute the Court 
stated,** 


164. Lucien Lelong, Inc. v. Dana Perfumes, Inc., 138 F.Supp. 575, 46 TMR 304 
(D.C., N.D. Tl. 1955). 

165. 140 F.Supp. 328, 46 TMR 809 (D.C. Mass. 1956). 

166. At 332, where the Court cited the following pre-Lanham Act cases as still 
valid authority: Wallace & Co. v. Repetti, 266 F. 307, 10 TMR 263 (C.C.A. 2), cert. 
denied, 254 U.S. 639, 65 L.Ed. 451 (1920); Mishawaka R. §& W. Mfg. Co. v. 8. 8S. 
Kresge Co., 316 U.S. 203, 86 L.Ed. 1381, 32 TMR 254 (1942); Scovill Mfg. Co. v. U. 8. 
Electric Mfg. Corp., 47 F.Supp. 619, 33 TMR 234 (D.C., S.D.N.Y. 1942); Treasure 
Imports v. Henry Amdur §& Sons, 127 F.2d 3, 32 TMR 454 (C.A. 2, 1942). 

167. Dad’s Root Beer yv. Doc’s Beverages, Inc., 193 F.2d 77, 79, 42 TMR 37 (C.A. 
2, 1951). 

’ "168. 193 F.2d 77 at 79, 42 TMR 37 at 39. 
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“This is a broad grant of power, sufficient to authorize 
the present award ... It is obviously intended as an all-inclu- 
sive authorization; the reference to the principles of equity 
is not a throwback or limitation to earlier law, such as Hostet- 
ter v. Vowinkle, Fed. Cas. No. 6,714, 1 Dill 329, where plaintiff 
had to adduce evidence of his own lost sales before he could 
recover defendant’s profits. 

It is, however, derived from, and a broadening of, the 
provisions for remedies for wrongful use of a trade-mark 
under the Trade-Mark Act of 1905, . . . where the infringer’s 
profits on sales went to the owner of the mark unless the in- 
fringer showed that his infringement had no cash value in 
sales made by him, [citing Mishawaka]; and plaintiff was 
entitled to them, even though it was not carrying on its busi- 
ness in the same territory.” ** 


The element of fraud often induces an accounting and in 
National Lead Co. v. Wolfe,” an action for a judgment that 
plaintiff’s use of certain words did not infringe on defendant’s 
trademark, the Circuit Court reversed a finding for plaintiff and 
held defendant’s mark putcH soy as neither geographical nor de- 
scriptive and entitled to protection. The Court granted an account- 
ing, stating, 


“As for appellant’s rights under the trade-mark acts, since 
this is not a case where there has been ‘no showing of fraud 
or palming off’... but where the showing is quite to the con- 
trary and the intentional misleading has been demonstrated, 
appellant is entitled not merely to an injunction as prayed for 
but to an accounting of appellee’s profits and a recovery of any 
damages sustained under the provisions of Title 15 U.S.C.A. 
§1117, pursuant to the rule of Mishawaka Rubber and Woolen. 


The presence of fraud was determinative in Maternally Yours, 
Inc. v. Your Maternity Shop, Inc.,™ an action to enjoin trademark 
infringement, unfair competition and for an accounting for dam- 
ages and profits. The Circuit Court upheld the District Court’s 


169. Citing, Hamilton-Brown Shoe Co. v. Wolf Bros. §& Co., 240 U.S. 251, 269, 
60 L.Ed. 629, 6 TMR 169 (1916). 

170. 223 F.2d 195, 205, 45 TMR 963 (C.A. 9, 1955), cert. denied, 350 U.S. 883, 
100 L.Ed. 778 (1955). In a subsequent decision on the problem of an acounting, the 
District Court in clear and unequivocal language awarded a decisive victory to the 
National Lead Company and ordered an accounting to “cover the entire period during 
which plaintiffs and their predecessor corporations used the DUTCH mark.” National 
Lead Company v. Wolfe, F.Supp. (D.C., N.D. Calif. 1957). 

171. 234 F.2d 538, 46 TMR 1509 (C.A. 2, 1956). 
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order for an injunction and accounting for damages and profits, 
stating, 


“Defendant’s final group of contentions relate to the relief 
granted by the trial judge. We think these contentions are 
without merit, and that the relief granted is adapted to the 
general equities of the situation. While we have held that an 
accounting of damages and profits should not be the invariable 
result of a finding of infringement, Admiral Corp. v. Penco, 
Inc., 2 Cir., 1953, 203 F.2d 517, (48 TMR 616), where findings 
of confusing and ‘palming off’ are supported by the record, 
an accounting is justified. Mishawaka Rubber & Woolen Mfg. 
Co. v. S. S. Kresge Co., 1942, 316 U.S. 203, 62 S.Ct. 1022, 86 
L.Ed. 1381, (82 TMR 254) ; Century Distilling Co. v. Continen- 
tal Distilling Corp., 3 Cir., 1953, 205 F.2d 140. The assessment 
of damages and profits, of course, must be in accordance with 
statutory provisions and long-settled equitable principles. 
See 15 U.S.C.A. §1117.” ?” 


Under the Act, as under the prior law, the courts are hesitant 
to award accountings. The chief problems in the field are practical, 
and in Century Distilling Co. v. Continental Distilling Corp.,” the 
Court stated that an accounting had taken eleven years, with 


10,000 pages of testimony given before the master. Such delays 
constitute strong leverage for forced settlements, and some author- 
ities suggest that an accounting be based solely on the testimony of 
defendant’s sales and the usual profit of manufacturers in the 
industry.’* This type of award might well prove to be as accurate 
as the ones now arrived at by the more cumbersome methods.’” 


Allowable Deductions 


Under the Act, the plaintiff retains the burden of establishing 
the infringement and some sales, and the burden then shifts to 
the defendant to establish all costs and expenses which would 
reduce his profits and hence the award.’ In Blue Bell Co. v. 


172. 234 F.2d 538 at 545, 46 TMR 1509 at 1516. 

173. 205 F.2d 140 (C.A. 3, 1953), cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953). 
See, Matarazzo v. Isabella, 138 F.Supp. 86, 46 TMR 550 (D.C., R.I. 1956), an action 
for patent and trademark infringement where the Court held that plaintiff’s trademark 
STA-WITE for preserved raw peeled white potatoes was infringed by defendant’s mark 
STA-WHITE on a competing product and permanently enjoined defendant from using the 
mark. The Court awarded plaintiff an accounting of profits accruing to the defendant 
from use of the mark and to such damages as plaintiff might establish and stated that 
the determination of these matters was a proper matter for reference to a master under 
Rule 53 of the F.R. of C.P., 28 U.S.C.A. 

174. 2 NIMS, UNFAIR COMPETITION AND TRADE-MARKS 1390-91 (4th Ed. 1947). 

175. Developments in the Law—Trade-Marks and Unfair Competition, 68 Harv. 
L. REV. 867 (1955). 

176. Trademark Act of 1946, $35, 60 stat. 439, 15 U.S.C.A. §1117 (1952). 
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Frontier Refining Co.," an action to enjoin alleged trademark 
infringement and to recover for loss of profits, the Court held 
plaintiff’s mark valid and submitted the measure of profits and 
damages to an advisory jury. The Cireuit Court sustained this 
procedure and held as still applicable the Mishawaka doctrine 
that the burden is upon the defendants to show that profits made 
by them are not attributable to the infringement. In so doing the 
Court cited numerous pre-Lanham Act cases, stating,’ 


“Out of the welter of confusion occasioned by the judicial 
effort to fashion a remedy which would satisfy both legal and 
equitable concepts of appropriate relief for patent and trade- 
mark infringements, the courts have now settled on the theory 
that a trade-mark infringer is liable as a trustee for profits 
accruing from his illegal acts, even though the owner of the 
mark was not doing businss in the consuming market, where 
the infringement occurred . . . Recovery is predicated upon 
the equitable principle of unjust enrichment, not the legal 
theory of provable damages. In the exercise of its discretion, 
the trial court may refuse to award profits of the infringer 
in unusual circumstances where the owner has abandoned 
the trade territory in which the profits were realized, and 
has shown no disposition to enter the field ... But, no such 
unusual circumstances are presented here. 

While the trial court did speak of the measure of recovery 
in terms of damages, the case was squarely and correctly pre- 
sented to the jury on the question of recoverable profits. And, 
the court also very properly placed the burden upon Blue Bell 
companies of showing that the profits realized by them were 
not attributable to the infringement. See Mishawaka Rubber 
& Woolen Mfg. Co. v. S. S. Kresge Co., 316 U.S. 203, 62 S.Ct. 
1022, 86 L.Ed. 1381, (82 TMR 254) ; Champion Spark Plug Co. 
v. Sanders, 331 U.S. 125, 67 S.Ct. 1136, 91 L.Ed. 1386, (37 TMR 
323); Century Distilling Co. v. Continental Distilling Corp., 
3 Cir., 205 F.2d 140. The verdict of the jury was well within 
the proof of realized profits and will not be disturbed.” 


Though there has been a scarcity of decisions under the Act 


dealing with allowable deductions, the courts apparently have re- 
tained the deductible items allowed in the prior jurisprudence, and 


defendant still must clearly show to what extent his profits 
unrelated to the infringement.’ 
177. 213 F.2d 354, 44 TMR 945 (C.A. 10, 1954). 


178. 213 F.2d 354 at 362, 44 TMR 945 at 954. 
179. Admiral Corp. v. Price Vacuum Stores, Inc., 141 F.Supp. 796, 46 TMR 842 


(D.C., E.D. Pa. 1956). For a recent discussion of taxes and other items as allowable 
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The American Law Institute’s Restatement of the Law of 
Torts*® states “the net profits for which the actor is liable... are 
his gross income earned by means of the conduct which subjects 
him to liability less the allowable costs incurred ... in earning that 
income”, and the cost deductions allowed by the Restatement in- 
clude: 


(a) Cost of material, energy and labor consumed in the manu- 
facture of goods or the performance of services from the 
disposal of which the income was derived; 


(b) Waste in the process of manufacture or distribution of 
the infringing article to the extent such waste is unavoidable 
or not unreasonable under the circumstances; 


(c) Selling costs, including the expenses of promotion and 
advertising, commissions and trade discounts, salaries and 
wages of persons engaged in sales, and transportation costs 
incurred by the seller; 


(d) Interest on capital invested in the enterprise ; 


(e) Overhead costs properly allocable to the income earned by 
means of the infringing conduct; 


(f) Taxes, other than taxes on net income, are deductible in 
ascertaining net profit; 


(g) Bad debts and returned goods are not counted in com- 
puting the net profits for which the defendant is liable and it is 
essential to note that since the defendant is not charged with 
the sales price of these goods, he is not permitted to deduct 
the cost of producing them; and 


(h) Average cost of the profitable and unprofitable sales 
when the defendant cannot determine a proper allocation of 
the costs. 


The permitting of deductions from defendant’s profits is a 
process subject to many factors, but it is clear that the normal 
costs, i.e. the costs of raw materials, marketing and production will 
be permitted.*** The emphasis on the part of the defendant must 
be designed to show to what extent the profits are demonstrably 
not attributable to unlawful uses.** 





deductions, see National Lead Company v. Wolfe, F.Supp. —— (D.C., N.D. Calif. 
1957). 

180. Restatement, Torts §748 (1938). 

181. See 2 NIMS, UNFAIR COMPETITION AND TRADE-MARKS 1368-76 (4th Ed. 1947). 

182. Admiral Corp. v. Price Vacuwm Stores, Inc., 141 F.Supp. 796, 46 TMR 842 
(D.C., E.D. Pa. 1956). 
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In Champion Spark Plug Co. v. Sanders,'** the Court accepted 
as proof of costs, check stubs of the defendant, though they were 
less than convincing, apparently because the master had been satis- 
fied, and the Court was not disposed too carefully to scrutinize the 
master’s report. The Court emphasized the importance of the 
burden on the defendant, and rejected a contention of the defen- 
dant, stating, 


“The applicable principle is stated in the Lanham Act, 
Tit. 15 U.S.C.A. §1117, having to do with the recovery to 
which a plaintiff should be entitled in such circumstances. The 
provision reads in part: 


‘In assessing profits the plaintiff shall be required to 
prove defendant’s sales only; defendant must prove all ele- 
ments of cost or deduction claimed... .’ 


“These defendants have not offered testimony to support 
a formula such as they suggest, that is, they have not under- 
taken to prove the proportion of their time and services put 
forth in the repair and sale of Champion plugs as compared 
with the total of all plugs handled by them, which means that 
the Master was not provided with the basis for the allocation 
which the defendants now assert he should have made.” 


The Court allowed the deductions of Social Security payments and 
taxes, but the cost of defending the trademark infringement suit 
was not allowed as a deduction against profits. 

Though the older decisions had allowed a defendant a pro- 
portionate share of overhead expenses, recent cases indicate a 
tendency to disallow the deduction upon the theory that to so 
allow would be to permit the defendant to increase the resultant 
profit, directly or indirectly via the infringement.** In an analyti- 
eal approach, an infringer incurs the liability to restore in an 
accounting what he has gained by his own wrongdoing and the 
prevailing view is that if a plaintiff can establish that the defen- 
dant’s goods carried the infringing mark, it will be presumed for 
accounting purposes, that all sales of the infringing article re- 
sulted from the use of the mark and the profits resulting therefrom 
will be awarded to the plaintiff pursuant to the “principles of 
equity.” 


183. 108 F.Supp. 674, 43 TMR 264, aff’d., 204 F.2d 125, 43 TMR 943 (C.A. 2, 
1952). 

184. Century Distilling Co. v. Continental Distilling Corp., 205 F.2d 140 (C.A. 
3, 1953), cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953), (an action governed by the 
Act of 1905). 
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Damages 


As in the area of profits, the Lanham Act makes no apparent 
changes in the recovery of damages, and makes no specific men- 
tion of willfulness as a test for the recovery of either profits or 
damages.*** Courts have distinguished between innocent and willful 
infringement, citing the former as one wherein the defendant 
marketed his goods without any knowledge of plaintiff’s mark; and 
the latter wherein the defendant was aware of plaintiff’s mark 
and took the risk that he might be held as an infringer.’* 

Sums recoverable as damages include injury to plaintiff’s 
trademark and good will;’*’ injury to plaintiff’s reputation ;*** the 
cost of circularizing the trade to advise them of the existence of 
two companies having similar names,’*® and other elements of 
injury under the prior law. The plaintiff must successfully show 
these injuries before the courts will allow any recovery beyond 
lost sales. 

As under the prior law there appear to be three requisites 
for the recovery of damages: 


(1) Actual damage sustained by the plaintiff; 


(2) The damage must have been the natural and proximate 
result of the defendant’s acts; and 


(3) The acts of the defendant must have been intentional. 


The damages may be assessed even though the amount is not 
capable of mathematical certainty, a reasonable estimate being 
acceptable.*” However, because of defendant’s burden of proof 


185. The only reference in the Act to willfulness is the provision that neither 
profits nor damages shall be recovered against an innocent defendant who is only a 
printer or publisher of infringing material. Trademark Act of 1946, §32, 60 stat. 437, 
15 U.S.C.A. §1114, (2) (a)-(6) (1946). 

186. See Telechron, Inc. v. Telicon Corp., 198 F.2d 903, 42 TMR 832 (C.A. 3, 
1952), aff’g., 97 F.Supp. 131, 41 TMR 418 (D.C., Del. 1951). 

187. Singer Mfg. Co. v. Redlich, 109 F.Supp. 623, 43 TMR 198 (D.C., 8.D. Calif. 
1952). 

188. Pastificio Spiga Societa Per Azioni v. De Martini Macaroni Co., Inc., 200 
F.2d 325, 43 TMR 104 (C.A. 2, 1952) where the Circuit Court reversed the lower 
Court’s dismissal of the complaint and held that plaintiff’s trademark s.P.1.¢.a. was 
fanciful and not descriptive and was infringed. The Court held plaintiff entitled to 
damages if the defendant intended to benefit from plaintiff’s reputation, and plaintiff 
was entitled to show that defendant realized profits which plaintiff would have received 
if allowed to sell its products without interference. However, the Court allowed defen- 
dant to deduct its profits for any period the plaintiff could not send its products to 
this country because of the war or other circumstances, and with reference to damages 
stated at page 327, “as a further measure of damages plaintiff would be entitled to 
prove injury to its registration through sales by the defendant of an article inferior to 
that which the plaintiff had put on the market in the past.” 

189. Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., 148 F.Supp. 825, 47 
TMR 610 (D.C., 8.D.N.Y. 1957). 

190. ROBERT, THE NEW TRADE-MARK MANUAL, P. 218-9 (1947). 
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in damages, where he still has the difficult task of showing the 
causal relationship between the infringement and loss of sales, the 
monetary relief customarily sought is an accounting in equity of 
the defendant’s profits.” 












Punitive Damages 

Under the Act, all elements of financial relief are found in §35, 
and since the statutory language specifies that treble damages are 
to be compensatory and not a penalty, they may be awarded as 
compensation though they may act as a punishment for the defen- 
dant.’ 

The principal decision dealing with punitive damages under 
the Act, is Keller Products Inc. v. Rubber Linings Corp.,*** an 
action for trademark infringement and unfair competition by 
plaintiff-owner of the word TuB-Kove, against defendant who used 
the word TuB-covE with a similar design to plaintiff’s. The District 
Court found that while the packagings were not identical, they 
were similar, and the Court of Appeals sustained a finding of 
unfair competition. Since defendant’s sales were nominal and 
defendant halted the use upon commencement of the suit, the 


o 194 


Court struck out punitive damages, stating, 



















“Tn a case of wilful and wanton infringement the trial court has 
discretion to award punitive damages, but such damages 
should only be awarded in extreme cases ... such damages are 
not a favorite in law. ... Here the validity of the mark 
TUB-KOVE and whether any secondary meaning had attached to 
that mark were close questions. That defendant had used 
entirely different colors on its package than plaintiff had used 
was a mitigating consideration. Although plaintiff is entitled 
to an injunction, as determined by the trial court, we think it an 
abuse of discretion to have allowed punitive damages, and the 
judgment will be modified by eliminating the allowance of .. . 
punitive damages.” 















The Court held that though punitive damages could be awarded, 
they would not be, under the facts before them, where the question 
was close and the plaintiff had not notified the defendant of his 
infringement before filing suit, and the profits of the defendant 
were nominal. Hence, the Seventh Cireuit apparently felt that 







191. Developments in the Law—Trade-Marks and Unfair Competition, 68 HARv. 
L. REV. 864, 865 (1955). 

192. Pastificio Spiga Societa Per Azioni v. De Martini Marcaroni Co., Inc., 200 
F.2d 325, 43 TMR 198 (C.A. 2, 1952). 

193. 213 F.2d 382, 47 A.L.R. 2d 1108, 44 TMR 1095 (C.A. 7, 1954). 

194. 213 F.2d 382 at 387, 44 TMR 1095 at 1101. 
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the requirements for punitive damages were the same as existed 
under the law prior to 1946.*” 

A recent decision which attempted to broaden the prior law 
was Admiral Corp. v. Admiral Employment Bureau.’ The Court 
held that the right to damages was a distinct remedy from injune- 
tive relief, and the Court was empowered to make such an award 
as a result of statute, and not by virtue of its general equity 
powers. The Court held that extra damages may be awarded as 
punitive damages if the circumstances warrant, and a jury may 
indicate, although not determine, whether they are warranted, 
stating :’”” 

“The distinguishing feature present in this complaint is 
the prayer for treble damages as authorized by 15 U.S.C.A. 
§1117, which provides that 

‘... In assessing damages the court may enter judg- 
ment, according to the circumstances of the case, for any 
sum above the amount found as actual damages, not exceed- 
ing three times such amount... .’ 


“Whether the section authorizing assessment of the treble 
damages be penal or remedial in nature does not of itself 
establish whether the damages to be allowed are punitive, for 
extra damages may be punitive if the circumstances warrant. 
It is established, however, that a treble damage claim cannot 
be maintained as an incident to the equitable claim and a jury 
may be demanded for a trial of this claim. Although the 
question of whether or not treble damages are to be awarded 
is left to the discretion of the court, there exists the right to 
have a jury pass on the question of the wilfullness of the 
violation before such an award is made.” 


Hence, though punitive damages should be sparingly decreed 
under the proper circumstances discussed in Keller Products, 
courts may now be freer in their assessments of these awards. 


Costs 


As noted above, the statutory language of Section 35 of the 
Act provides that “subject to the principles of equity” a plaintiff 
may recover, in addition to his damages and the defendant’s profits, 


195. See also, Singer Mfg. Co. v. Redlich, 109 F.Supp. 623, 48 TMR 198 (D.C., 
S.D. Calif. 1952) (possibly decided under the Lanham Act, or under the California 
Law). 

196. 151 F.Supp. 624, 47 TMR 776 (D.C., N.D. Ill. 1957). 

197. 151 F.Supp. 624 at 625, 47 TMR 776 at 777. 
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the costs of the action.*** The general practice of the federal courts 
is to allow such costs only within limited areas, and the prevailing 
view has been to deny attorneys’ fees in the recoverable costs. It 
appears that the award of costs is still subject to a finding of fraud, 
and some courts hold that the absence of fraud precludes the 
allowance of counsel fees to a plaintiff who has prevailed in a 
trademark infringement action.’ 


As a practical matter, an accurate assessment of damages 
should include reasonable attorneys’ fees, and the expenses and 
costs of the litigation.*° Courts have the discretion to award 
counsel fees and litigation expenses, but such discretion has been 
carefully administered against the background of our judicial 
history which has only infrequently allowed such assessments, 
and the award has been granted only in exceptional cases.” Never- 
theless, when a defendant’s conduct was unconscionable in using 
the plaintiff’s property interest in a mark or name, the defendant 
has been required to pay the expenses of litigation and disburse- 
ments as compensatory damages. 


In recent years there has developed a strong body of case 
law allowing recovery of attorneys’ fees and expenses either as a 
measure of damages or to make plaintiff whole for expenses in- 
curred. This theory of recovery was summarized by the Ninth 
Circuit in National Van Lines v. Dean,” an action for an injunc- 
tion, accounting and damages for alleged infringement of a service 
mark. The Court of Appeals reversed a finding for the defendant, 
and held for plaintiff because defendant’s acts were likely to con- 
fuse and deceive the public. The Court ordered the entry of a 
judgment granting the plaintiff injunctive relief and reasonable 
attorneys’ fees, but denied an accounting because “[t]he record 
fails to reveal any specific evidence to the effect that appellant has 
lost substantial business and profits as a result of appellee’s unfair 


198. Trademark Act of 1946, §35, 60 stat. 439, 15 U.S.C.A. §1117 (1952). 

199. Fancee Free Mfg. Co. v. Fancy Free Fashions, 148 F.Supp. 825, 47 TMR 610 
(D.C., 8.D.N.Y. 1957) ; Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 
538, 46 TMR 1509 (C.A. 2, 1956). Courts have also refused to award litigation expenses 
absent a showing of fraud, see, Century Distilling Corp. v. Continental Distilling Corp., 
205 F.2d 140 (C.A. 3, 1953), cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953), decided 
under the Act of 1905. 

200. Francis H. Leggett & Co. v. Premier Packing Co., 140 F.Supp. 328, 46 TMR 
809 (D.C. Mass. 1956). 

201. See, Century Distilling Corp. v. Continental Distilling Corp., 205 F.2d 140, 
cert. denied, 346 U.S. 900, 98 L.Ed. 400 (1953) decided under the Act of 1905. See also, 
General Motors Corp. v. Circulators § Devices Mfg. Corp., 67 F.Supp. 745 (D.C., 8.D. 
N.Y. 1946). 

202. 237 F.2d 688, 47 TMR 198 (C.A. 9, 1956). 
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competition.” However, the Court properly allowed attorneys’ 
fees stating, 


“We make one exception from the ruling just announced. 
Since we have found appellee’s acts to have been willful and 
calculated to trade upon appellant’s good will, the latter is 
entitled to recover its actual and reasonable attorney’s fees 
incurred in this litigation.” ** 


In Singer Mfg. Co. v. Singer Upholstering & Sewing Co.,* the 
Court granted plaintiff an injunction and because of defendant's 
conduct awarded the plaintiff costs and fees as compensating 
damages, stating, 


“Plaintiffs are entitled to recover their legal expenses and 
disbursements as compensatory damages because the defen- 
dants’ unconscionable conduct was responsible for this litiga- 
tion which has put plaintiffs to considerable expense by way 
of attorney’s fees and otherwise.” 


In Maternally Yours, the Court held that under the Act attor- 
ney’s fees may be awarded, stating, 


“Defendant also objects to the inclusion in the interlocutory 
decree of a provision awarding counsel fees to the plaintiff. 
It is now settled that counsel fees may be awarded to the 
successful litigant in trade-mark infringement cases where 


203. 237 F.2d 688 at 694, 47 TMR 198 at 205. See also National Lead Company v. 
Wolfe, F.Supp. —— (D.C., N.D. Calif. 1957). 

204. 130 F.Supp. 205, 45 TMR 535 (D.C., W.D. Pa. 1955). See also, Keller 
Products Inc. vy. Rubber Linings Corp., 213 F.2d 382, 388, 44 TMR 1095 (C.A. 7, 1954), 
where the Court cited a pre-Lanham Act case as controlling, stating at page 208, “As 
pointed out by this court, in the Aladdin case, supra, . . . ‘Counsel’s fees necessitated 
by the tort have been said in some instances to be recoverable as a part of the com- 
pensatory damages and in other cases as a part of exemplary damages.’ In the case 
at bar the trial court assessed only a part of the attorney fees incurred by the plaintiff 
in this action. We think the allowance ... to cover part of the plaintiff’s litigation 
expenses was proper as compensatory damages.” 

205. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 46 TMR 
1509 (C.A. 2, 1956) ; Admiral Corp. v. Penco, Inc., 106 F.Supp. 1015, 42 TMR 853 (D.C., 
W.D.N.Y. 1952), aff’d., 203 F.2d 517, 43 TMR 616 (C.A. 2, 1953), where the defendant’s 
flagrant acts and deliberate “palming off” were the basis for the award of attorney’s 
fees; National Drying Machinery Co. v. Ackoff, 129 F.Supp. 389, 45 TMR 449 (D.C., 
E.D. Pa. 1955), where reasonable and actual attorney’s fees were recoverable because 
defendant’s acts were wilful and calculated to trade on plaintiff’s good will. In 
Leggett v. Premier, 140 F.Supp. 328, 46 TMR 809 (D.C., Mass. 1956), the Court stated, 
“Attorney’s fees are to be included in this order, due to the defendant’s refusal to 
terminate its trespass on the plaintiff’s property after notice had been duly posted by 
the plaintiff.” 

See also, Treo Co. v. Novack, 105 F.Supp. 248 (D.C., 8.D.N.Y. 1952); Lorraine 
Mfg. Co. v. Lorraine Mfg. Co., 101 F.Supp. 967, 42 TMR 234 (D.C., N.J. 1952), applying 
New Jersey law and the Lanham Act; Academy Awards Products Inc. v. Bulova Watch 
Co., 129 F.Supp. 780, 45 TMR 541 (D.C., S.D.N.Y. 1955), aff’d. per curiam, 237 F.2d 
449 (C.A. 2, 1956), where the Court allowed a defendant to recover litigation expenses 
and counsel fees while defending itself in an infringement action based on a fraudulently 
obtained registration. 
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Linings Corp., 7 Cir., 1954, 213 F.2d 328 (44 TMR 1095); 
Century Distilling Co. v. Continental Distilling Corp., supra; 
... Aladdin Mfg. Co. v. Mantle Lamp Co., 7 Cir., 1941, 116 F.2d 
708 (31 TMR 366);.. .” 


At times, courts have awarded counsel fees in a proportionate 
manner, where both parties have been partially successful and 
the costs of the action could be divided between them.*** However, 
many courts follow the traditional pattern in refusing an award 
of costs and fees. In American Automobile Assoc. v. Spiegel,” 
the plaintiff moved for voluntary dismissal and defendant applied 
for counsel fees and disbursements in addition to the statutory 
costs.*"> The Court rejected plaintiff’s contention that in the 
absence of statute counsel fees could not be recovered by the 
successful party, stating that “the law is well settled that the 
granting of counsel fees and expenses in appropriate situations 
is part of the historic equity jurisdiction of the federal courts.” *” 
However, the Court, apparently noticed no new attitude on the 
part of the Lanham Act, and held that a “Court should exercise its 
discretion to grant counsel fees and expenses with great care. The 
weight of authority is against the granting thereof save in excep- 
tional cases.” 

The Court viewed the law before the Lanham Act and con- 
tinued, 


“Judge Kirkpatrick, in the case of Century Distilling Co. 
v. Continental Distilling Corp., D.C., 102 F.Supp. 39, at page 
41, affirmed 3 Cir., 205 F.2d 140, indicated some of the matters 
which he considered in passing upon an application for coun- 
sel fees and expenses when he said: ‘The Aladdin case (Alad- 
din Mfg. Co. v. Mantle Lamp Co., 7 Cir., 116 F.2d 708 (31 
TMR 366) does hold that the Court in a trade-mark case has 
discretion to award counsel fees as compensatory damages, 
but, certainly, even if that ruling is sound, the discretion must 
be confined within the limits set by the almost uniform trend 
of judicial decision, and is not to be exercised except in the 
most exceptional circumstances. I am not sure that I would 
be able to follow the Aladdin case if the question were squarely 
presented here. But it is not. In this case, although the plain- 
tiff’s conduct was wilful in the sense that it was not innocent 
206. Browning King Co. of N. Y. v. Browning King § Co., 76 F.Supp. 927, aff’d., 
176 F.2d 105, 39 TMR 693 (C.A. 3, 1949). 
207. 128 F.Supp. 794, 45 TMR 447 (D.C., E.D.N.Y. 1955 


). 
208. Fed. Rules Civ. ’Proe. rule 41(a) (2) (1950) ; 28 U.S.C.A. §1920 (1950). 
209. 128 F.Supp. 794 at 796, 45 TMR 447. 





there is a finding of fraud. Keller Products, Inc. v. Rubber 
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or inadvertent, it was not (and I have so found) fraudulent. 
There were no circumstances of palming off or express malice, 
and no deliberate attempt to destroy the defendant’s business. 
The worst that can be said about the plaintiff’s conduct is that 
it mistook its legal rights and stubbornly clung to its ill-advised 
course of conduct after it became apparent that it would be 
wiser to give it up. I, therefore, disallow the defendant’s 
claim for counsel fees as well as its claim for other expenses 
of litigation and limit the allowance of costs to those author- 
ized by the fee bill.” 


In an action for trademark infringement by a manufacturer 
of boys’ clothing against another manufacturer, the District Court 
held that defendants’ trademark was similar to plaintiff's mark, 
and use of the mark by defendant constituted infringement. The 
Court permanently enjoined the defendant, but denied counsel fees 
to plaintiff under the Lanham Act, even though this act did not 
alter the prior power of equity courts to grant such fees, stating, 

“T have not included in the foregoing an order that the 
defendants pay the plaintiff’s counsel fees. The Trademark 

Act of 1946 does wot authorize such allowance, and it has been 

held thst the enactment of that statute precludes resort to 

the patent statute, ... or the copyright statute, ... Whatever 
the inherent power of a court of equity, apart from statute, to 
award attorneys’ fees as costs, there is no evidence indicating 
bad faith or vexatious tactics on the part of the defendants. 

In fact the defendants’ attorneys are to be commended for 

entering into a stipulation relating to the extent of the plain- 

tiff’s business, advertising expenditures, ete., which saved 
the Court much time in the trial of the case.” *” 


In Philco Corp. v. F € B Mfg. Co., the Court stressed the 
fact that the Lanham Act had accomplished no change in the law, 
and sustained defendant’s position that the family name “Filko” 
as applied to automotive ignition parts was not an imitation of 
plaintiff’s registered name puitco. However, the Court denied 
attorney’s fee going to the successful defendant because it was well 
settled in law and in equity that counsel fees cannot be recovered, 
and so held because of “the fact that in 1946, Congress enacted a 
new trade-mark statute .. . without including therein a provision 
for the recovery of attorneys’ fees by a prevailing party in litiga- 
tion involving trade-mark law.” 


210. Williamson-Dickie Mfg. Co. v. Davis Mfg. Co., 149 F.Supp. 852, 855, 47 TMR 
624 (D.C., E.D. Pa. 1957). 
211. 86 F.Supp. 81, 39 TMR 809 (D.C., N.D. Ill. 1949). 
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Courts should be more liberal in allowing counsel fees and 
expenses, since their allowance may often be an aid to the prosecu- 
tion of a valid claim, and may assist a trademark owner in defend- 
ing his property. They should be permitted particularly where 
the defendant has deliberately violated the standards of the com- 
munity. Courts have granted successful plaintiffs certain litiga- 
tion expenses and costs where the defendant’s action has been 
found to be fraudulent or willful, and these awards may be justified 
under special circumstances, since they are administered subject 
to the principles of equity, and may serve as a deterrent to an 
intentional infringer. 


CONCLUSION 

The enactment of the Lanham Act in 1946 gave to the trade- 
mark owner certain substantive rights in codified form. The Act 
however made few changes and retained for present use the prior 
body of case law which had arisen in the area of recovery of 
monetary awards for infringment. Therefore, in seeking monetary 
recovery one may properly utilize all prior jurisprudence without 
being limited by the 1946 Act. 

Monetary awards include: 


Profits, of the defendant which resulted from the sales of 
the infringing product less certain deductions which he can 
establish ; 

Damages, recoverable by a plaintiff for injuries to his 
property other than through the loss of sales; and 

Costs, and expenses incurred by the plaintiff in halting 
the activities of a wilful infringer. 


The elements of profits and damages, and attorney’s fees included 
as an item of damages, may under proper circumstances be trebled, 
and the Trademark Act of 1946 gave the court wide powers in 
determining the award, and it may at times deny an award even 
though it has issued an injunction. 

The primary problem in actions for monetary recovery is a 
practical one. Specifically, the plaintiff must establish the in- 
fringement and the resultant injury, and the defendant must estab- 
lish his proper costs, deductions and good faith, and the parties 
must utilize these factors to bring about favorable discretion on 
the part of the court. As stated above, Section 35 of the Lanham 
Act, though presenting greater opportunities for future develop- 
ment, seems to preserve in large part the prior case law on 
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monetary relief in cases involving infringement of registered 
marks.** 

It is essential to remember that the true functions of a trade- 
mark are to identify a product as satisfactory and thereby stimu- 
late additional purchases by the consuming public. The fact that 
through his trademark the manufacturer or importer may “reach 
over the shoulder of the retailer” straight to the consumer cannot 
be overemphasized.*** The protection of this source of consumer 
good will cannot be too diligently pursued. The Lanham Act has 
the basis for broad interpretation by courts which may now be 
more prone to exposure to liberal philosophies of financial re- 
covery. 

As discussed above, some recent courts have been extremely 
favorable from the recovery standpoint, and it is proper that they 
should be. The protection of one’s interest in a mark and the 
granting of redress to the injured parties cannot be too strongly 
encouraged. In our present society where mass media can help 
advertise an infringing mark a great distance in a short span of 
time the remedy and recovery of the plaintiff must be sufficient 
to make him whole for losses incurred by the use of these com- 
munication systems. The penalties must likewise be sufficient to 
deter future infringers. Both courts and attorneys should urge 
the full protection of the property interest and follow the recent 
trend of allowing more liberal recoveries to the injured trademark 
owner. These recoveries should include profits, damages and quite 
properly attorneys’ fees and expenses incurred in the protection of 
the plaintiff’s property. 

Plaintiff’s attorneys have traditionally taken a too lacka- 
daisical attitude in asserting claims for profits, damages and ex- 
penses. They have been all too content with obtaining an injunc- 
tion and the courts are all too willing to stop at that point in the 
litigation. A proper development of the rights and remedies 
would militate in favor of seeking financial recovery for the in- 
jured party. This recovery is far more possible today under the 
Lanham Act and recent jurisprudence, than it has ever been. 
Plaintiff’s attorneys should not hesitate to aggressively develop 
and take advantage of the opportunities for financial recovery in 
actions for trademark infringement. 











212. Developments In the Law—Trade-Marks and Unfair Competition, 68 Harv. 
L. REV. 864 (1955). 

213. Schechter, “Rational Basis of Trade-Mark Protection,” 40 HARV. L. REV. 813 
(1927). 
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STATE TRADEMARK BigcisT! 
-—*%* 
* ub. 
State Term ny — = Oa Use" “—— . —" Changes ) 
ALABAMA Perpetual $ 2.00 2 1 No _ No fee ra 
ARIZONA Perpetual 3.25 2 2 A — $ 3.00 bead 
1.00 Copy 
1.00 Cert. 
Copy | 
ARKANSAS 10 Years 10.00 3 1 A,B $1.00 2.50 6/ 4/ 
CALIFORNIA 20 Years 10.00 3 1 A,B 10.00 5.00 = 
1.00 ea. 
add. 
mark | 
CoLoRADO 10 Years 10.00 3 1 A,B 5.00 5.00 1/ 2/ 
1.00 Cert. 1.00 Cert 
CoNNECTICUT Perpetual (D) 2.00 Min. 3 1 A — 2.00 ea 
3.00 Cert. 2-if Cert. 
Copy Copy req. 
DELAWARE Perpetual 1.00 2  Noforms A — 1.00 a. 
ai 10/ 1/ 
FLorIDA 10 Years 5.00 a 1 A,B 5.00 2.00 /14/ 
GEORGIA 10 Years 5.00 1 A,B 5.00 ™ | 
IDAHO Perpetual 6.00 2 1 A — 6.00 oa 
6.00 Cert. 6.00 Cert. 3/23/ 
ILLINOIS 10 Years 10.00 2.00 
INDIANA 10 Years 10.00 10.00 3/23/ 
Iowa 10 Years 5.00 2 2 A 10.00 5.00 —— 
(after 7/4/55) 5.00 Cert. 1) 1/ 
KANSAS 10 Years 10.00 3 1 A,B 10.00 5.00 
KENTUCKY Perpetual 1.00 2 2 No — _— 7/28/ 
LouISIANA 10 Years 10.00 3 1 A,B 10.00 10.00 
MAINE Perpetual 3.00 3 1 A _— 1.00 a 
2.00 Cert. C6/ 1/ 
MARYLAND 10 Years 10.00 3 1 A,B 5.00 5.00 
MASSACHUSETTS _ Perpetual 25.00 3 1 A _ 25.00 : 10/14/ 
MICHIGAN 10 Years 10.00 2 1 A,B 10.00 5.00 
MINNESOTA Perpetual 10.00 2 1 A — 10.00 pe 
2.00 Cert. 2.00 Cert. HR. 4/10/ 
MissISSIPPI 10 Years 10.00 3 1 A,B 1.00 2.50 
Missouri Perpetual 1.00 2 2 No — 1.00 Cert. oe 
MONTANA Perpetual 5.00 6 2 A — 1.00 net 
1.00 Cert. saad 
NEBRASKA Perpetual 2.00 2 2 A _ 1.00 
NEVADA Perpetual 25.00 4 1 A — 20¢ ve we 
oho 
5.00 Cert. See 
New HampsHireE 20 Years 10.00 2 1 A 10.00 10.00 Remat 
(verifi- 
cation 
required) sae 
NEw JERSEY Perpetual 5.00 3 1 A — No 
1.00 Cert. Provision 






* (Key description on page 1346.) 
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GISTRATION INFORMATION 


| Act X Civil Criminal 
— ‘ Service Dilu- Remedies Penalties 
Changes XX Marks tion (Prov.-Vary, see Statutes) 


sie contin — No No 
pon _— — No Yes 


6/ 7/51 


— 


7/ 2/51 


k 10/ 1/57 — 


2/14/52 Ry? $5 


3/23/55 


Yes Yes 
1/ 1/56 7/ 1/53 


k 3/23/55 — — No 
pA _— Yes 


. 7/ 1/51 No 


. 7/28/54 No 


_——e Yes 


K 6/ 1/54 No 


— No 
K 10/14/55 No 


dudines Misdemeanor 


X 4/10/52 No 
Yes 
Yes 


Yes 
Yes 


Cc. 
Publication required 


C. No common law. Trade name 
provision 


C. Hearing allowed on rejection 
of application 


Certificate of Notary required 
S. 


Cc. 


Certification marks can be filed 


Substantially Model Act—enacted 
prior to formal drafting of Model 
Bill. 
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Model / 





















































Sub 
Reg. No. of Appili. Dates of Renewal Change 
State Term Fee Spec. Forms Ist Use* Fee at 
New Mexico Perpetual  $ 5.00 1 1 A = a 
(verifi- 
cation 
required) i 9/ J 
New York 10 Years 10.00 1 ’ 
NortTH CAROLINA Perpetual 5.00 2 1 A — 5.00 7 
1.10 re- 1.10 re. 
cording cord 
1.00 Cert. 1.00 (se , 7/ 1 
NortH Dakota 10 Years 20.00 3 | A,B 20.00 5.00 K 10/ 1 
Oux10 10 Years 10.00 3 1 A,B 5.00 om 
See 
remarks a7 
OKLAHOMA Perpetual 1.00 2 1 A — Nofe 
1.00 Cert. — 
OREGON Perpetual 10.00 ys 1 A — 25¢ per 
100 y 
2.00 Ce X 9/2¢ 
PENNSYLVANIA 10 Years 15.00 2 1 A,B 15.00 10.00 
RHopE ISLAND Perpetual 10.00 z 1 No — 5.00 > 
2.00 Cert. 2.00 Ce X 2/1: 
SoutH CAROLINA 10 Years 15.00 3 1 A,B 5.00 3.00 X 1/) 
SoutH DAKOTA 10 Years 10.00 3 1 A,B 5.00 5.00 os 
TENNESSEE 10 Years 5.00 3 1 No 5.00 5.00 
1.00 Cert. _ 
TEXAS Perpetual 1.00 2 2 _ 1.00 X 5/1 
UtTaH 10 Years 10.00 3 l A,B 5.00 5.00 
BX 6/ | 
VERMONT 10 Years 10.00 5 2 A 10.00 10.00 — 
VIRGINIA 20 Years 5.00 6 1 A 5.00 5.00 
2.50 Cert. 2.50 Cert. X 9/ : 
WASHINGTON 10 Years 10.00 3 1 A,B 10.00 5.00 






WEsT VIRGINIA Perpetual 5.00 3 1 A — 5.00 
5.00 Cert. 


WISCONSIN 20 Years 3.00 2 1 B 3 
1.00 Cert. 1 


plus description 






.00 3.00 
.00 Cert. 1.00 & 
(See Remarks) 





















10.00 


& 
ae 
» 
4 
| 
i 


WYOMING Perpetual 





5.00 
5.00 Cert. 






* “No” means no date of use anywhere required; 
“A” means date of first use anywhere; 
“B” means date of first use in State. 












~ “C” Cancellation Provisions ; 
“D” Based on rate of 75¢ per legal page. 
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EGISTRATION INFORMATION — (Continued) 


Model Act X Civil Criminal 
Sub. Service Dilu- Remedies Penalties 
Marks 





Changes XX tion (Prov.-Vary, see Statutes) Remarks 















— _—_— —_—— No Yes 






Bx 9/ 1/54 —_— Yes Yes Yes i 
7/ 1/54 








X 7/ 1/57 —-- —- .. 
BX 10/ 1/54 Yes —-- Yes No C. (Special provisions—see 
10/ 1/57 statute) 

















See 

irks 

lof 

| C. Special provisions—Publication 
¢ f required. 

UU 

N( . 9/26/51 Yes _— Yes No C. also disclaimers 

0) 






5/29/56 





Publication required 





BX 2/14/52 
BX 1/ 1/56 —_— a Yes No 








oe ———- — No No 


X 5/10/55 Yes — Yes No 
5/14/57 


BX 6/ 1/57 — -— 


. for abandoned marks 


aA aaa 














X 9/ 1/55 Yes —_—— Yes No Ee. 
9/ 1/55 







—. —_—— — Yes Yes C. Reregistration required. As- 
signee must be Wisconsin corp. 
or (for registrant also) li- 
censed to do business in Wis- 
consin 
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PATENT OFFICE 








Statistics on Trademarks 








Number of Applications Filed 













1957 1956 

ED skenstinienneiisineihssainittendatiinaientiaiiite 1,989 1,916 
TE sccccnnsintsintinnenchesititinnittlcesasinnnssniinncssibihe 1,979 2,083 
BD: -aisccnssnsbentonneecnnnmnnetaiisnotemmavninnciniatin 1,703 1,900 
BO coceudsicsécioneanicashaieinmasensediiiageiiiianesceetn 1,859 1,825 
II « sxisncesrsccisicssutetninyeniinaiiviiiinieein, 1,786 1,890 
ED ninpeibecianiapnccinccntsitsvienmneniiin 1,546 1,596 
Peds 5. SC 0,862 11,210 























Number of Number of Number of 
Registrations Registrations Registrations 
1957 Issued Renewed (Sec. 9) Canceled (Sec. 8) 
| ___ i 1,643 379 620 
BO oot tisalah ilies 1,283 376 466 
IO carts cceciiiniasaetlabies 1,393 315 387 
SE cissianuinniepsliiiianiniin 1,858 303 546 






iabiiniiteinsiaviaioek 376 
siiiaiialewiciian 453 


co 


2,848 













ee eereerercorees 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 






Australia 







Rejected Applications 





The following applications were rejected by the Deputy Reg- 
istrar of Trademarks for the reasons indicated: 





(a) NU-BACK, in respect of women’s foundation garments, 
was rejected because the words “new” and “back” should 
be available to all traders to use in respect of such goods 
since these words are descriptive of garments possessing 
backs of a new style. The Deputy Registrar stated that 
he could not be influenced by what already appears on 
the Register and that he had “no intention of being put 
in a position of explaining how marks have proceeded to 
registration”. 27 Official Journal of Patents, Trademarks 
& Designs 1807. 


(b) cuppyLon, in respect of articles of clothing, was rejected 
on the ground of confusing similarity with KUDDLE-IN 
registered in respect of underwear. It was held that 
“euddy” would be likely to appeal to purchasers as a 
corruption of the word “cuddle”. Emphasis was placed 
upon the tendency of people to slur words. 27 Official 
Journal of Patents, Trademarks & Designs 1808. 


(c) HAMMERSET, in respect of tools for driving fastening 
members into walls, structures or supports, was rejected 
on the ground that the mark is descriptive. The appli- 
cant pointed out that the word ramset had recently been 
accepted for registration in respect of similar goods but 
this was of no assistance and the Deputy Registrar main- 
tained the objection that HamMMmeERsET was directly de- 
scriptive of the goods. 27 Official Journal of Patents, 
Trademarks & Designs 2054. 


(d) coLoraL, in respect of products of perfumery and sham- 
poos, tinted or plain, lotions and dyes for the care and 
maintenance of the hair, and toilet soaps, was rejected 
on the ground that the mark is phonetically equivalent 
to the combination of the words “color” and “all”. The 
Deputy Registrar was, however, prepared to grant reg- 
istration in respect of perfumery and toilet soaps. 27 
Official Journal of Patents, Trademarks and Designs 2094. 


(e) mnsTaNnT, in respect of milk powder, was rejected on the 
ground that the mark is descriptive of dried milk which 
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can be re-constituted into whole milk in an instant. The 
applicant attempted to rely upon the fact that the word 
INSTANT had been registered in Australia by others in 
respect of different goods but the Deputy Registrar held 
that, whatever may have been the fact previously, the 
word “instant” is now descriptive in Australia of food 
products that are prepared quickly. 27 Official Journal 
of Patents, Trademarks & Designs 2095. 


Opposition Proceedings 


An application to register the trademark vyNnor per se and 
vyNnorp and device in respect of “plastic sheetings; plastic coated 
semi-fabrics, and plastic coated paper” was opposed by the owners 
of the registered marks vyYNENE and vyNEx and the unregistered 
mark vynipeE. It was established that the opponents’ registered 
marks covered goods similar to those covered by the vynorp ap- 
plications and that all three of the opponents’ marks had been 
used in Australia in respect of such similar goods. 

The Deputy Registrar held that vynom on the one hand and 
VYNENE and vyNex on the other were not confusingly similar, The 
Deputy Registrar was inclined to minimize the presence of the 
prefix vyn, first, because of the large number of registrations 
containing that svllable and, second, because he believes that the 
public should not and would not think that any word containing 
the syllable “vyn” would only be used in respect of goods made 
from polyvinyl chloride emanating from one particular trader. 
However, in comparing vynomw with the opponent’s unregistered 
trademark, vynipz, the Deputy Registrar of Trade Marks came 
to the conclusion that the marks were confusingly similar. There 
was some question as to the nature of the use of vyNnDE since the 
applicant claimed that vynipE was used in Australia by an English 
Company related to the opponents. In this connection the Deputy 
Registrar stated that it did not matter whether the use of vynIDE 
by the opponent was as a principal or as an agent and the Deputy 
Registrar stated: 


“T do not think it is necessary for me to examine the arrange- 
ments which existed between these associated companies, 
how closely their activities are interlocked, or the effect of 
their being separate legal entities, for I am satisfied that 
the opponent was able to supply customers in Australia with 
material bearing the trademark vynme, without offending the 
provisions of the Trade Marks Act.” 












A 
% 
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The applicant raised the question of honest concurrent user 
but it was held that there had not been sufficient use prior to the 
filing of the vyNom applications to warrant holding that the marks 
were registrable on that basis. 27 Official Journal of Patents, 
Trade Marks & Designs, 2096. 


Belgium 
Infringement Action 


The owner of the trademark riopan internationally registered 
in respect of pharmaceutical products brought an infringement 
action against the use of viopan used in respect of the same goods. 
The Commercial Court of Brussels stated that Courts are more 
tolerant in connection with trademarks used on pharmaceutical 
products, that in this field there are very many more similar 
marks than in other fields, that even though two pharmaceutical 
marks may contain similar terminations there may be many 
more marks with similar terminations and therefore the smallest 
difference may be sufficient to avoid confusion, that both the pro- 
fession and the public in dealing with pharmaceutical products 
are more careful than with other goods, and that there has been 
no use of RIOPAN in Belgium. The Court then held that riopan and 
VIOPAN were not confusingly similar and dismissed the infringe- 
ment action. Byk-Gulden Lomberg Chemische Fabrik G.m.b.H. v. 
S.A. Belgo-Canadienne Continental Pharma., Commercial Court, 
Brussels, December 22, 1956. 


Canada 
Opposition Proceedings 


In recent opposition proceedings the Registrar of Trade- 
marks held that: 


(a) TRAITAL in respect of shampoos, preparations for perma- 
nents, dyes and preparations for the hair, was not con- 
fusingly similar with TREMITAL in respect of a nerve 
sedative and antispasmodic. 


SONOCEL in respect of loud speaker enclosures was not 
confusingly similar with sonoToNE in respect of ear- 
phones for the use of persons with defective hearing, 
dental, medical and surgical appliances. Tremis du 
Canada Limitée v. Société Monsavon L’Oreal, 27 Cana- 
dian Patent Reporter 166 (Section II). 
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Great Britain 


Interim Injunctions 


Three recent British cases were concerned with the issuance 
of interim injunctions in connection with trademark matters 
and passing-off. In the first, Pearl Cooper Ld. v. Richmond Hill 
Press Ld. and others, (1957) R.P.C. 363, Mr. Justice Upjohn 
refused to grant an injunction to the publishers of a publication 
known aS SPORTS CAR AND LOTUS OWNER to restrain the intended 
publication of a new magazine SPORTS CARS ILLUSTRATED. It was 
established that there is no publication in Great Britain other 
than the plaintiff’s which contains the words “sports car” in 
its title, apart from an American magazine called sports CARS 
ILLUSTRATED; but the circulation of that American magazine in 
Great Britain among the general public is so small that it can 
be ignored. The Judge stated that this was not a case where an 
interim injunction should be granted because the plaintiff would 
have to prove that the words “sports car” had acquired a sec- 
ondary meaning as an indication of the origin of a publication 
with the plaintiff, and it did not appear that the get-up of each 
of the magazines was so similar that confusion was likely. The 
Judge concluded by stating that if publishers choose to use words 
in common use and highly descriptive then they have a very 
heavy burden upon them to discharge in restraining other persons 
from using the same common words. 

In the second case, Pan Books Ld. v. World Distributors 
(Manchester) Ld., (1957) R.P.C. 366, the same Judge granted an 
injunction to the owners of PAN-Books restraining the proposed 
use of pem Books. In this case the plaintiffs had registered pan- 
BOOKS as a trademark and it was established that 50,000,000 
PAN-BookS had been sold in the last ten years. The Judge held 
that this was a case in which to grant an interim injunction 
because the plaintiffs had been carrying on business for many 
years and the defendants have not yet begun to use PEM BOOKS 
and that there did appear to be a serious risk of confusion. 

In the third case, John Haig & Coy. Ld. v. John D. D. Haig 
Ld., (1957) R.P.C. 381, the Court of Session, Scotland, granted 
an interim injunction to the owners of the trademark Haic’s 
whiskey restraining the defendants from carrying on business 
under the name JOHN D. D. HAIG LD. as whiskey blenders and manu- 
facturers of chocolates containing whiskey. The plaintiffs have 
been in business since the year 1894 and have a world-famous 
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trademark whereas the defendants were incorporated in April 
of 1957. The Court held that prima facie there was a risk of 
confusion and that on the balance of convenience an interim 
injunction should be granted. 


Opposition Proceedings 


The owners of the trademark ELEcTRUX, registered in respect 
of machinery of all kinds except agricultural and horticultural 
machinery, were successful in an infringement action against 
the use of ELECTRIx in respect of vacuum cleaners. In that case 
(1954) 71 R.P.C. 23, the evidence showed that the defendants 
had used ELECTRIX since 1933 and the plaintiffs had used ELEcTRUXx 
since 1947 even though it had been registered in 1928. The Court 
of Appeal held that the infringement had been established but 
in view of the peculiar circumstances relief was suspended in 
order to give the defendants an opportunity to apply for regis- 
tration of ELECTRIx on the basis of honest concurrent user. 

The present decision is concerned with the application for 
registration of ELEcTRIx filed by the former defendants (herein- 
after called the “defendants”). The former plaintiffs (herein- 
after called the “plaintiffs”) oppose this application, first, on 
the ground that ELEcrRIx is confusingly similar with the registered 
mark ELECTRUXx and, second, on the ground that ELEcTRIx is not 
registrable because it is the phonetic equivalent to the descriptive 
word “Electrics.” The Assistant-Comptroller granted the regis- 
tration for ELEcTRIx holding that even though the two marks in 
question were similar, the registration should be granted in the 
exercise of the Registrar’s discretion on the ground of honest 
concurrent user. It was held that “Electrics” was not a word 
likely to be used by rival traders. The Assistant-Comptroller 
pointed out that the likelihood of confusion between the two 
marks is diminished by the fact that the goods in question are 
expensive and are usually ordered with deliberation. 

An appeal was taken to the High Court and Wynn Parry J., 
upheld the decision of the Assistant-Comptroller and decided that 
the discretion had been exercised correctly. Electrix Ld.’s Appli- 
cation for Trade Mark, (1957) R.P.C. 369. 


Israel 
Opposition Proceedings 


An application was filed to register the word RoLeEx in respect 
of writing instruments including fountain pens, ballpoint pens 
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and mechanical pencils. The owners of the trademark RoLex 
registered in respect of watches of all kinds opposed the appli- 
cation. The Registrar held that watches and writing instruments 
are not sufficiently similar goods so that the use of the same mark 
in respect of such goods would be caleulated to deceive the 
public. The opponent contended and submitted evidence attempt- 
ing to prove that its trademark roLex in respect of watches was 
so well-known throughout the world that the use of an identical 
mark even in relation to goods not similar to watches would be 
calculated to deceive the public. The applicant did not deny 
that a broader ambit of protection should be given to a very 
well-known mark but the applicant pointed out, and the Registrar 
agreed, that since there had been no use of RoLEx in respect of 
watches in Israel and since the amount of foreign advertising 
featuring the trademark roLtex which reached Israel was not 
large, the applicant could not rely upon this principle. Accord- 
ingly, the opposition was rejected. Slavko Rady v. Montres Rolex 
S.A. Decision of the Registrar July 6, 1956. 


Turkey 


Registration Procedure 


An application to register the trademark REGECOLOR was 
rejected because of an international registration for réet, the 
application and the registration being in respect of the same 
goods. The applicant appealed to the Conseil d’Etat, which re- 
versed the lower decision and held that the two marks are not 
confusingly similar. Decision of June 4, 1957. 
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LIST OF OTHER TRADEMARK ARTICLES* 


<TICLES 
Association of National Advertisers, Inc. 
Speeches delivered at Legal Workshop, May 8, 1957, New York. 
Reynolds, W. G., Legal Curbs on Advertising and How we Live with Them. 
Shull, Henry A. and Thomas N. Sheen, Vick Chemical Company Case History: It 
Must be “Legal” but Get some Sell into it. 
Weil, Gilbert H., A Basic Concept to Implement the Relationship between an 
Advertiser and his Lawyer. 
Werner, William G., Some Comments on How Procter & Gamble Maintains an 
Effective Legal Department—Advertising Department Relationship. 
Copies of these speeches are available to A. N. A. members upon request. 


Bristol-Myers Company. 

Squeeze Bottle Toothpaste (IPANA PLUS). (Modern Packaging, October 1957, 
pp. 114-115, 228.) 
Canada. 

The National Trade Mark and True Labelling Act. (Canadian Patent Reporter, 
v. 27, October 1957, pp. 77-82.) 


Diamond, Sidney A. 

Right of Publicity Looms as New Common Law Right. (Advertising Agency 
Magazine, October 11, 1957, pp. 16, 19.) 
Comment on decision in the case of: Hogan vy. A. S. Barnes & Company, Incorpo- 
rated. 


Federation of Rhodesia and Nyasaland. 
Patents Act, 1957. Government Printer, 1957. Pp. 73. 
Trade Marks Act, 1957. Government Printer, 1957. Pp. 55. 


Fuller Brush Co. 
Fuller’s Photogenics. (Modern Packaging, October 1957, pp. 116-119.) 
Article describes package redesign program of entire line. 


Kent, Cecil C. 

Marks that Register—With You and the Law. (Marketing, October 18, 1957, 
p. 47.) 
Kent, Cecil C. 

Original Trademark Can Be Best Asset. (Marketing, October 25, 1957, pp. 66-68. ) 


Petro, Sylvester. 

Do Antitrust Laws Preserve Competition? (The Freeman, October 1957, pp. 
12-21.) 
United States Rubber Company. 

Ice Mold for Golf Balls. (Modern Packaging, October 1957, pp. 134-135.) 
Molded ice cubes duplicates actual golf bali including trademark. 


Wehringer, Cameron K. 
Trademark Abandonment Means D. O. A. (Journal of the Patent Office Society 
vy. 39, no. 9, September 1957, pp. 656-688. ) 


What Retailers Want in Packaging. (Tide, October 25, 1957, pp. 52-54.) 
Articles describe what supermarket operators like and dislike in packaging and 
what package designers believe is the key to successful supermarket packaging. 


What’s in a Package Design? (Printers’ Ink, November 1, 1957, pp. 80-81.) 


Young, Harrison. 
For Want of a Tag—Client Sales Are Lost. (Advertising Agency Magazine, 
October 11, 1957, pp. 32-33.) 


Zimmerman, Julius G. 
International Aspects of Food and Drug Legislation. (Food Drug and Cosmetic 
Law Journal, July 1957, pp. 402-429.) 


* Copies of these articles are available for reference in the Association’s library. 
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THE EXAKTA CAMERA COMPANY OF AMERICA, 
INCORPORATED v. CAMERA SPECIALTY 
COMPANY, INCORPORATED et al. 


No. 83-321 —D. C., S. D. New York — March 28, 1957 










REMEDIES—INFRINGEMENT—EVIDENCE 
Defendant in an infringement suit need not establish his own title to the mark 
on a motion for summary judgment directed against the complaint, he need only 
show that no question exists regarding the plaintiff’s lack of title. 
CoMMON LAW TRADEMARKS—TITLE 
Plaintiff, claiming through an assignment from a partner of the firm which 
first used the mark and which subsequently assigned it to a foreign corporation, 
held not to have acquired valid title; nor was this result changed by the intervening 
nationalization of the said corporation by the East German Government. 














Action by The Exakta Camera Company of America, Incorporated v. 
Camera Specialty Company, Incorporated, et al. for trademark infringe- 
ment. Defendants move for summary judgment. Motion granted. 


James J. McDermott, of Staten Island, N.Y., for plaintiff. 
Holland, Armstrong, Bower & Carlson, of New York, N.Y., for defendants. 


Dimock, District Judge. 

Plaintiff, claiming to be the owner of U.S. Trademark Registration Nos. 
314,049 and 354,241 for the trademarks EXAKTA and KINE EXAKTA, respec- 
tively, brings this action for infringement. Defendants concede that they 
are using these trademarks in the sale of cameras. They nevertheless make 
this motion for summary judgment on the ground that there is no genuine 
issue of fact as to plaintiff’s lack of title. 

The relevant facts are very simple. A partnership, known as Ihagee 
Kamerakerk Steenbergen & Co., of Dresden, Germany, prior to October 8, 
1941, conducted a camera business and owned the trademark registrations 
in suit. There were six partners five of whom were German nationals and 
one a Dutch national. During World War II, the Dutch national, who was 
the dominating factor in the partnership, was interned. In order to limit 
liability for losses which it was anticipated would result from his absence 
from management, all six partners formed a corporation, Ihagee Kamera- 
werk Aktiengesellschaft of Dresden, Germany. To this corporation all six 
partners assigned all of the partnership’s assets except buildings, machinery 
and equipment. The excepted assets were leased to the corporation. The 
assigned assets specifically included the trademark registrations here in- 
volved. In return for the assignment the partners and the partnership 
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received all of the corporation’s capital stock, some shares being issued to 
each partner and some to the partnership as such. The partnership never 
thereafter manufactured or sold any cameras or made use of the trade- 
marks. 

Such of the German members of the partnership as are still alive are 
residents of East Germany. The Dutch member is a resident of West Ger- 
many. On October 28, 1952, while resident there, he executed, individually 
and “as principal owner of the partnership I[hagee Kamerawerk Steen- 
bergen & Co., Dresden, Germany,” a power of attorney to Charles K 
Davis, Jr., of Gaithersburg, Maryland, authorizing him “to perform any 
act in connection with |a| claim based upon the trademarks EXAKTA and 
KINE EXAKTA against any person, firm or corporation including but not 
limited to, negotiating agreements, executing assignments, or licenses, 
bringing suit, making compromise arrangements, receiving moneys * * * 
and including any act or action incident thereto.” 

On January 15, 1953, Mr. Davis, as attorney-in-fact for the partnership 
Ihagee Kamerawerk Steenbergen & Co. of Dresden, Germany, purported 
to assign to plaintiff herein the trademark registrations here involved “to- 
gether with the good will of the business with which the trademarks are 
used * * * and any and all * * * causes of action * * * in any way 
connected with the said trademarks or the good will * * * including but 
not limited to past and/or present trademark infringement or unfair com- 
petition by any person, firm or corporation”. 

To succeed on this motion defendants do not have to support their 
title, if any. They need only demonstrate there is no substantial issue of 
fact as to plaintiff’s lack of title. That I think defendants have demon- 
strated. 

Plaintiff claims through an assignment by an attorney-in-fact of the 
partnership. The partnership had previously assigned the trademark reg- 
istrations to a corporation. The corporation had never reassigned them to 
the partnership. On those facts alone plaintiff is out of court. 

Plaintiff, however, claims title by virtue of an added fact, the national- 
ization of the business by the East German Government after the close of 
the war. Although the trademark registrations were vested in a corpora- 
tion at the time of the nationalization the nationalization, being allegedly 
void, is supposed to have given the partnership a right to them. I could 
at least follow the argument if plaintiff were claiming through the corpo- 
ration* but I cannot understand why denouncing a seizure from a corpo- 
ration would result in vesting the seized property in a predecessor partner- 
ship. 

Defendants attack plaintiff’s title on the further ground that the part- 
nership did not actually transfer any business or good will with the trade- 


* Zwack v. Kraus Bros. § Co., 2 Cir., 237 F.2d 255; Estonian State Cargo ¢ 
Pass. 8.8. Line v. United States, Ct. of Cl, 116 F.Supp. 447; James & Co. v. Rossia 
Insurance Co., 247 N.Y. 262; Petrogradsky M.K. Bank vy. Nat. City Bank, 253 N.Y. 23, 
cert. denied, 282 U.S. 878; Mericand § Co. v. Chase Nat. Bank, 189 Mise. 285. 
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mark registrations to which they could attach. See 60 Stat. 431, 15 U.S.C. 
§ 1060; United Drug Company v. Rectanus, 248 U.S. 90, 97 (9 TMR 1). 
While it is unnecessary to consider this point since the partnership did not 
have title to the trademark registrations, it has no independent validity. 
If the partnership had had anything to assign plaintiff would have had 
title to the cause of action for past infringement which was expressly 
assigned in addition to the registrations themselves. 

Motion granted. 












HOGAN v. A. S. BARNES & COMPANY, INCORPORATED 
No. 8645 —Pa. Ct. of Common Pleas No. 2, Phila. Co.—June 19, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Plaintiff, well-known professional golfer, has enforceable property right in com- 
mercial value of his name and photograph in connection with game of golf; un- 
authorized use by defendant of pluaintiff’s name and photograph and distribution 
of book on golf which implies that plaintiff had some direct part in preparation 
of book is unfair competition. 
Palming off is no longer necessary requisite of unfair competition. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—-DAMAGES 
Where property right of plaintiff has been invaded in that book on golf implied 
that plaintiff, famous golfer, collaborated in its preparation, compensatory damages 
may be recovered in absence of proof of special damages; that book proved to be 
unprofitable does not limit plaintiff to recovery of nominal damages; where there 
is no basis for holding that defendant’s conduct was malicious, wanton, reckless 
or oppressive, no award of punitive damages is made. 


















Action by Ben Hogan v. A. 8. Barnes & Company, Incorporated, for 
unfair competition. Judgment for plaintiff. 

Francis W. Sullivan and Sydney C. Orlofsky (Strong, Sullivan, Saylor & 
Ferguson), of Philadelphia, Pennsylvania, for plaintiff. 


Daniel Mungall, Jr. and Mandeville Mullally, Jr (Stradley, Ronon, Stevens 
«& Young), of Philadelphia, Pennsylvania, for defendants. 








Haa@an, Judge. 
This case presents a fact situation which, so far as our research dis- 


closes, is dissimilar from any which has ever come before an appellate 
court in the United States. However, the common law is not static but 
an ever-expanding body of law, and, therefore, the lack of direct precedent 
does not necessarily defeat plaintiff’s right to recovery. As Chief Judge 
Biggs stated in a recent decision of the United States Court of Appeals 
for the Third Circuit, which also involved a relatively new theory of law: 
“Concededly, the theory is a somewhat hazy one; but that is not unusual 
where the laboratories of the courts are working out the development of 
a new common law right”: Ettore v. Philco Television Broadcasting Corp., 
229 F.2d 481, 490, 108 USPQ 187, 193 (46 TMR 319) (certiorari denied, 
351 U.S. 926, 109 USPQ 517). 
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In this case (which was tried without a jury before the writer of this 
opinion) the basic facts are not in dispute, but the parties of course, are 
not in agreement as to the legal inferences and conclusions to be drawn 
from the facts. The material facts are as follows: 

Plaintiff, 44 years of age, has been a professional golfer for a period 
of 25 years and is recognized as one of the greatest golfers of all time. 
Since 1938 he has won many professional golf tournaments, including the 
most important in the country; he has received awards as “Golfer of the 
Year”, “Sportsman of the Decade”, and the Vardon Trophy; he has ap- 
peared in exhibitions; he has made personal appearances on radio and tele- 
vision ; he has appeared in motion pictures; he was the author of the book 
“Power Golf’, which defendant published and which is the largest selling 
book of golf instructions ever published, and he was the author of various 
magazine articles which appeared from time to time in Esquire, Reader’s 
Digest, Saturday Evening Post, This Week, Look, Time, Life and Sports 
Illustrated. 

Defendant, A. S. Barnes & Company, Incorporated, is a New York 
corporation engaged primarily in publishing books on sports, and is the 
largest publisher of such books in the United States. 

The origin of this litigation was the publication by defendant on June 
6, 1955, of a book entitled “Golf with the Masters”. It was published in 
the State of New York and was displayed and sold in Pennsylvania and 
elsewhere in the United States, and its contents and general format will 
be discussed in more detail in subsequent parts of this opinion: It was a 
book on golf written by one Dave Camerer, in which the names and photo- 
graphs of a number of famous golfers, including plaintiff, are prominently 
displayed on the jacket and in the text. Most of the pictures of plaintiff 
which appear in the book were taken while he was practicing on the put- 
ting green at Baltusrol Country Club, just prior to the 1954 United States 
Open Tournament, and he was not aware of the purpose for which the 
pictures were being taken. 

On July 9, 1954, Camerer, the author of the book, wrote to plaintiff on 
stationery of defendant, stating that photographs of plaintiff had been 
taken at Baltusrol for illustrations in a book which Camerer was prepar- 
ing for defendant. The letter also contained a release for plaintiff’s signa- 
ture, for which Camerer promised to send plaintiff $100 and two copies of 
the book when completed. The release form provided for an assignment 
to Camerer by plaintiff of all literary rights “in an article to be written 
under my [plaintiff’s] supervision”; that Camerer would have the right to 
sell or use the material, and that Camerer would also have the right to 
use plaintiff's name and signature as author, as well as any biographical 
data and pictures of plaintiff. Plaintiff's reply to this letter, dated July 
21, 1954, contained only three words: “Are you kidding?” 

On July 24, 1954, plaintiff wrote to defendant’s president, informing 
him of the letter which plaintiff had received and asserting that the photo- 
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graphs of plaintiff at Baltusrol had been taken without his knowledge or 
consent to their use or publication. In this letter plaintiff urged defendant’s 
president “not to accept for publication any material written about me, or 
my golf swing, either from this fellow Camerer or anyone else so far as | 
that is concerned. This goes for photographs also.” 

Despite plaintiff’s express and forceful dissent as to the use of his 
photographs or name in connection with Camerer’s proposed book, as pub- 
lished, it used plaintiff’s name and photographs. Plaintiff was never shown 
a manuscript of the book before publication, and he saw it for the first 
time when he was requested to autograph a copy while he was playing in 
the National Open Tournament in June of 1955. 

The book “Golf With the Masters” was originally intended to be titled 
“Great Golfers”, but about three or four months prior to its publication, 
defendant decided to change the title to “Golf With the Masters”, as it was 
defendant’s opinion that this latter title would sell more books than the 
original. The book was widely advertised by defendant, and an excerpt 
from it appeared in the American Weekly of June 12, 1955. The nature 
and contents of the advertising and the excerpt will be discussed later in 
this opinion. 

From defendant’s publication, sale and advertising of the book “Golf 
With the Masters”, under the facts and circumstances hereinbefore re- 
lated, plaintiff seeks to recover damages from defendant upon five differ- 
ent theories of liability, which are labelled and described in plaintiff’s 
brief as follows: 


1. “An invasion of plaintiff’s right of privacy.” 






2. “Unfair competition, business competition with plaintiff, damaging 
to plaintiff’s rights, as an author of existing and future literary property.” 















3. “An unauthorized and uncompensated appropriation for commer- 
cial purposes of plaintiff’s right of publicity.” 


4. “A written disparagement of plaintiff’s ability and standing in his 
profession or trade which directly tended to lower plaintiff in the estima- 
tion of his profession and trade and the community generally, thereby 
damaging plaintiff in his profession or trade.” (i.e. Libel) 


5. “A breach of the duty of fidelity, good faith and fair dealing re- 
quired of defendant by a written contract between plaintiff and defendant, 
in which contract plaintiff is author and defendant is plaintiff’s publisher 
and both parties are quasi partners in a Joint Adventure.” 


Rieut oF PrRIvacy 





While there was once some doubt as to whether or not a right of 
privacy existed under the common law of Pennsylvania, there is now no 
question but that it does exist. See Mack Appeal, 386 Pa. 251, and Hull 
v. Curtis Publishing Co., 182 Pa. Superior Ct. 86. 
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Right of privacy has frequently been employed as a generic term cov- 
ering a great many diverse types of causes of action. The classic case in 
which the term “right of privacy” has been applied, however, is where the 
manufacturer or seller of a product has used plaintiff’s photograph with- 
out his consent in an advertisement of the product. Although all of the 
eases involving situations of this type have been classified as invasions of 
the right of privacy, we perceive a distinct difference between two basic 
types of situations. 

On the one hand, where plaintiff is a person previously unknown to the 
general public, that is, one who has lived a life of relative obscurity insofar 
as publicity is concerned with the gist of his complaint is that, by reason 
of the publication of his picture in connection with the advertisement of a 
product, he has been unwillingly exposed to the glare of public scrutiny. 
In such a case, plaintiff’s right of privacy has truly been invaded. 

On the other hand, where plaintiff is a person who may be termed a 
“public figure”, such as an actor or an athlete, the gist of his complaint 
is entirely different. He does not complain that, by reason of the publica- 
tion of his picture in connection with the advertisement of a product, his 
name and face have become a matter of public comment, but rather that 
the commercial value which has attached to his name because of the fact 
that he is a public figure has been exploited without his having shared in 
the profits therefrom. Thus, as was stated in the case of Haelan Labora- 
tories v. Topps Chewing Gum, 202 F.2d 866, 868 (2d Circuit), certiorari 
denied 346 U.S. 816: “* * * it is common knowledge that many prominent 
persons (especially actors and ball-players) far from having their feelings 
bruised through public exposure of their likenesses, would feel sorely de- 
prived if they no longer received money for authorizing advertisement, 
publicizing their countenances, displays in newspapers, magazines, buses, 
trains and subways.” 

In Hull v. Curtis Publishing Co., 182 Pa. Superior Ct. 86, 90, supra, 
our Superior Court defined the right of privacy as “the right to be let 
alone.” 

It is, therefore, our conclusion that the true theory upon which plain- 
tiff seeks to ground defendant’s liability to him is the very antithesis of the 
right of privacy. Plaintiff does not complain that his name should have 
been withheld from public scrutiny: on the contrary, he asserts that his 
name has great commercial value in connection with the game of golf, and 
that defendant’s use of his name has resulted in damage to him. We there- 
fore hold that plaintiff’s right of privacy has not been violated. 


UNFAIR COMPETITION 


The leading case in Pennsylvania on the subject of unfair competition 
and the one closest to the facts of the instant case, although admittedly not 
on all fours, is Waring v. WDAS Broadcasting Station, 327 Pa. 433, 35 
USPQ 272 (27 TMR 807). There plaintiff was a well known orchestra 
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leader, who had made several phonograph records upon which were printed 
the words “Not licensed for radio broadcast”. Defendant operated a radio 
station and played plaintiff’s records on the radio without his consent. 
Defendant was enjoined from continuing to so broadcast plaintiff’s records. 


In the Waring case, the Supreme Court stated that there were three 
major issues: (1) Did plaintiff have an enforceable property right; (2) if 
so, could he reserve such property right at the time of publication, and (3) 
did defendant’s conduct constitute unfair competition? The court there 
proceeded to answer these questions in the affirmative and found (1) that 
plaintiff had a property right in his interpretation of a musical composi- 
tion; (2) that plaintiff’s restriction against broadcasting (printed on the 
label) was not unreasonable nor against public policy, and (3) that defen- 
dant, by its conduct, was guilty of unfair competition. 

In the case of Ettore v. Philco Television Broadcasting Corporation, 
229 F.2d 481, 489, 108 USPQ 187, 193 (46 TMR 319) (certiorari denied 
351 U.S. 926, 109 USPQ 517), the Court of Appeals for the Third Circuit, 
in discussing the Waring case, stated: 


“Tt would seem therefore that the Court’s decision really went off on 
the ground of unfair competition damaging a property right. In other 
words, in the Waring case the Court found a property right and pro- 
ceeded to protect it.” 

Therefore, in the instant case, if plaintiff is to recover damages from 
defendant on the theory of unfair competition, he must demonstrate: (1) 
That he has an enforceable property right in the commercial value of his 
name and photograph in connection with the game of golf; (2) that he 
did not authorize defendant to make any commercial use of his name and 
photograph, and (3) that the publication, sale and advertisement by de- 
fendant of the book “Golf With the Masters’ constituted unfair competi- 
tion as to the plaintiff. 

That plaintiff has an enforceable property right in his name and photo- 
graph seems to be sustained by the following cases: 

In Madison Square Garden Corporation v, Universal Pictures Co., 7 
N.Y.S.2d 845, 39 USPQ 551 (29 TMR 75), an unfair competition case in 
which plaintiff was the owner of Madison Square Garden and the New 
York Rangers Ice Hockey team, the court stated at pages 851-52, 39 USPQ 
at 555: 


“The plaintiff clearly had a property right in its good name, its 
reputation, its good will built up at considerable expense, and its 
business in licensing genuine moving picture photographs to be used 
in feature films from which it had derived a substantial revenue.” 


In Uproar Co. v. National Broadcasting Co., 8 F.Supp. 358, 23 USPQ 
254, another unfair competition case involving an alleged misappropriation 
of the use of the name of Graham McNamee, a radio announcer, the court 
stated, at page 361, 23 USPQ at 257: 
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“The name [Graham McNamee] has acquired, through the efforts 
of McNamee and the National Broadcasting Company, a very substan- 
tial value, especially valuable for advertising purposes; and this defi- 
nite commercial value exists apart from the services as radio an- 
nouncer. Rights of a pecuniary nature have been created which par- 
take of the elements of property rights * * * .” The case was affirmed 
in this respect in 81 F.2d 373, 28 USPQ 250 (certiorari denied 298 
U.S. 670). 


In Edison v. Edison Polyform Mfg. Co., 67 Atl. 392, 394 (N.J.), it 
was stated: 


“Tf a man’s name be his own property, as no less an authority 
than the United States Supreme Court says it is (Brown Chemical 
Co. v. Meyer, 139 U.S. 542), it is difficult to understand why the pe- 
culiar cast of one’s features is not also one’s property, and why its 
pecuniary value, if it has one, does not belong to its owner, rather 
than to the person seeking to make an unauthorized use of it.” 


In Flake v. Greensboro News Co., 195 S.E. 55, 64 (N.C.), the court 
stated : 


“If it be conceded that the name of a person is a valuable asset 
in connection with an advertising enterprise, then it must likewise be 
conceded that his face or features are likewise of value. Neither can 
be used for such a purpose without the consent of the owner without 
giving rise to a cause of action.” 


In Munden v. Harris, 134 8.W. 1076, 1079 (Mo.), it was stated: 


“We therefore conclude that one has an exclusive right to his pic- 
ture, on the score of its being a property right of material profit.” 


In Hinish v. Meier & Frank Co., 113 P.2d 438, 446 (Ore.), it was stated: 


“Faces, some faces, at any rate, have a recognized commercial 
value.” 


In Dior v. Milton, 155 N.Y.S. 2d 443, 110 USPQ 563 (47 TMR 35), 
affirmed 156 N.Y.S. 2d 996, 113 USPQ 210, where unfair competition was 
found to exist, one of the property rights which the court stated that it 
was protecting was the “Right of plaintiffs to exclusive use, directly or 
indirectly, of the name and reputation which they have developed over 
many years.” 

On the strength of the foregoing authorities, we hold that plaintiff has 
an enforceable property right in the good will and commercial value of 
his name and photograph in connection with the game of golf. 

The second element which plaintiff must demonstrate is that he did 
not authorize defendant to make use of his name and photograph. Plain- 
tiff’s proofs in this regard are clear. In light of the very forceful reply 
of plaintiff when defendant requested that plaintiff sign a release for $100 
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permitting defendant to use plaintiff’s name and photograph in the pro- 
posed bock, there can be no question about plaintiff’s reservation of the 
exclusive right to the use of his name and photograph in the instant case. 


The final burden resting upon plaintiff is a showing that the publica- 
tion, sale and advertisement by defendant of the book “Golf With the 
Masters” constituted unfair competition as to the plaintiff. With respect 
to this element, the Pennsylvania Supreme Court in the Waring case, 
supra, has stated, 35 USPQ at 280: 


“It appears from the Associated Press case that while, generally 
speaking, the doctrine of unfair competition rests upon the practice 
of fraud or deception, the presence of such elements is not an indis- 
pensable condition for equitable relief, but, under certain circum- 
stances, equity will protect an unfair appropriation of the product of 
another’s labor or talent.” 


The court also held that, while “palming off” is generally present in 
unfair competition cases, it is not an essential element. 

Some illustrative cases delineating the seope of the doctrine of unfair 
competition are as follows: 


In Madison Square Garden Corporation v. Universal Pictures Co., 7 
N.Y.S. 2d 845, 39 USPQ 551 (29 TMR 75), supra, plaintiff was the owner 
of Madison Square Garden and the New York Rangers ice hockey team, 
and had spent large sums of money publicizing both names. The onl~ pro- 
fessional ice hockey which was played in New York was by the Rangers, 
and the only place it was played was in Madison Square Garden. Plaintiff 
permitted motion pictures to be taken of the Rangers only for newsreel 
purposes. If anyone wished to use motion pictures of the Rangers in a 
feature film, he could do so only with the consent of plaintiff and upon 
payment of a fee. Defendant, which had been permitted to take motion 
pictures of the Rangers for newsreel purposes, used those pictures as part 
of a feature film. Although neither the name, Madison Square Garden, nor 
New York Rangers, was actually employed in the film, plaintiff contended 
that it was clear from the entire picture that the films actually were of 
the Rangers playing in Madison Square Garden, and in the advertising 
of defendant’s film both names were employed. The court, after finding 
that plaintiff had an enforceable property right, held that defendant was 
guilty of unfair competition, stating, at page 852, 39 USPQ at 555: 


“The players themselves were recognizable. Their presence in the 
picture, their reputation, plaintiff’s reputation and good will were 
utilized by defendants to induce the public to see the picture, all to 
the plaintiff’s loss and defendant’s gain.” 


The court also stated, at pages 852-53, 39 USPQ at 556: 


“There may be unfair competition by misappropriation as well as 
misrepresentation.” 
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In Uproar Co. v. National Broadcasting Co., 8 F.Supp. 358, 23 USPQ 
254, supra, National Broadcasting Company had a contract with Graham 
McNamee, by the terms of which McNamee had granted to NBC the ex- 
elusive right to his services and the use of his name and photograph in 
connection with advertising, publicity and all commercial purposes. Up- 
roar Company published and sold a publication containing parts of the 
script of a program on which McNamee had appeared on NBC. The court, 
after finding that NBC and McNamee had an enforceable property right, 
held that the conduct of Uproar Company amounted to unfair competition 
and, as to this holding, the case was affirmed in 81 F.2d 373, 28 USPQ 
250, and certiorari was denied in 298 U.S. 670. 

In Adrian v. Unterman, 118 N.Y.S. 2d 121, 96 USPQ 100 (48 TMR 
192), affirmed 118 N.E. 2d 477, plaintiff was a well known dress designer. 
Defendant was a perfume manufacturer and used the name ADRIAN in 
conjunction with his business. It was held that defendant had committed 
unfair competition by misappropriating the commercial value of plaintiff’s 
name, even though plaintiff himself was not in the business of selling 
perfume. 

In Dior v. Milton, 155 N.Y.S. 2d 443, 110 USPQ 563 (47 TMR 35), 
affirmed 156 N.Y.S. 2d 996, 113 USPQ 210, plaintiff was a famous fashion 
designer. He took great pains to keep his fashions secret and permitted 
only certain privileged persons to see them. They were never published, 
and no reproductions or sketches of them were permitted. Defendant man- 
aged to secure copies of plaintiff’s designs and published them. Plaintiff 
sued for damages and injunctive relief. The court, in finding that defen- 
dant was guilty of unfair competition, stated that in order to sustain such 
a cause of action, it is necessary to prove only “a misappropriation for the 
commercial advantage of one person of a benefit or ‘property right’ belong- 
ing to another”. The court also said, 110 USPQ at 567-568: 


“The modern view as to the law of unfair competition does not 
rest solely on the ground of direct competitive injury, but on the 
broader principle that property rights of commercial value are to be 
and will be protected from any form of unfair invasion or infringe- 
ment and from any form of commercial immorality * * * .” (Italics 
supplied. ) 


Applying these principles to the case at bar, we conclude that the 
circumstances under which defendant published and advertised the book 
“Golf With the Masters” constituted unfair competition as to the plaintiff. 
The circumstances under which the book was published and advertised 
were these: 

An examination of the jacket of defendant’s book reveals that the 
words which first attract attention are its title, “Golf With the Masters” 
and the names of 12 famous golfers, one of whom is plaintiff. Under this 
appear the words, “The Secret to Better Golf by Dave Camerer. Photo- 
graphs by Phil Mark.” 
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Examining the contents of the book, a reader would be attracted by 
such bold faced titles as “Hitting Your Tee Shots With Sam Snead”, 
“Reaching For Your Spoon (3 Wood) With Cary Middlecoff”, “4 and 5 
Iron Sharpshooting With Jack Burke”, “Playing the Punch Shot With the 
5 Iron With Jimmie Demaret”, “Attacking With Your 6 and 7 Iron 
Straight For the Pin—With Tommy Bolt”, “The Pitching Wedge * * * 
Your Passport to Pars and Birdies—With Lew Worsham”, “ ‘Don’t Let 
Poor Recovery Shots Hobble Your Game,’ Says John Revolta”, and “Sand 
In Your Shoes * * * Trap Shots Are Easy With Claude Harmon”. (Italics 
supplied. ) 

Each of the foregoing subtitles is accompanied by a full-face photo- 
graph of the golfer whose name has been used in that title. The clear 
impression which a reader would receive from a cursory examination of 
the book (i.e., the type of examination a prospective purchaser would ordi- 
narily give the book before purchasing it) is that these “Masters”, includ- 
ing plaintiff, had some direct part in the preparation of the book. Just 
what part the “Masters” played and what part Dave Camerer played is not 
clear, but the general impression one receives is that the golfers whose 
names appear in the book in some manner collaborated with Camerer in 
writing the book. 

The fact that the title of the book was changed from “Great Golfers” 
to “Golf With the Masters” is also significant. As the president of defen- 
dant company testified, defendant believed that the title “Golf With the 
Masters” would sell more books than “Great Golfers’, and the reason it 
would sell more books would seem quite clear. The use of the preposition 
“with” in the title, coupled with such subtitles as “Hitting Your Tee Shots 
With San Snead” and “ ‘Don’t Let Poor Recovery Shots Hobble Your Game’ 
Says John Revolta”, together with the use of photographs of the golfers, 
clearly gives the impression that these named golfers had an active part in 
the preparation of the book. It is very unlikely that a prospective pur- 
chaser upon examining the book would have received the impression that it 
was Dave Camerer, a sports writer and not a golfer, who was commenting, 
with the aid of one Dan Galgano, a golf professional, upon the games of 
the golfers named in the book, which is, in fact, the case. 

It is true that there is no specific title in which plaintiff’s name ap- 
pears coupled with the preposition “with”. Plaintiff’s name, however, 
appears on the jacket of the book and in three different sections of the text 
of the book. At one place (page 117) it appears only in connection with a 
picture taken at Baltusrol during “National Golf Day”. His name also 
appears at page 82 in the bold-faced title “You Can’t Tell the Players 
Without a Scorecard * * * or Hogan’s Secret?”. This title is an extremely 
ambiguous one. Even though it is followed by a question mark, a reader, 
leafing through the book, might very well believe that the text and photo- 
graphs accompanying the title in some way depict or explain plaintiff’s 
“secret”, which in fact is not so. What actually appears on pages 82 and 
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83 is Camerer’s guess as to what he believed Hogan’s much publicized 
“secret” to be, together with photographs of the swings of a number of 
golfers (none of whom is plaintiff) purporting to depict that which Camerer 
incorrectly guessed to be plaintiff’s “secret”. Plaintiff's name and photo- 
graphs also appear at pages 101 to 105. On these five pages there are nine 
photographs of plaintiff depicting various phases of his putting stroke, 
together with accompanying explanatory text. 

The likelihood of persons receiving the false impression that plaintiff 
and the other golfers named in “Golf With the Masters” had participated 
in some manner in preparation of the book was materially enhanced by 
the manner in which the book was advertised and publicized. An excerpt 
from the book was printed, with the permission of defendant, and for a 
consideration, in the American Weekly of June 12, 1955. The excerpt 
displayed photographs of plaintiff, referred to him by name and was 
titled “You Can Improve Your Game With These 2 Magic Tips From 30 
Golf Masters”. (Italics supplied.) 

The American Weekly of that issue had a circulation, through news- 
papers in at least 28 major cities throughout the United States, of more 
than 10,000,000 copies. The article contained a special notation that it was 
“from ‘Golf With the Masters’ published and copyright 1955, by A. S. 
Barnes & Company, New York”. The book was also widely advertised by 
defendant with text material which stated that when you read “Golf With 
the Masters” “you feel as if each of them [the greatest men in golf] had 
whispered his cleverest and most basic knacks to you”, and “learn Ben 
Hogan’s secret” (without any question mark). 

As we have previously remarked, “palming off” is no longer a neces- 
sary requisite of unfair competition. What is required is “an unfair ap- 
propriation of the product of another’s labor or talent”: Waring v. WDAS 
Broadcasting Station, 327 Pa. 433, 35 USPQ 272 (27 TMR 807), or, as was 
stated in Madison Square Garden Corporation v. Universal Pictures Co., 
7 N.Y.S. 2d 845, 852-53, 39 USPQ 551, 556 (466 TMR 319): “There may 
be unfair competition by misappropriation as well as by misrepresentation.” 

There can be no doubt but that Ben Hogan has acquired over many 
years a unique position and reputation in the sport of golf. This position 
has been acquired by virtue of a tremendous amount of work, ability and 
perseverance on his part. As a result, his name and photograph in connec- 
tion with any aspect of the sport of golf have great commercial value. De- 
fendant, well realizing this fact, has unfairly attempted to profit from it. 

We find, therefore, that the circumstances under which defendant pub- 
lished and advertised the book “Golf With the Masters” constituted a mis- 
appropriation of the property right which plaintiff has in the commercial 
value of his name and photograph. 

We, therefore, hold that plaintiff has sustained his cause of action 
against defendant for unfair competition. 
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RicgHT oF PUBLICITY 


In Haelan Laboratories vy. Topps Chewing Gum, 202 F.2d 866 (certi- 


orari denied 346 U.S. 816), plaintiff had contracts with a number of base- 


ball players giving plaintiff the exclusive right to use the players’ photo- 
graphs in connection with the sale of plaintiff’s chewing gum. Defendant, 
with knowledge of plaintiff’s contracts with these baseball players, used 
photographs of such players in connection with the sale of its own chewing 
gum without plaintiff’s consent. The Court of Appeals for the Second 
Circuit, applying New York law, held that defendant’s conduct was not a 
violation of the New York “Right of Privacy” statute, since the right of 
privacy is not assignable, but stated at page 868: “ * * * a man has a right 
in the publicity value of his photograph, i.e., the right to grant the exclu- 
sive privilege of publishing his picture * * *.” And again, at page 868: 
“This right of publicity would usually yield them [prominent persons] no 
money unless it could be made the subject of an exclusive grant which 
barred any other advertiser from using their pictures.” 

As we view the “right of publicity” recognized in the Haelan Labora- 
tories case, it is but another way of applying the doctrine of unfair compe- 
tition. In essence, it is calling the property right, which must be found to 
exist in an unfair competition case a “right of publicity”. Having found 
such a right to exist, the court must still proceed to find that this right has 
been violated by reason of some conduct on the part of the defendant 
amounting to unfair competition. While we do not feel it necessary to 
place a label upon the property right which the court is protecting, if we 
must do so, we feel that “right of publicity” is as apt a label as any other 
that might be suggested. 

As we have previously indicated, there have been a great many cases 
decided under the heading “right of privacy” which we feel do not properly 
belong under that heading and which, although we believe they were prop- 
erly decided, more appropriately should be considered as cases coming 
under the heading “right of publicity”. Among such cases are the fol- 
lowing: 

Redmond v. Columbia Pictures Corporation, 14 N.E.2d 636 (N.Y.), is 
quite similar to the instant one on its facts. There plaintiff was a trick shot 
golfer. Defendant secured motion pictures of plaintiff performing his trick 
shots, and then released them to motion picture houses for public showing 
without plaintiff’s consent. Plaintiff sued for damages under New York 
“Right of Privacy” statute, and received a $1,500 verdict. 

In Continental Optical Co. v. Reed, 86 N.E.2d 306 (Ind.), plaintiff was 
a lens grinder who had done such work while in the United States Army. 
Photographs of him while doing this work in the Army had been taken 
and used as a news item. Defendant later used these pictures in connection 
with the advertisement of its product. Plaintiff sued for damages on the 
theory that his right of privacy included the personal right to the exclu- 
sive use of his own photograph and likeness for commercial purposes. The 
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court held plaintiff had a cause of action for invasion of his right of 
privacy, using language, however, which would have been more appropriate 
to a case involving a violation of the right of publicity. 

In Lane v. F. W. Woolworth Co., 11 N.Y.S.2d 199, affirmed 12 N.Y:S. 
2d 352, defendant sold lockets, in each of which there was a picture of 
plaintiff, a public figure. Plaintiff sued under the New York “Right of 
Privacy” statute, and the court held that defendant had committed a vio- 
lation of the statute. The language used by the court and the fact situa- 
tion before it would again seem to present a case more appropriately coming 
under the heading of “right of publicity” than “right of privacy”. 

We conclude, therefore, that defendant has misappropriated plaintiff’s 
“right of publicity”, but that this is simply an application of the doctrine 
of unfair competition to a property right entitled “right of publicity”. 
This, therefore, is not a separate cause of action, but rather is unfair com- 
petition under another label. 


LIBEL 


To support his asserted cause of action for libel, plaintiff relies upon 
certain alleged derogatory statements contained in the foreword to the book 
which have reference to “the professional golfer”. The foreword distin- 
guishes between the “golf professional” and “the professional golfer’, and 
characterizes these two groups as follows: “The former runs the Pro Shop 
and sells instruction; the latter spends a majority of his productive years 
following the Big Apple of the PGA tournament swing. His game, not 
yours, is his livelihood”: (page 6 of the book). The balance of the fore- 
word is in a similar vein. Plaintiff also relies upon certain text material 
appearing on page 82, which deals with an aspect of plaintiff’s career and 
his much publicized “secret’’, as well as the explanatory text appearing on 
pages 101 to 105 of the book accompanying pictures of plaintiff’s putting 
stance and attempting to describe it. 

We have carefully read and considered the foregoing portions of the 
book and, while we agree that the language employed by the author, 
Camerer, could have been better chosen, we do not believe that it is libelous. 
We, therefore, hold that plaintiff has not made out a cause of action for 
libel. 


BREACH OF PUBLISHER’S DUTY OF 
FWEuity To Its AUTHOR 


Plaintiff contends that defendant, as the publisher of plaintiff’s book 
“Power Golf”, is a joint adventurer with plaintiff in connection therewith 
and, as such, owes plaintiff a quasi-fiduciary obligation not to intention- 
ally act in such a way as to harm the sale of “Power Golf”. 

Plaintiff does not contend, nor could he, that defendant, a large pub- 
lisher of books on sports, could not publish any other book of golf instruc- 
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tions. Indeed, defendant has published such books written by other well 
known golfers, including Sam Snead, Byron Nelson and Patty Berg. 
Plaintiff’s complaint, therefore, is not the fact that defendant has pub- 
lished another book of golf instructions, but rather that, in doing so, de- 
fendant has improperly used plaintiff’s name and picture. This then is 
actually the same cause of action as unfair competition which we have 
already upheld, and which merges therein. 

Since we have upheld only two of the causes of action asserted by 
plaintiff (and actually only one, in that we have held that the right of 
publicity is only another application of the doctrine of unfair competition), 
we shall not consider defendant’s contentions with respect to the cause of 
action which we have not upheld. Basically, the defense is that plaintiff 
is a public figure, and as such he may not complain of the publication of 
news or information concerning him or of fair comment made about him. 
We fully agree with this contention as an abstract statement of law; it 
does not, however, apply to the facts of this case. As a public figure, plain- 
tiff could certainly not complain of a news series written about him or a 
fair comment made concerning him. There are undoubtedly many ways in 
which his name may be and has been used in a publication without giving 
rise to a cause of action on his part. The manner in which his name and 
photograph were used in the instant case, however, is not one of them. The 
very point of plaintiff’s case is that “Golf With the Masters” and the adver- 
tisement thereof did not indicate that it was a book about plaintiff or his 
golf game, but rather that it indicated that it in some manner was a book 
in which the reader would be receiving some “tips” about plaintiff’s golf 
game, either directly or indirectly from plaintiff. Therefore, we conclude 
that the cases cited by defendant are not applicable. 


DAMAGES 


Having found that plaintiff has a cause of action for unfair competi- 
tion by defendant, resulting in injury to a property right of plaintiff, which 
may be called plaintiff’s “right of publicity”, the final question for deter- 
mination is the measure of damages. 

Plaintiff did not prove or attempt to prove that special damages re- 
sulted to him from defendant’s invasion of his property rights, but he 
nevertheless contends that he is entitled to recover compensatory as well 
as punitive damages from defendant. On the other hand, defendant as- 
serts that, in view of the failure of plaintiff to prove special damages, he 
ean recover only nominal damages, particularly in view of the circum- 
stance that the publication of the book “Golf With the Masters” was an 
unprofitable venture for defendant. 

It is now clearly established in the law that where a property right 
similar to that of plaintiff in the instant case has been invaded, compensa- 
tory damages may be recovered in the absence of proof of special damages: 
Redmond v. Columbia Pictures Corporation, 14 N.E.2d 636 (N.Y.); Flake 
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v. Greensboro News Co., 195 S.E.55 (N.C.); Munden v. Harris, 134 S.W. 
1076 (Mo.) ; Hinish v. Meier & Frank Co., 113 P.2d 438 (Ore.). 

It is also clear that the circumstance that the publication of defendant’s 
book proved to be unprofitable does not limit plaintiff to the recovery of 
nominal damages. Plaintiff’s action is not based upon any theory of unjust 
enrichment of the defendant by the publication of the book: on the con- 
trary, plaintiff is claiming damages for injury to his own “right of pub- 
licity” and, therefore, the question of whether the publication of the book 
resulted in profit or loss to defendant is neither determinative of plaintiff’s 
right to damages nor the extent thereof, although it may be one of the 
factors to be considered in assessing the amount of damages. 


Holding, therefore, as we do, that plaintiff is not limited to the recovery 
of nominal damages and that he is entitled to recover compensatory dam- 
ages for the invasion of his property rights, we must now proceed to deter- 
mine the amount to be awarded. We start, of course, with the proposition 
that the extent to which plaintiff’s right of publicity has been damaged by 
defendant’s book is not capable of exact measurement in dollars. However, 
as our Supreme Court recently stated in the case of Getz v. Freed, 377 Pa. 
480, 485: 


“The law does not require that proof in support of claims for 
damages or in support of claims for compensation must conform to 
the standard of mathematical exactness. In Western Show Co., Inc. 
v. Miz, 308 Pa. 215, 162 A. 667, we held that evidence in support of a 
claim for damages was sufficient “if it afforded a reasonably fair basis’ 
for calculating the plaintiff’s loss * * *. If the facts afford a reason- 
ably fair basis for calculating how much plaintiff is entitled to, such 
evidence cannot be regarded as legally insufficient to support a claim 
for compensation.” 


In the instant case we conclude that “a reasonably fair basis” for cal- 
culating the damage to the plaintiff has been provided by the evidence in 
his ease. This evidence established these facts: (1) That plaintiff has a 
unique position and reputation in the world of golf, in that he is uni- 
versally recognized as one of the greatest golfers of all time; (2) that since 
the year 1937 plaintiff has earned approximately $1,000,000 from golf, and 
it is significant to note that of these earnings a little more than one quarter 
represents winnings from golf tournaments, while almost three quarters 
represents earnings from exhibitions, endorsements, royalties, personal ap- 
pearances, motion pictures, magazine articles, ete.; (3) that from his writ- 
ings on the subject of golf plaintiff has received (a) $62,950 as royalties 
from the sale of his book “Power Golf’, published by defendant, and (b) 
the following sums from magazine articles written by him: Reader’s 
Digest, $1,500; London Sunday Express, $3,500; Cowles Magazine, $5,000; 
Saturday Evening Post, $2,500; This Week, $750; and Look, $5,000; and 
(4) that, in addition to the foregoing sums, plaintiff received $20,000 from 
Life Magazine for the publication in Life Magazine and Sports Illustrated 








1372 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


Magazine, of an article purporting to reveal plaintiff’s so-called “secret”, 
about which there had been considerable speculation in the golfing world. 
From this evidence there emerge the clear conclusions (a) that, by 


reason of plaintiff’s unique position in the world of golf, publications on’ 


the subject of his golfing style and technique are a source of substantial 
income to him; and (b) that a publisher who makes an unauthorized use 
of such assets and appropriates them to his own commercial purposes, sub- 
jects himself to the payment of damages. 

In holding that plaintiff is entitled to recover compensatory damages 
from defendant, we also hold that in fixing the amount of such damages 
we must take into consideration the circumstances (a) that the publica- 
tion of the book “Golf With the Masters” and the supplementary publica- 
tion of excerpts from the book in magazines, etc., did not result in profit 
to defendant; and (b) that the defendant’s book did not deal or purport 
to deal exclusively with plaintiff and, on the contrary, the evidence dis- 
closed (1) that the jacket of the book listed the name of plaintiff with the 
names of 11 other golfers of National prominence, and plaintiff’s name did 
not head the list of these names, nor was any attempt made on the jacket 
to give prominence to the name of plaintiff as against the names of the 
other 11 golfers; (2) in the book itself the names, styles and techniques 
of many well known golfers in addition to plaintiff were prominently dis- 
played by way of action photographs and comments by the author, as 
demonstrated by the following analysis: (a) The book contains 159 pages, 
of which only seven have reference to plaintiff, viz., on page 82, the open- 
ing paragraph deals with the author’s explanation of “Hogan’s secret’; 
pages 101-05 contain nine action photographs of the plaintiff, with com- 
ments by the author as to plaintiff’s putting technique; and on page 117 
there is a copy of a photograph taken by Life Magazine, showing plaintiff 
walking along the fairway of the eighteenth hole at Baltusrol, the site of 
the 1954 National Open Championship; and (b) the book contains 171 
photographs of numerous golfers other than plaintiff, most of whom have 
attained National prominence, with comments by the author on their style 
and technique. 

Under all the circumstances, we fix and assess plaintiff’s damages at 
the sum of $5,000. 

We find no basis for awarding damages to plaintiff in addition to com- 
pensatory damages. As stated in Hughes v. Babcock, 349 Pa. 475, 480, an 
award of punitive damages must be based on “malicious, wanton, reckless, 
willful or oppressive conduct on the part of the defendant”. Punitive dam- 
ages, as the name implies, are penal in nature: Voltz v. General Motors 
Acceptance Corporation, 322 Pa. 141. We conclude that the evidence in 
this case does not justify an award of punitive damages. While defendant’s 
conduct may be said to have been willful, in the sense that it made use of 
plaintiff’s name and photographs over his express protest, we can find no 
basis for holding that defendant’s conduct under the circumstances was 
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malicious, wanton, reckless or oppressive; and, on the contrary, the evi- 
dence shows that there was no intention on the part of defendant to spe- 
cifically exploit plaintiff, as evidenced by the fact that his name, skill and 
photographs were not singled out for prominent display in the defendant’s 
publication. We therefore, make no award of punitive damages to plaintiff. 

For the foregoing reasons, we find in favor of plaintiff and award 
compensatory damages to him in the sum of $5,000. 





THE PARKWAY BAKING COMPANY, INC. et al. v. 
FREIHOFER BAKING COMPANY et al. 


No. 21443—D. C., E. D. Pennsylvania — June 24, 1957 


REGISTRABILITY—TITLE 
REGISTRABILITY—LICENSES 
Where party sells bread in territory granted by licensor to another, question 
of confusion of purchasers as to source of origin does not arise as bread itself 
still conforms in every respect to standards for ingredients and quality set up 
by licensor. 
REGISTRABILITY—IN GENERAL 
If trademark represents more than one source it ceases to be a trademark. 


REGISTRABILITY—TITLE 
REGISTRABILITY—LICENSES 
Licensor of bread formula and licensee are entitled to injunction against an- 
other licensee who sells in exclusive territory granted to original licensee. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 43 
Injunction based on violation of Section 43a is not granted where there was 
a technical violation which was entirely due to a mistake which was corrected and 


did no harm. 


Action by The Parkway Baking Company, Inc., and National Bakers 
Services, Inc. (involuntary plaintiff), v. Freihofer Baking Company and 
William Freihofer Baking Company and National Bakers Services (addi- 
tional defendants) for trademark infringement and unfair competition. 
Judgment for plaintiff in part and defendant in part. 

Paul & Paul, Henry N. Paul, Jr., and Wallace D. Newcomb, of Phila- 
delphia, Pennsylvania, for plaintiff. 

Andrew R. Klein, of Philadelphia, Pennsylvania, and Maurice J. Frager, 
for involuntary plaintiff. 

Joseph Gray Jackson, J. F. Shrader, Edward Lovett Jackson, and William 

Steell Jackson & Sons, of Philadelphia, Pennsylvania, for defendant. 


KiIRKPATRICK, Chief Judge. 

The complicated procedural aspects of this case have encumbered the 
really important issue with a mass of minor matters, all of which are 
dealt with in full in the answers to the parties’ requests. Only the briefest 
reference to the facts is needed for the discussion which follows. 
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Parkway holds an exclusive license from National (the owner of the 
secret formula and the trademark) to bake and sell HOLLYWoop bread in 
the city of Philadelphia. Wm. Freihofer holds an exclusive license cover- 
ing the city of Allentown. The Parkway license does not, as does the Wm. 
Freihofer license, expressly prohibit Parkway from selling outside the ter- 
ritory allotted to it, but Parkway does not dispute that its license should 
be construed as though it did. 

The prohibition in the Wm. Freihofer license is against selling “di- 
rectly or indirectly” but there is no special point, so far as this case is 
concerned, in distinguishing between selling directly and indirectly. There 
is no dispute that if Parkway sold its bread from its own trucks in Allen- 
town it would be violating the terms of its license. Nor can it very well 
be disputed that if it sold through a dummy or an agent or a wholly owned 
subsidiary the result would be the same whether the sales be termed direct 
or indirect. 

In May 1956 Parkway, which had theretofore been delivering bread in 
its own trucks to retail stores in Philadelphia, entered into a requirements 
contract with American Stores under which Parkway delivered HOLLY- 
woop bread baked by it to American Stores at the latter’s warehouse plat- 
form. Parkway did so with the knowledge that American Stores would 
send a considerable portion of the bread to its retail outlets outside the 
Parkway territory, particularly in Allentown. 

The question involved is whether Parkway’s sales to American Stores 
are in violation of the license which it holds from National, or, in brief, 
whether Parkway is selling its HoLLYWwoop bread in Allentown. 

There is no evidence whatever in the case suggesting that the sales 
agreement between Parkway and American Stores was a sham or a sub- 
terfuge or that it was collusively entered into merely to enable Parkway 
to invade Freihofer’s territory, nor is it even suggested that Parkway did 
or could exercise the slightest control over American Stores in the matter. 
American Stores proposed the arrangement, because it wanted to get its 
requirements of Hollywood bread from a single source and at one price. 
The sales were bona fide bulk sales made at arm’s length and, in fact, 
made by Parkway when it was confronted with the prospect of losing all 
of American Stores’ business if it did not comply. I, therefore, find that, 
as a fact, Parkway was not selling in Allentown, either directly or, if 
the term adds anything, indirectly. 

Wm. Freihofer, in addition to its argument that Parkway’s sales to 
American Stores constituted indirect selling in Allentown, contends that 
they were infringements by Parkway of the HOLLYWoop trademark. Actu- 
ally, the argument falls with the finding, just stated, that Parkway does 
not sell in Allentown, for the following reasons: 

It may be conceded that Parkway’s right to use the trademark on its 
bread does not exist in connection with sales by it in territory in which it 
was not licensed and that if, without National’s permission, it sold trade- 
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marked bread outside of its territory, it would be breaching its contract. 
Whether it would also be infringing the trademark is an entirely different 
question. 

Any case against Parkway for trademark infringement could only be 
for a sort of contributory infringement, based upon the theory that Ameri- 
ean Stores is infringing by selling Parkway-baked bread in Allentown and 
that Parkway is making it possible for it to do so. Of course, if we were 
dealing with a patent monopoly and the bread sold by American Stores 
infringed the patent, the argument would be sound, but the rights of a 
trademark owner are quite different from those of a patentee and it seems 
clear that American Stores is not infringing any trademark, as trademark 
infringement is defined in the Lanham Act. 

The Lanham Act requires that the alleged infringing use must be 
“likely to cause confusion or mistake or to deceive purchasers as to the 
source of origin” of the goods. It is the purchasers of goods who must be 
confused or deceived. Not only was there no substantial evidence of con- 
fusion as to source of origin in this case, but it is difficult to see how there 
eould be any. The “source of origin” of HOLLYWwoop bread is National, 
which controls the mix, the formula and the packaging. There is no ques- 
tion that the bread which American Stores sells in Allentown is HOLLYWOOD 
bread, conforming in every respect to the standards for ingredients and 
quality set up by National. There can be no source of origin of HOLLYWOOD 
bread, within the meaning of the Act, other than National. If a trade- 
mark “represents more than one source it ceases to be a trademark”, Nims, 
Unfair Competition and Trademarks Vol. I, page 122 (1947). Very slight, 
barely noticeable, differences in texture, flavor and slicing between the 
Parkway bread and the Wm. Freihofer bread, stressed by counsel for 
Wm. Freihofer, have not been shown to my satisfaction to have produced 
any confusion in the minds of purchasers and, even if they did, it would 
not be a confusion as to the source of origin. Obviously, no case can be 
based upon a theory which depends for its validity upon Wm. Freihofer’s 
being the source of origin of the HoLLYwoop bread which it bakes. If it 
could, National would have no trademark. 

The resale of trademarked goods is, to a certain extent, controllable by 
contract. National, in the license which it gave Parkway, might have pro- 
hibited such sales to third parties as would be made with the knowledge 
that such parties would take the bread out of the licensed territories to 
sell it and, if it had, an action for breach of contract by National might lie. 
But see United States v. Bausch & Lomb Co., 321 U.S. 707, 61 USPQ 61 
(34 TMR 158). However, Parkway’s license contained no such term. 

Wm. Freihofer and National endeavor to write such term into the con- 
tract, first, by evidence of what they allege to be a trade custom or usage. 
As to this, I can only say that the credible evidence offered, in my judg- 
ment, falls far short of meeting the exacting burden upon one who attempts 
to add to the terms of a contract by proof of custom or usage. See Albus 
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v. Toomey, 273 Pa. 303. Much of the testimony offered on this point really 
came down to the individual opinions of lay witnesses as to the legal effect 
of the license agreement and, as such, was worthless. 

Second, there was a suggestion that Parkway itself had interpreted 
the contract by agreeing, on a few occasions, not to sell to some “bobtailer” 
or independent trucker, when advised that he was selling outside Phila- 
delphia and also protesting such sales made in its territory. Such evidence 
is, of course, relevant but, in my judgment, falls short of establishing 
the point. There is nothing to indicate that there was ever anything like 
a showdown on the matter. The sales involved were few and trivial in 
amount. To add a new and unwritten term to a contract, the evidence 
should be convincing. In general, courts are reluctant to construe a con- 
tract in a way which would give it the effect of restricting the free and 
unlimited exchange or sale of commodities. In this case I am asked to 
go one step further and add such a restriction by implication rather than 
by an interpretation of an existing term. 

I find that Parkway’s license includes no term either express or im- 
plied prohibiting bona fide sales to third parties, whatever may be the 
known purpose of the purchaser as to reselling. 

National, as well as Wm. Freihofer, is asking for an injunction against 
Parkway based upon Parkway’s sales to American Stores. For the reasons 
just stated, I am of the opinion that Parkway has not violated its license 
agreement with National and that National’s case against it must be dis- 
missed. 

National’s case against Wm. Freihofer stands on a different basis. 
While Philadelphia Freihofer is not a wholly owned subsidiary of Wm. 
Freihofer, it can hardly be disputed that it is completely controlled by it. 
Wm. Freihofer admits that it has sold its bread, through Philadelphia 
Freihofer, extensively in the territory license to Parkway, stating quite 
frankly that it was a matter of retaliation for what it considered Parkway’s 
wrongful sales to American Stores. I find that Wm. Freihofer was, at the 
time this suit was brought, selling HOLLYWoop bread in Parkway’s licensed 
territory. It follows that it has violated its license agreement with National 
and that National is entitled to an injunetion against it. 

It remains to dispose of certain controversies between the parties which, 
I cannot but feel, are of comparatively minor importance. 








































1. Parkway will not be granted an injunction on its claim against 
Philadelphia Freihofer based on violation of Sec. 43(a) of the Lanham 
Act. There was a technical violation, but it was entirely due to a mistake 
which has been corrected, it did Parkway no harm and the whole thing is 
de minimis. 










2. I find no evidence to support the cause of action pleaded by Park- 
way based on an alleged malicious attempt to destroy Parkway’s business. 
When Wn. Freihofer started large-scale selling in Philadelphia, its mo- 
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tive was to force a showdown on the matter of Parkway’s American Stores 
sales. Its action was wholly without justification, but I cannot find in it 
the elements of maliciousness necessary to support Parkway’s charge of 
unfair competition on this count. This cause of action may be dismissed. 


3. Parkway’s case against Wm. Freihofer stands on the same basis as 
National’s case. Parkway is the party injured by Wm. Freihofer’s invasion 
of its territory. Its remedy may be asserted against Wm. Freihofer either 
on the theory that it is National’s exclusive licensee or that it is a third- 
party beneficiary of the license contract between National and Wm. Frei- 
hofer. Inasmuch as National is not injured by such sales, it is obvious 
that the agreement was for the benefit of its exclusive licensees. Parkway 
has sustained its case on this issue. 


ANSWERS To REQUESTS 


FINDINGS OF Fact 
(A) National Bakers Services 


I through VIII are affirmed. 

IX. The existence or nonexistence of a usage in the trade on the point 
in question is immaterial. All National’s licenses, either expressly or im- 
pliedly, contain a prohibition against selling in areas where other license 
holders have a similar exclusive right. 

X. Denied so far as it interprets the licenses as prohibiting bona fide 
arm’s length sales to third parties even though the licensee knows that the 
bread will ultimately be sold in the territory of another. 

XI. Denied. The interpretation of the contract has been covered in 
the opinion. 

XII. Affirmed, inserting, however, the words “a substantial portion 
of” before the words “said bread” in the 9th line. 

XIII. Affirmed. 

XIV. Immaterial and not answered. 

XV. Affirmed. 


(B) Parkway Baking Company, Inc. 


9. Affirmed. 

10. The contract contains an implied term as found in the opinion. 
It has not been modified or amended by any subsequent oral or written 
agreement. 

12 through 19 are affirmed. 

20. Affirmed. However, prior to the summer of 1956 the selling was 
inconsequential. 

21 through 24. Answered in replies to Wm. Freihofer requests and in 
the opinion. 

25 and 26 are denied. 

27 and 28 are affirmed. 
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29. Affirmed, substituting the word “sales” for the word “misrepre- 
sentations.” 

30. Denied. 

32 and 33 are affirmed. 

(C) Freihofer Baking Company, Inc., and 
Wm. Freihofer Baking Company 

55 and 56 are affirmed. 

58. Denied. 

63. Affirmed, leaving out Mr. Musselman’s “sense of indignation”, 
also, the sentence beginning “No improper means were employed * * *” 
and inserting in line 17, after the word “respected” the words “what he 
thought was”. 


CoNCLUSIONS OF LAW 
(A) National Bakers Services 


1. Affirmed. 

2. A correct statement of the general law. There is no sufficient evi- 
dence of a common usage affecting the licenses in the present case. 

3. Denied. 

4 and 5 are affirmed. 

6. Denied. 

7. Affirmed, but Philadelphia Freihofer was more than just “a dis- 
tributor”. It was, in effect, the alter ego of Wm. Freihofer. 

8 and 9 are affirmed. 

10. Questions of public policy or the anti-trust laws have not been 
raised in this case. 

11. See opinion. 


(B) Parkway Baking Company, Ince. 


1 through 6 are affirmed. 

7. Denied. 

8. Answered in the opinion. 
9. Denied. 

10 through 13 are affirmed. 


(C) Freihofer Baking Company, Inc., and 
Wm. Freihofer Baking Company 


Affirmed. 

Denied. 

Affirmed down to the words “both because * * *.” 

Denied. 

The second sentence is affirmed. The first sentence is denied. 
6 and 7 are denied. 


Note: A number of requests have not been answered because they 
appear to be merely duplicates of others which have been answered, or, 
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because they are deemed immaterial, or, because they have been sufficiently 
covered in the opinion. The statements of fact made in the opinion may | 
be taken as special findings and the statements of law as my conclusions of | 
law. In the case of any conflict between the answers to requests for find- 
ings and conclusions and the opinion, the statements in the opinion will 
govern. 

An appropriate order may be submitted. 







KREISBERG v. THE WAKEFIELD CO., INC. 
N. Y. Sup. Ct., Westchester Co. — July 12, 1957 









REMEDIES—UNFAIk COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES H 

In order to obtain injunctive relief in unfair competition case, it is not essential 

that plaintiff show specific instances of confusion, or that defendant intended to 

infringe upon plaintiff’s business name; where parties are dealing in similar prod- 

ucts, it is sufficient that similarity of names has tendency to deceive or mislead 

persons of average intelligence. Proof that confusion has already resulted is merely 
evidence of liability to deceive. 

Exclusive right may be acquired in name in which business is carried on, 
whether by individual, partnership or corporation, and where products sold are 
similar, name will be protected against infringement by another who assumes 
similar name for purposes of deception or even when innocently used to detriment 
of one who has first used business name in field; fact that features of both names 
consist of geographical name does not deprive plaintiff of right of protection. 

Defendant’s use of. name THE WAKEFIELD ©O., INC., unfairly competes with 
WAKEFIELD PAINT SUPPLY. CO., both parties selling in common household paint and 


















wallpaper. 









Action by Kreisberg v. The Wakefield Co., Inc. for unfair competition. 
Judgment for plaintiff. 


Lerner & Levitt, of New York, N. Y., for plaintiff. 
Lawrence Buonomo, of New York, N. Y., for defendant. 







BRENNAN, Justice. 

In this action the plaintiff, a resident of this county, seeks an injunc- 
tion and an award of consequential damages alleged to have been sustained 
as a result of alleged unfair competition in the defendant’s use of the name 
THE WAKEFIELD CO., INC. 

After a trial of the issues herein, this court finds that the plaintiff and 
his predecessors in title first established themselves in the household paint 
and wallpaper business in the Wakefield section of the Bronx and they 
have always done business under the name of WAKEFIELD PAINT. SUPPLY CO. 
Or WAKEFIELD PAINT SUPPLY. Substantial sums have been regularly ex- 
pended by the plaintiff in advertising his said business name and the 
paints and wallpaper sold by him therein. The defendant also maintains 
; its place of business in the said Wakefield section and since 1952 it has 
been and still is incorporated under its present name. Prior to 1952, the 
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defendant’s predecessors in title were also located in the same section and 
they did business there under the name of THE WAKEFIELD Co. Until about 
three years ago, the defendant and its predecessors were engaged, for the 
most part, in the business of selling auto paints, polish, cleaners, finishes, 
tools and accessories. In and since 1954, the defendant expanded its busi- 
ness so as to emphasize the sale of household paints and wallpaper. 

Prior to the aforesaid expansion, no conflict or confusion occurred, 
there being a substantial difference in the principal products advertised 
and sold by the parties hereto. However, the proof shows that since said 
expansion, confusion has resulted from the similarity in the business names 
of the parties and the merchandise sold by them. Although the defendant 
denies that such confusion has occurred, this denial may not stand, for it 
appears that the defendant itself recently placed an advertisement (in a 
neighborhood church bulletin) which contained the statement that said 
defendant had no connection with the plaintiff’s business. In this regard, 
it may be noted that in order to sustain a prayer for injunctive relief in 
a case of this character, it is not essential that the plaintiff show specific 
instances of confusion or that the defendant intended to infringe upon the 
plaintiff’s business name, but where the parties are dealing in the same or 
substantially similar products, it is sufficient that the similarity of names 
has a tendency to deceive or mislead persons of average intelligence; and 
proof that confusion has already resulted is merely evidence of the liability 
to deceive. 7. A. Vulcan v. Myers, 139 N.Y. 364; Higgins Co. v. Higgins 
Soap Co., 144 N.Y. 462; German-American Button Co. v. Heymsfeld, Inc., 
170 App. Div. 416 (6 TMR 87); and Rochester Sav. Bank v. Rochester 
Sav. & Loan Assn., 170 Mise. 983 (39 TMR 375). 

In the said cited cases, it was held that an exclusive right may be 
acquired in the name in which a business is carried on, whether by an indi- 
vidual, a partnership or a corporation and that where, as here, the prod- 
ucts sold are similar, such name will be protected against infringement by 
another who assumes the same name or one similar thereto for the pur- 
poses of deception or even when innocently used to the detriment of the 
one who has first established the business name in the subject field. Nor 
does the fact that the distinctive and similar features of both plaintiff’s 
and defendant’s names consist of a geographical name or a combination of 
geographical names deprive the plaintiff of the right of protection. See, 
e.g., German-American Button Co. y. Heymsfeld, Inc., supra, at page 420; 
Lockport Canning Co. v. Pusateri, 79 Misc. 293 (3 TMR 133), aff’d 161 
App. Div. 911; and Rochester Sav. Bank v. Rochester Savings & Loan 
Assn., supra. While it is true that no one can acquire an exclusive right 
to the use of a geographical term, yet such a term cannot be employed by 
a competitor so as to mislead the public. In Corning Glass Works v. 
Corning Cut Glass Co., 197 N.Y. 173, our Court of Appeals stated the rule 
at page 178, where it held: “So far as the plaintiff claims any exclusive 
right to the use of the name of the city in its title, it is only necessary 





Poh ABI Ne at 


Vol. 47 T. M. R. GALANIS v. PROCTER AND GAMBLE CORP. 1381 


to say that it could acquire no property in it which would entitle it to 
debar other manufacturers located there from using it; provided it is not 
used in the same verbal connection, or in such wise as to leave the business 
indistinguishable.” (Emphasis supplied.) 

As stated above, the products now sold by the parties hereto are simi- 
lar, and the fact that the defendant also sells other merchandise with which 
the plaintiff’s business does not compete, does not bar the right to injunc- 
tive relief. Cf. German-American Button Co. v. Heymsfeld, Inc., supra. 
Of course, the defendant has a perfect right to sell, and advertise that it 
sells, household paints and wallpaper. But so long as it sells these prod- 
ucts, it should and will be restrained from using and advertising its pres- 
ent name. However, if the defendant desires and chooses to assume, use 
and advertise a new name containing the geographic location WAKEFIELD 
in said new name, it may do so, provided such new name also includes some 
additional word, words or phrase which, when used in connection with said 
location, will distinguish it from the plaintiff’s business name. 

With respect to the plaintiff’s claim for consequential damages, the 
same should be and is denied, for the plaintiff has not established any 
actual damage to his business, and further, it appears and this court finds 
that the defendant did not intend to infringe on the plaintiff’s business 
name but that said infringement occurred as a result of the aforementioned 
expansion of the defendant’s business. 

The foregoing shall constitute the decision of the court, pursuant to 
section 440 of the Civil Practice Act. 

Settle judgment on notice. No costs are allowed. 





GALANIS v. PROCTER AND GAMBLE CORPORATION et al. 
: No. 100-110 —D. C., S. D. New York —July 15, 1957 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—TRADE SECRETS 
General rule of law is that mere idea is not property and that any right to its 
exclusive use is lost by its voluntary disclosure; however, courts have recognized 
that even if plaintiff has no property right in idea, and even though no contract 
for use or sale of idea has been established, defendant may be held liable in quantum 
meruit on theory of unjust enrichment, where defendant utilized concrete and novel 
idea submitted by plaintiff. 


Action by Mrs. Constantine N. Galanis v. Procter and Gamble Corpo- 
ration, Procter and Gamble Distributing Company, Procter and Gamble 
Manufacturing Company, and Young and Rubicam, Inc., for breach of 
contract. Defendant moves for summary judgment. Motion denied. 


Arthur D. Emil, of New York, N. Y., for plaintiff. 


Coudert Brothers (Carleton G. Eldridge, Jr., and Larrabee M. Johnson, 
of counsel), of New York, N. Y., for defendants. 
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Dawson, District Judge. 

This is a motion by the defendant for a summary judgment pursuant 
to Rule 56 of the Rules of Civil Procedure. 

The action is one for damages in the sum of $1,000,000. The plaintiff 
alleges that on February 11, 1952, she sent to the president of the defendant 
Procter and Gambie Corporation a written offer to sell to the defendants 
an idea and plan which she had originated and conceived for a new kind 
of laundry soap. She alleges that this idea was in specific and concrete 
form and included a specific name for the product and various advertising 
phrases and suggestions which could be used in the promotion of the new 
soap. 

Plaintiff alleges that the defendant Procter and Gamble advised her 
that the ideas and suggestions she had submitted had previously been 
considered and rejected by them and that they intended to approach the 
problem from a different angle. Plaintiff further alleges that on or before 
May 1, 1953, all of the defendants utilized her idea, including the name, 
formula and other suggestions. Plaintiff concludes that these actions con- 
stituted an unlawful appropriation of her idea in which she had a property 
right giving rise to an implied contract which was breached by the defen- 
dants’ failure to compensate her. 

The following facts appear, from the complaint and the deposition of 
the plaintiff, to exist without substantial controversy : 

The plaintiff, a housewife, sent the following letter on February 11, 
1952: 


“To the President, Owner, or Manager 
Procter and Gamble 
Cincinnati, Ohio 


Dear Sir: 

I have an idea 1 would like to sell to you about a new kind of 
laundry soap that would be a sensation and a great god-send to many 
housewives on washday! A soap I would call BLUE. A new kind of 
soap with blue added into it. I have tried and tested a granulated soap 
with the addition of pulverized blue (bluing) into it and it works 
wonders. 

It washes clothes and doesn’t leave a streak of blue in this. I put 
the amount of soap I ordinarily use for my wash right into my wash- 
ing machine (I have a Bendix). It washes, and rinses three times 
automatically and then damp dries them. Of course, the soap I put 
in has the blue granules, in it all pulverized blue. It is a great time 
saver. You don’t have to wait around and prepare your blue with 
water to get the right amount in it or you don’t have to buy the ready 
made bluing in a bottle. You have to also add water to that. It takes 
time. Lots of trouble too. Sometimes you don’t have any blue in the 
house and you wash without it. Or if you do have the blue, just look 
at all the trouble it takes on washday to be adding the blue, either 
before the wash or wait until your washing starts the rinsing period. 

I tell you, I wouldn’t do without it. I prepare my blue (pulverize 
it) and add it to my soap and keep it in a jar. I don’t have time to 
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be bothered with it. Lots of other women are the same about it. I 
use different soaps sometimes. At first, I used Riso, because my 
washing machine company advised me to. But it didn’t get my clothes 
white. Then, when your Tie came in, I started using that. I can’t 
do without it. It is a wonderful soap. That is the soap I put the 
blue in. You should try it, or you may be able to manufacture a soap 
with the blue in it into granules. 

It would be something different. Of course, this would just be a 
laundry soap for clothes. It wouldn’t be used for dishes. So we still 
have to have our regular soap besides. 

Nearly every woman uses blue when they wash clothes. Those 
who don’t, do not have the blue handy or can’t be bothered with it. 
So if you have a soap all ready for us, our troubles would be over. 
I would like to know what you think of my idea. 

With automatic washing machines you add blue together with 
your soap when washing. You need not wait until you rinse to add 
it. That is why I say to combine the two. 

Please let me hear from you.” 


The answer to this letter reads as follows: 
February 21, 1952 
“Mrs. Constantine N. Galanis 
Route 1, Box 273 
Annandale, Virginia 


Dear Mrs. Galanis: 

You were very friendly and thoughtful to write us about the pos- 
sibility of bringing out a combination bluing and washing product. 

We have considered such a product many times in the past but up 
to now, have always decided against it. The principal objection that 
we have had is that such a product would have fairly limited uses. It 
would be excellent for the regular laundry but many people do not 
like to use a blue wash product for dishes, for colored fabrics or for 
lingerie. 

We have been approaching this problem from a slightly different 
angle in using fluorescent or ‘white’ dyes in our products like TIDE, 
puz and oxypou. These products add to the whiteness of the fabrics 
and really make the use of bluing unnecessary. 

We appreciate your interest very much and want to thank you 
again for taking the time to write us.” 


It is admitted that the only communications between the plaintiff and 
the defendants were this letter and the reply; that the plaintiff and defen- 
dants did not, either before or after the sending of the letters, have any 
other written or oral communication with each other; and that the letter 
of February 11, 1952 was sent by the plaintiff without any solicitation on 
the part of the defendants. 

If any genuine issue of material fact exists then this Court may not 
grant summary judgment. In considering the motion I must, therefore, 
assume that the facts alleged by the plaintiff exist without substantial con- 
troversy, and must determine, in that event, whether plaintiff would be 
able, as a matter of law, to obtain a judgment in this action. 
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Plaintiff says in effect that she wrote a letter to the defendants offer- 
ing to sell them a novel and concrete idea and that they rejected the offer, 
but nevertheless they used her idea and have refused her any compensa- 
tion therefor. The idea submitted, she contends, is that defendant should 
put out a product to be used as a laundry soap which would be made by 
mixing bluing directly with the soap. Plaintiff also urges that in this con- 
nection she suggested to the defendant “a specific name for the product 
and various advertising phrases and suggestions which could be used in 
the promotion of said new soap.” An examination of the letter shows that 
she did not suggest any specific name for the product or any specific 
advertising phrases or suggestions. However, she urges that in her letter 
she said she would call the soap BLUE and that the defendant adopted this 
idea when it put out a soap called BLUE CHEER. 


DISCUSSION 


The first question, of course, is whether the defendant is liable if it 
adopted plaintiff’s unsolicited suggestion and put out a product which is 
a combination of soap and bluing and called the product by the name 
BLUE CHEER. 

There is no dispute that the suggestion made by the plaintiff was an 
unsolicited one and that there were no past dealings between the parties 
which might have created a fiduciary relationship. The idea of the plaintiff 
was not protected by patent, copyright or contract. It was a marketing 
suggestion of putting two well-known products together and selling them 
as one product. 

Is there a property right in such a suggestion? If an idea is volun- 
tarily disclosed in an unsolicited communication may the originator claim, 
as plaintiff does in this case, that with respect to the use of the idea there 
has been an unlawful appropriation of that idea or a breach of an implied 
contract to pay for the idea? 

The general rule of law is that a mere idea is not property and that 
any right to its exclusive use is lost by its voluntary disclosure. See Annot., 
170 A.L.R. 449 (1947); O’Brien v. R.K.O. Pictures, 68 F. Supp. 13, 69 
USPQ 367 (S.D.N.Y. 1946); Bristol v. Equitable Life Assurance Society, 
132 N.Y. 264, 30 N.E. 506 (1892); Note, Non-Patentable and Non-Copy- 
rightable Business Ideas, 97 U. Pa. L. Rev. 94 (1948). 


“Like animals ferae naturae, it is said that ideas upon release 
from confinement in the brain become common property.” p. 96. 


Nimmer, The Law of Ideas, 27 So. Calif. L. Rev. 119 (1954). 

However, the courts have in certain cases recognized that even if 
plaintiff has no property right in an idea, and even though no contract 
for the sale or use of such idea has been established, nevertheless the defen- 
dant may be held liable in quantum meruit on the theory of unjust enrich- 
ment, where defendant utilized a concrete and novel idea submitted by 
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plaintiff. See Matarese v. Moore-McCormack Lines, Inc., 158 F.2d 631, 
71 USPQ 311 (2d Cir., 1946), 170 A.L.R. 440 (1947). See, on the nature 
of this remedy, Miller v. Schloss, 218 N.Y. 400, 113 N.E. 337 (1916). 

The Court of Appeals of this Circuit has indicated in the Matarese 
case that the doctrine of unjust enrichment is applicable to a situation 
where “the product of an inventor’s brain is knowingly received and used 
by another to his own great benefit without compensation to the inventor.” 
158 F.2d 631, 634, 71 USPQ 311, 313. The fact that the complaint in the 
instant action does not proceed on a claim of unjust enrichment is not a 
bar for in the Matarese case such a claim was first advanced at the trial 
and the Court of Appeals sustained the amendment of the complaint which 
had been made at the trial to allege a claim on the basis of unjust enrich- 
ment. 

For plaintiff to recover it will be necessary for her to establish (1) 
that the idea was novel, (2) that the idea was concrete, and (3) that the 
idea was actually appropriated by the defendant in the development of a 
product which it put out. See Hamilton Nat. Bank v. Belt, 210 F. 2d 706, 
99 USPQ 388 (D.C. Cir. 1953). 

The Court has considerable doubt that plaintiff will be able at a trial 
to sustain the burden on these issues. However, the issues present ques- 
tions of fact which must be determined by a trial and cannot be determined 
merely on affidavits. Therefore it would be improper for this Court to 
grant summary judgment. John W. Shaw Advertising Inc. v. Ford Motor 
Co., 112 F.Supp. 121, 98 USPQ 186 (44 TMR 37) (N.D. Ill. 1953). 

The motion for summary judgment is denied. So ordered. 


AMERICAN HOME FOODS, INC. (AMERICAN HOME 
PRODUCTS CORPORATION, assignee, substituted) 
v. THE MAINLAND CORPORATION 


No. 33,388 — Commissioner of Patents — July 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CHEF BRETON for dehydrated food mixes is not confusingly similar to CHEF 
BOY-AR-DEE for food products. 


Opposition proceeding by American Home Foods, Inc. (American 
Home Products Corporation, assignee, substituted) v. The Mainland Cor- 
poration, application Serial No. 639,763 filed December 19, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Louis H. Baer and Mortimer Altin, of New York, N. Y., for opposer- 
appellant. 
Furman Rinehart, of New York, N. Y., for applicant-appellee. 
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LEEps, Assistant Commissioner. 


An application has been filed to register CHEF BRETON for dehydrated — 


food mixes including onion soup, spaghetti sauce, chili con frijoles, curry, 
tomato soup and tomato cocktail. Use since November 19, 1951, has been 
asserted. 

Registration has been opposed by the registrant of CHEF BOY-AR-DEE 
for packaged spaghetti, macaroni and ravioli products ;' CHEF, with a pic- 
ture of the head of a chef, for soft drinks and fruit juices;? CHEF, with a 
picture of the head of a chef, for a line of prepared foodstuffs ;* cuEr for 
a line of prepared foodstuffs ;* and a picture of the head of a chef for a 
line of prepared foodstuffs.° It is noted that the composite word and pic- 
ture mark was first registered on an application filed May 8, 1915; and on 
March 28, 1932, opposer’s predecessor filed three applications, one to reg- 
ister the composite word and picture mark theretofore registered, one to 
register the word, and one to register the picture. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The facts concerning opposer’s marks are the same as are set forth 
in American Home Foods, Inc. v. North American Packing Corporation, 
Opposition No. 33,387 decided concurrently herewith, 114 USPQ 132. 

Applicant’s record consists of its application. 

Opposer contends that CHEF is the dominant part of its CHEF BOY-AR-DEE 
mark and of the applicant’s CHEF BRETON mark, arguing that many pur- 
chasers of opposer’s goods use the cHEF portion of its mark in calling for 
the goods and it is believed the same would probably also be true of appli- 
cant’s CHEF BRETON. The record is quite insufficient to support a finding 
that CHEF is the dominant part or the part of either mark most likely to 
be remembered. 

Opposer refers to the custom or habit of shortening or abbreviating 
“longish” marks, citing CHEVvy for CHEVROLET, COKE for COCA-COLA and 
PEPSI for PEPSI-COLA. This point is not quite appropriate when CHEF is a 
part of the marks being applied to packaged food products because the 
nature of the marks is such that they do not lend themselves readily to 
abbreviation. The average purchaser is likely, in view of the widespread 
use of CHEF in its ordinary meaning as a designation of occupation, to think 
in terms of the full names. It is true that opposer has been featuring 
“Make one night a week Chef night,” but the impact of the advertising is 


1. Reg. No. 436,809, issued to a predecessor Feb. 24, 1948. 

2. Reg. No. 105,643, issued to predecessor on Aug. 10, 1915, renewed twice, and 
—— as ae on Dee. 23, 1953. 

No. 312,765, issued to a predecessor on May 8, 1934, assigned to opposer 

on Dee. 23, 1953, and renewed by opposer. 

4. Reg. No. 312,768, issued to a predecessor on May 8, 1934, assigned to opposer 
on Dec. 23, 1953, and renewed by opposer. 

5. Reg. No. 312,786, issued to a predecessor on May 8, 1934, assigned to opposer 
on Jan. 5, 1954, and renewed by opposer. 
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to promote CHEF BOY-AR-DEE foods which are prominently shown in the 
advertisements. 

For the reasons stated in the North American Packing Corporation 
case cited above and decided concurrently herewith, and for the further 
reason that the marks involved here are comparable to MR., MR. BOY-AR-DEE 
and MR. BRETON, which would not be likely to be confused, it is concluded 
that there is no likelihood of confusion between applicant’s CHEF BRETON 
packaged foods and opposer’s CHEF BOY-AR-DEE packaged foods; and at such 
time as opposer may use the CHEF marks which it purchased in 1953, it is 
not believed that any confusion, mistake or deception will result between 
CHEF food products and CHEF BRETON dehydrated food mixes. 

The decision of the Examiner of Interferences is affirmed. 





AMERICAN HOME PRODUCTS CORPORATION v. 
MORGAN & BUSH, INC. 


No. 33,448 — Commissioner of Patents — July 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
ELEMIN for mineral tablets sold over counter is not confusingly similar to 
EMMENIN for estrogenic hormone sold only on prescription. 


Opposition proceeding by American Home Products Corporation v. 
Morgan & Bush, Inc., application Serial No. 626,522 filed March 15, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Louis H. Baer and Mortimer Altin, of New York, N. Y., for opposer- 
appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 


Lzeps, Assistant Commissioner. 

An application has been filed to register ELEMIN for mineral tablets 
containing iron and iodine, for human consumption, use since December 
16, 1946 being asserted. 

Registration has been opposed by the registrant of EMMENIN for a 
medicinal product for treatment of menstrual disorders.' 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

There is no question but that the products of the parties are pharma- 
ceuticals sold in the usual pharmaceutical trade channels. 

Opposer’s product sold under the trademark EMMENIN is an estrogenic 
hormone available only on prescription. 

Applicant’s product sold under the trademark ELEMIN is a mineral 
tablet of the nature ordinarily sold over the counter. 


1. Reg. No. 314,033 issued to a predecessor June 19, 1934, removed. 
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Neither mark has any meaning or significance other than to identify 
the products of the parties. The marks look somewhat alike, but when the 
conditions and circumstances surrounding the purchase of the products 
are considered, appearance is quite secondary in importance. The marks, 
when spoken, sound sufficiently unlike to avoid probability of confusion, 
mistake and deception at all levels of distribution, i.e., wholesaler, pharma- 
cist, physician and consumer. 

The decision of the Examiner of Interferences is affirmed. 





AMERICAN HOME FOODS, INC. (AMERICAN HOME 
PRODUCTS CORPORATION, assignee, substituted) 
v. NORTH AMERICAN PACKING CORPORATION 


No. 33,387 — Commissioner of Patents — July 3, 1957 


REGISTRABILITY——CONFUSINGLY SIMILAR MARKS 


3 CHEFS with caricature of three chefs for smoked and processed meats is not 
confusingly similar to CHEF BOY-AR-DEE for Italian food products or to CHEF for 


eanned fruits and vegetables, tomato products, tea and coffee. 
Purchasers are likely to look at and remember entire mark when suggestive and 
commonly used word is used as mark or part of a mark. 


Opposition proceeding by American Home Foods, Inc. (American 
Home Products Corporation, assignee, substituted) v. North American 
Packing Corporation, application Serial No. 646,307 filed May 1, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Louis H. Baer and Mortimer Altin, of New York, N. Y., for opposer- 
appellant. 
Thomson & Thomson, of Boston, Massachusetts, for applicant-appellee. 


LEEDS, Assistant Commissioner. 
An application has been filed to register as a trademark for “smoked 
and processed meats, namely, beef shoulder steaks,” the following: 





Use since April 24, 1953 has been asserted. 
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Registration has been opposed by the registrant of CHEF BOY-AR-DEE 
for packaged spaghetti, macaroni and ravioli products;! cHEF, with a pic- 
ture of the head of a chef, for soft drinks and fruit juices;? CHEF, with a 
picture of the head of a chef, for a line of prepared foodstuffs ;* cHEr for a 
line of prepared foodstuffs ;* and a picture of the head of a chef for a line 
of prepared foodstuffs.’ It is noted that the composite word and picture 
mark was first registered on an application filed May 8, 1915; and on March 
28, 1932, opposer’s predecessor filed three applications, one to register the 
composite word and picture mark theretofore registered, one to register the 
word, and one to register the picture. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

There is no question but that opposer’s use of CHEF BOY-AR-DEE, both 
with and without a picture of the head of a chef, on packaged spaghetti and 
macaroni products long antedates applicant’s use of its mark and such use 
has been extensive. The record amply supports a finding that opposer’s 
mark CHEF BOY-AR-DEE symbolizes a valuable commercial goodwill. There is 
nothing in the record, though, which would support a finding that pur- 
chasers of 3 CHEFs smoked and processed meats would be likely to think 
that they come from the producer of CHEF BOY-AR-DEE packaged Italian food 
products. When the differences in marks and the differences in goods are 
considered, it is concluded that there is no likelihood of confusion, mistake 
or deception of purchasers as between these two marks applied to the 
respective goods of the parties. 

The record shows that in December of 1953 opposer purchased from 
another food producer the cHEF trademarks and registrations heretofore 
referred to. As of the time of such purchase, the opposer’s predecessor had, 
for more than fifteen years, used the word cHEF and a picture of the head 
of a chef on a line of canned fruits, vegetables, tomato products (catsup, 
puree, juice and chili sauce), macaroni, spaghetti and other farinaceous 
foods, tea, coffee and spices. At the time opposer took its testimony, about 
a year after the purchase, it had not used the assigned CHEF marks on any 
products. There was testimony to the effect that opposer planned to use 
the marks and had been “experimenting with quite a few products to put 
out under that name,” one of which, tomato paste, had reached the prelimi- 
nary stages. 

The record on behalf of applicant shows that it first used the mark 
presented for registration on beef shoulder steaks in April of 1953, and since 


1. Reg. No. 436,809, issued to a predecessor Feb. 24, 1948. 

2. Reg. No. 105,643, issued to a predecessor on Aug. 10, 1915, renewed twice, and 
assigned to opposer on Dee. 23, 1953. 

3. Reg. No. 312,765, issued to a predecessor on May 8, 1934, assigned to opposer 
on Dec. 23, 1953 and renewed by opposer. 

4. Reg. No. 312,768, issued to a predecessor on May 8, 1934, assigned to opposer 
on Dec, 23, 1953, and renewed by opposer. 

5. Reg. No. 312,786, issued to a predecessor on May 8, 1934, assigned to opposer 
on Jan. 5, 1954 and renewed by opposer. 
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that time the mark has been used on a complete line of processed and smoked 
meats including frankfurters, bologna, salami, liverwurst, loaves of all 
types, minced luncheon meat, pork sausage, Polish sausage, pressed ham, 
ready-to-eat hams, boneless hams, skinless hams, shankless hams, Scotch 
hams, smoked shoulders, roulettes, shoulder hocks, corned beef, rolled beef, 
pastrami, tongues, hamburg patties, and beef kidneys. More than one 
hundred thousand dollars have been spent in advertising these products, 
more than sixty-two thousand of which were spent in 1954. Applicant sells 
its products directly and through jobbers to supermarkets, small markets 
and food chains. 

The question is whether or not purchasers are likely to assume that 
applicant’s smoked and processed meats marked with 3 cHEFs, and carica- 
tures of three chefs, emanate from the producer of canned fruits and 
vegetables, prepared tomato products, tea and coffee marketed under the 
mark CHEF with a picture of a traditional chef’s head. I do not think so. 
CHEF is a word in common use by the trade and public in connection with 
food and the preparation of food. Because of this fact, the purchasing 
public has undoubtedly learned to distinguish between various trademarks 
which include the word cHEF. For example, one of opposer’s predecessors 
entered the packaged food field with its CHEF BOY-AR-DEE (originally CHEF 
BOIARDI) mark long after the mark CHEF, with a picture of a chef’s head, 
had been widely used on packaged foods by another—and this apparently 
was done without either protest or confusion. Purchasers are likely, when 
such a suggestive and commonly used word is used as a mark or part of 
a mark, to look at and remember the entire mark. Upon these considera- 
tions, it is concluded that applicant’s mark, comprising 3 CHEFs and carica- 
tures of three chefs, does not so resemble opposer’s marks, comprising the 
word CHEF and a picture of the head of a chef, separately and as a com- 
posite, as to be likely, when applied to applicant’s meat products, to cause 
confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


LE ROI HOSIERY CO. INC. v. CHAMPION 
No. 6284 — Commissioner of Patents — July 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
LA ROY ORIGINALS for ladies’ shoes is confusingly similar to LE Ror for hosiery. 


Cancellation proceeding by Le Roi Hosiery Co. Inc. v. Roy E. Cham- 
pion, Registration No. 585,346 issued February 2, 1954. Registrant appeals 
from decision of Examiner of Interferences granting petition. Affirmed. 


Munn, Liddy, Nathanson & March, of New York, N. Y., for petitioner- 
appellee. 

William A. Le Pore and Herbert J. Jacobi, of Washington, D.C., for 
respondent-appellant. 
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LEEpDs, Assistant Commissioner. 

A petition has been filed to cancel a Supplemental Registration of 
LA ROY ORIGINALS, for ladies’ shoes,’ by the registrant of LE Roi for hosiery” 
and BABE LE ROI, with a picture of a boy’s head, for hosiery.* 

The Examiner of Interferences granted the petition and recommended 
cancellation. Respondent has appealed. 

The record consists of the pleadings, copies of the registrations of the 
parties, and certified copies of papers evidencing title to the earlier of the 
LE ROI registrations in petitioner. Petitioner’s registrations are prima facie 
evidence of ownership, validity and registrant’s exclusive right to use the 
mark on hosiery; but respondent’s registration has no such evidentiary 
value. 

So far as we are here concerned, LA ROY and LE ROI are the same in 
sound and in commercial impression; and the word oRIGINALS adds nothing 
by which they would be likely to be distinguished. 

The products are shoes and hosiery, which are commonly purchased in 
the same stores, frequently shoe stores, and the products are often adver- 
tised together. They are associated in the consumer mind. It may well be 
that a purchaser of LA ROY ORIGINALS shoes who goes to the hosiery counter 
and is offered LE ROI hosiery will not think that both products are made by 
the same producer ; but the product relationship is such that it seems likely 
that the purchaser will think that there is some kind of connection between 
the producers and assume that the quality of one product carries over to 
the other. This represents a kind of purchaser confusion against which 
the provisions of Section 2 of the statute are directed, and damage to 
petitioner is presumed. See: Ex parte Jay Shoe Manufacturing Co., Inc., 
111 USPQ 282 (47 TMR 255) (Com’r., 1956). 

The decision of the Examiner of Interferences is affirmed. 


THE PACIFIC LUMBER COMPANY v. 
PALCO CHEMICAL CORP. 


No. 33,242 — Commissioner of Patents— July 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PALCO for suede renewer is not confusingly similar to paALco for various lumber 


and mill products since purchasers are not likely to attribute a common origin to the 
respective goods. 


Opposition proceeding by The Pacific Lumber Company v. Palco 
Chemical Corp., application Serial No. 638,808 filed December 1, 1952. 


1. Reg. No. 585,346, issued Feb. 2, 1954. 

2. Reg. No. 148,109, issued to a predecessor on Nov. 8, 1921, renewed by opposer; 
and Reg. No. 506,226, issued Feb. 1, 1949. 

3. Reg. No. 421,802, issued June 18, 1946; and Reg. No. 503,658, issued Nov. 2, 
1948, affidavit under Sec. 8 accepted and affidavit under Sec. 15 received on Nov. 10, 
1953. 
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Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Marshall P. Madison, Hugh T. Fullerton, Albert N. McCartney, and L. 8. 
Murphy, of San Francisco, California, for opposer-appellant. 
Thomson & Thomson, of Boston, Massachusetts, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register PaLco for a chemical prepara- 
tion for renovating and restoring the color of suede shoes, bags, belts and 
gloves, use since May 26, 1952 being asserted. 

Registration has been opposed by the registant of PaLco, both alone 
and in combination with other words and terms, and with designs, for 
various lumber and mill products and by-products.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The marks may, for purposes of this proceeding, be considered as 
substantially the same, and in some instances identical. The only question, 
then, is whether or not purchasers, buying the respective products of the 
parties under ordinary conditions and circumstances, are likely to be con- 
fused or mistaken as to their origin, or to attribute common origin to them. 

It would be unreasonable to assume that purchasers of PALCO lumber 
and millwork would be likely, upon seeing PALCO suede renewer, to attrib- 
ute common origin to such products. 

PALCO FIBRE shredded bark sold for padding, batting and upholstering 
purposes, for combining with other fibers in spinning and weaving, and 
for oil filtering and battery separator, is obviously an industrial product 
sold to industrial users, whereas PALCO suede renewer is, according to the 
record, a consumer item sold through wholesale and retail shoe outlets and 
repair shops. Under such circumstances, purchasers of applicant’s product 
are not likely t. know about PALCO FIBRE, and even if they did, it is not 





1. Reg. No. 275,724, issued Sept. 20, 1930, renewed, PALCO REDWOOD for lumber 
and millwork; Reg. No. 349,236, issued Aug. 24, 1937. PALCO FIBRE for shredded bark 
for padding, batting and upholstering purposes, and combining with cotton, wool and 
other fibers in spinning and weaving; Reg. No. 363,258, issued Dec. 20, 1938, PALco 
woo. for shredded bark for thermal and sound insulation; Reg. No. 408,924, issued 
Sept. 5, 1944, pauco for comminuted plant fiber for use as soil lightener and mulch; 
Reg. No. 441,159, issued Oct. 26, 1948, PALCO SEAL for comminuted wood for addition 
to drill mud to assist in sealing cracks and crevices in well bores; Reg. No. 556,288, 
issued Mar. 18, 1952, PALCO with PA in a rectangle above PALCONIC AciID for organic 
acid group from salt from reacting redwood bark with sodium hydroxide; Reg. No. 
556,289, issued Mar. 18, 1952, PALCO with PSA in a rectangle above PALCOSULFONIC ACID 
for organic acid group obtained by ion exchange from the salt formed in reacting red- 
wood bark with sodium sulphite; Reg. No. 556,290, issued Mar. 18, 1952, PALCO with sp 
in a rectangle above SODIUM PALCONATE for sodium salt formed by reacting redwood 
bark with sodium hydroxide; Reg. No. 556,291, issued Mar. 18, 1952, PaLco with spPs 
in a rectangle above SODIUM PALCOSULFONATE, for sodium salt formed by reacting red- 
wood bark with sodium sulphite; Reg. No. 579,778, issued Sept. 8, 1953, prc in large 
letters above PALCOTANIC ACID for organic acid group from salt formed in reacting red- 
wood bark with sodium sulphite; and Reg. No. 579,779, issued Sept, 8, 1953, PTN in 
large letters above PALCOTAN for salt formed by reacting redwood bark with sodium 


sulphite. 
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believed that they would attribute the same origin to shredded bark for 
industrial use and suede renewer. The same is true of PALCO WOOL shredded 
bark for sound and thermal insulation; of PALCo soil lightener and mulch; 
and of PALCO SEAL for use in oil well drilling. 

The chemical by-products sold by opposer under various composite 
marks, which include pALco somewhat inconspicuously displayed, are used 
in water treatment compounds, drilling mud conditioners, leather tanning, 
as dispersing agents in the rubber industry, and as phenol replacements; 
and other uses are being investigated, including wet and dry milling, grind- 
ing aids, electroplating, as leveling agents in dyes, cement retarders, rub- 
ber pigments, resin extenders in shell moldings, hardboard binders, and 
as a stabilizer in asphalt and wax emulsions, foundry sands and linoleum 
pastes. It is obvious that these products are industrial chemicals sold to 
industrial users; indeed, the advertising pamphlets distributed by opposer 
refer to them as “Paleo Industrial Chemicals.” 

Industrial chemicals and a chemical preparation for renovating and 
restoring the color of suede shoes, bags, belts and gloves do not move 
through the same trade channels; they are not sold to the same average 
purchasers ; they are sold for entirely different purposes, and they are not 
sold under similar conditions or circumstances. Therefore, there is not 
likely to be any opportunity for confusion, mistake or deception of pur- 
chasers. 

The decision of the Examiner of Interferences is affirmed. 


L. NACHMAN & SON, INC. v. E. LASNER INC. 
No. 33,595 — Commissioner of Patents — July 11, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
SWIRLAWAY for fur scarves and SwikL for textile aprons are not likely to 
result in confusion, mistake or deception. 


Opposition proceeding by L. Nachman & Son, Inc. v. E. Lasner, Inc., 
application Serial No. 649,996 filed July 8, 1953. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Harry Langsam, of Philadelphia, Pennsylvania, for opposer-appellant. 
Parker & Graham, of New York, N.Y., for applicant-appellee. 


FEDERICO, Examiner in Chief. 

Applicant seeks to register SWIRLAWAY as a trademark for fur scarves 
and registration has been opposed by the prior user and owner of the 
registered mark SWIRL used on women’s and misses’ textile aprons of the 
wraparound type. 

The Examiner of Interferences dismissed the opposition on the 
ground that the record was not convincing that confusion, mistake or 
deception of purchasers is likely to result from the specifically different 
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marks on the respective substantially different goods. Attention was called 
to Ex parte Maya de Mexico, 103 USPQ 158 (45 TMR 227), in which the 
Commissioner indicated that manufacturers of dresses do not in the usual 
course of business manufacture and sell fur garments and that the women 
purchasers of these items would be aware of this fact. In this case MAYA 
DE MExiIco for lightweight women’s clothing was permitted registration 
over MAYA for fur coats. 

Opposer-appellant’s arguments have been carefully considered but I 
agree with the examiner, whose decision is affirmed. 





THE HOBART MANUFACTURING COMPANY v. 
RIVAL MANUFACTURING COMPANY 


No. 36,866 — Commissioner of Patents — July 12, 1957 


REGISTRABILITY—IN GENERAL 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

There is a distinction between the right to register and the right to use a mark 
and a prior user is under no duty to attack another’s use of the same or a similar 
mark under penalty of being deprived of his right to oppose an application for 
registration. An opposer’s acquiescence in an applicant’s use of a mark, though 
creating an estoppel against subsequent challenges to such use, is not available as 
a defense in an opposition proceeding. 

REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

The test in determining the sufficieney of any pleading whether called affirma- 
tive defense, counterclaim or petition to cancel is whether or not the pleading 
alleges facts which show that the registration or registrations of the plaintiff is, or 
are, inconsistent with an equal or superior right of the party in position of defen- 
dant. If the plaintiff’s latest registration is not so inconsistent and its validity is 
not attacked, then none of the earlier registrations of the same mark for the same 
or related goods would be inconsistent with such right of defendant. 

Notwithstanding that applicant could prove that opposer’s mark is generic and 
incapable of distinguishing opposer’s goods from those of others; that said mark 
is merely descriptive; that the mark was not used on the goods at the time opposer 
applied for registration thereof; that the opposer’s marks were not used in inter- 
state commerce before application for registration; that the marks had been aban- 
doned; that the opposer’s registrations and the renewals thereof were procured 
through fraud; that opposer’s registrations acquired by assignment were acquired 
without a transfer of goodwill; and that no bona fide use had been made by the 
assignee or assignor, the defenses alleging such matters were stricken since a finding 
that applicant’s mark either did or did not so resemble opposer’s as to create a 
likelihood of confusion would render opposer’s registrations not inconsistent with 
an equal or superior right claimed by applicant. 


Opposition proceeding by The Hobart Manufacturing Company v. 
Rival Manufacturing Company. Opposer petitions from Examiner of Inter- 
ferences from denial of motion to strike affirmative defenses. Reversed. 


Marechal, Biebel, French & Bugg, of Dayton, Ohio, for opposer-appellant. 
Thomas E. Scofield, of Kansas City, Missouri, for applicant-appellee. 


MN temic ete £ 
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LEEps, Assistant Commissioner. 

Opposer has filed a petition for review of the action of the Examiner 
of Interferences denying its motion to dismiss (or strike) applicant’s 
pleading of “affirmative defenses.” 

The first defense appears to be that opposer has acquiesced in ap- 
plicant’s use of its mark since 1955, and it is therefore estopped from 
challenging applicant’s right to register. Applicant relies on Salem Com- 
modities, Inc. v. Miami Margarine Co., 106 USPQ 411 (45 TMR 1389) 
(Com’r, 1955), to support its pleading, and the Examiner of Interferences 
also relied upon the decision in denying opposer’s motion on June 7, 1957. 
The decision of the Assistant Commissioner in that case was reversed by 
the Court of Customs and Patent Appeals on May 27, 1957 (114 USPQ 
124), this fact being unknown to the Examiner of Interferences and to 
the parties. 

The record thus far shows: 


(1) The opposed application was filed on April 8, 1955. 

(2) On August 5, 1955 opposer wrote a letter notifying applicant 
of its trademark rights and urging applicant to adopt a different 
mark which would clearly differentiate from opposer’s marks and 
avoid likelihood of confusion. 

(3) Applicant’s attorney acknowledged receipt of the letter. 

(4) Applicant’s mark was published in the Official Gazette on 
January 22, 1957. 

(5) Opposer filed its opposition on February 20, 1957. 


Applicant asserts that these facts, coupled with the further fact 
that opposer has had knowledge of its use of its mark and has taken 
no action against such use, constitute estoppel by acquiescence. 

The Court of Customs and Patent Appeals in Salem Commodities, 
Inc. v. Miami Margarine Co., 114 USPQ 124, has again stated that there 
is a distinction between the right to register and the right to use, and 
it has further stated that an opposer is clearly under no duty to attack 
an applicant’s right to use its mark, if it does not choose to do so, on 
penalty of being deprived of the right to oppose an application to regis- 
ter. The effect of the decision of the Court is that an opposer’s acquies- 
cence in an applicant’s use of a mark, even though creating an estoppel 
against the opposer’s right to challenge such use, is not available to an 
applicant as a defense to his right to register. Therefore, even if estoppel 
by acquiescence were sufficiently pleaded in the present case, the decision 
of the Court in the Salem Commodities case cited above requires that the 
defense alleging estoppel by acquiescence be stricken. 

Applicant’s second “affirmative defense” appears to be that all except 
one of opposer’s pleaded registrations are invalid for various stated 
reasons and that such registrations should be canceled. The Examiner 
of Interferences held that where, as here, the applicant has affirmatively 
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pleaded the defenses of fraud and abandonment, an independent cause 
of action need not be stated ; and he further stated that Sunbeam Corpora- 
tion v. Duro Metal Products, 112 USPQ 403 (47 TMR 668) (Com’r, 1957), 
relied on by opposer, is clearly distinguishable since it relates to the 
sufficiency of a counterclaim rather than a request for affirmative relief 
by way of cancellation. 

The test to be applied in determining the sufficiency of any pleading 
in defense—whether it be denominated “affirmative defense,” or ‘“counter- 
claim,” or “petition to cancel’”’—is simply stated as follows: 


Does the pleading allege facts which, if proved, would show that 
the registration, or registrations, of the party in position of plaintiff 
is, or are, inconsistent with an equal or superior right of the party 
in position of defendant ? 


The pleading of the present applicant does not question the validity of 
opposer’s most recent registration of KITCHENAID for machines for beat- 
ing and mixing food materials and attachments for such machines for 
regulating the feeding of food materials thereto, for extracting juices 
from food materials, for slicing, shredding, grating, chopping, grinding, 
straining, stirring, beating and mixing food materials, for chipping ice, 
for sharpening knives, for buffing, for opening cans, and for shelling peas; 
and machines for grinding coffee and for washing dishes; and for parts 
therefor.’ 

Applicant seeks registration of KITCHENEER for hand operated devices 
for grinding, chopping, shredding, slicing and grating foods. 

It is obvious that if opposer’s registration above identified is not 
inconsistent with an asserted equal or superior right of applicant, then 
none of the earlier registrations owned by opposer for the same or related 
goods is inconsistent with any asserted rights of applicant. 

Applicant’s pleading alleges that opposer’s mark is an “ordinary 
generic designation” not capable of distinguishing opposer’s goods from 
like goods of others; opposer’s mark is merely descriptive of the goods 
recited in the registrations; the marks shown in the registrations were 
not applied to the goods recited therein at the time the application was 
filed; the marks were not used in interstate commerce prior to the filing 
of the application; if ever used on goods sold by opposer, the marks 
were not so used at the time the application was filed and, on the con- 
trary, had been abandoned; the registrations and renewals were based on 
false affidavits of use; the registrations acquired by assignment were 
acquired without a bona fide transfer of the goodwill of the business; 
and no bona fide use of the mark was made by the assignor prior to the 
assignment or by the assignee after the assignment. 

Assuming, for purposes of this petition, that applicant could prove 
all of these averments, if it is found that applicant’s mark so resembles 


1. Reg. No. 618,605, issued Jan. 3, 1956. 
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opposer’s mark as to be likely, when applied to its goods, to cause confu- 
sion, mistake or deception of purchasers, registration to applicant will 
be refused—both in the interest of protecting the public and in protecting 
opposer’s business symbolized by its mark—and opposer’s registrations 
would not be inconsistent with any right of applicant. If it is found that 
there is no likelihood of confusion, mistake or deception of purchasers, 
registration to applicant will be authorized, and opposer’s registrations 
would not be inconsistent with any right of applicant. 

Applicant has failed to plead facts which, if proved, would show 
that opposer’s registrations are inconsistent with an equal or superior right 
which it enjoys; and if applicant intended to plead fraud and abandon- 
ment, the pleadings are not sufficiently particular to put opposer on notice 
as to what it should defend against. 

The decision of the Examiner of Interferences is reversed, and ap- 
plicant’s “affirmative defenses” are stricken. 


THE SEVEN-UP COMPANY v. SILVERMAN 
No. 35,255 — Commissioner of Patents — July 12, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
A petition for leave to reopen the record in an opposition proceeding for the 
purpose of offering newly discovered evidence is addressed to the Examiner’s sound 
discretion in keeping with the Patent Office’s duty as guardian of the public interest 
and such discretion need not be confined by an insistence that the proffered evi- 
dence could not have been previously obtained. 


Opposition proceeding by The Seven-Up Company v. Harry Silverman. 
Opposer petitions from Examiner of Interferences from denial of motion 
to reopen trial period. Reversed. 


William T. Woodson, Beverly W. Pattishall, Lewis 8. Garner, Jeremiah 
D. McAuliffe, and William T. Hofstetter, of Chicago, Illinois, and 

Estabrook & Estabrook, of Washington, D.C., for opposer-appellant. 

M. J. Becker, of New York, N.Y., and Charles R. Allen and Charles R. 
Allen, Jr., of Washington, D.C., for applicant-appellee. 


Legps, Assistant Commissioner. 

Opposer has filed a petition for review of the action of the Examiner 
of Interferences denying its motion to reopen its trial period for the taking 
of testimony concerning newly discovered evidence of confusion, or, in the 
alternative, to permit it to prevent testimony-in-chief during its rebuttal 
period. 

Applicant has not taken its testimony, i.e., has not presented its case. 

Although the exact nature of the “newly discovered” evidence does 
not appear, it is asserted in the petition that, “Facts constituting substan- 
tial evidence of likelihood of confusion of. source and secondary meaning 
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in this case have been recently discovered”; that “opposer desires to pre- 
sent substantial amounts of newly found direct evidence of confusion of 
source of potential purchasers”; and, “By” ‘direct evidence’ of confusion 
opposer means evidence from consumers and persons in the trade, not 
indirect evidence such as opinions by experts, conditions of sale and the 
like.” The petition further sets forth that, “Opposer has, however, re- 
cently discovered substantial amounts of evidence of secondary meaning 
aw-?*? 

Applicant’s pleading contains an averment that, “Opposer has for 
many years past allowed others to use and register trademarks for soft 
drinks which contain as a part thereof the suffix up and by reason of such 
acquiescence is estopped from maintaining this action.” This is an affirma- 
tive defense, and the burden of proving the averments rests upon applicant. 
If applicant goes forward with proofs in support of the pleading, opposer’s 
“newly discovered substantial amounts of evidence of secondary meaning” 
is proper subject matter for rebuttal and may be introduced during the 
rebuttal period. If applicant fails to go forward, the defense, of course, 
fails. 

The reopening to permit further testimony on behalf of a party, or 
the alteration of the order of proof, is a matter addressed to the sound 
discretion of the trier of fact, and is neither a matter of right nor one of 
law. See: Cyclopedia of Federal Procedure, Section 31.45, page 283; 
American Jurisprudence, Volume 53, Sections 116 and 123; Wigmore on 
Evidence 3d Edition, Volume 6, Section 1867; Corpus Juris Secundum, 
Volume 88, Section 104. 

It appears that opposer’s original counsel passed away in February of 
1957, and opposer’s present counsel entered the case on March 11, 1957. 
Ill health and subsequent death of its counsel is one circumstance offered 
by opposer in support of its motion to reopen or to alter the order of proof 
at this time; and the availability of important evidence concerning the 
probability of consumer confusion is offered as the ground for such re- 
opening or alteration of order. 

With regard to the circumstances first mentioned, the Examiner of 
Interferences held that “the opposer has here been under the burden of 
establishing as a fact the asserted incompetency of opposer’s original 
counsel, and it has completely failed to discharge its burden.” It is clear 
from the various motions, requests and briefs that opposer has not based 
its motion upon the ground of incompetency of opposer’s original counsel 
by reason of ill health, but ill health and subsequent death are recited as a 
circumstance in support of granting the motion at this time. It was error 
to hold, under such circumstances, that opposer was under the burden of 
establishing as a fact the asserted incompetency of opposers’ original 
counsel. 

Concerning the ground set forth in opposer’s motion, the Examiner 
of Interferences stated: “In order to justify reopening, it must appear, 
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amongst other things, that the evidence sought to be introduced is newly 
discovered within the principles of law relating to such cases. That is 
to say the evidence must not only be newly discovered, but it must be 
made to appear that it could not have been earlier discovered by the 
exercise of reasonable diligence.” (Cited in support of the statement were 
two 1907? decisions of the Commissioner, one 1935 decision of the Court 
of Customs and Patent Appeals,? and a 1945 decision of the Commis- 
sioner.)* It seems clear from the examiner’s quoted statements, that he 
considered opposer’s motion as one involving questions of law rather 
than as a motion addressed to his sound discretion. 

The paramount issue in the present opposition proceeding is whether or 
not applicant’s mark so resembles opposer’s registered mark as to be likely, 
when applied to applicant’s goods, to cause confusion, mistake or decep- 
tion of purchasers with resultant damage to opposer. It is noted that if 
confusion, mistake or deception of purchasers is likely, the Patent Office is 
prohibited by Section 2(d) of the statute from registering applicant’s 
mark quite apart from the matter of damage raised in the opposition. 

Opposer, in its motion states that it does not desire to add further 
evidence on the matters covered by evidence already presented, i.e., it 
does not intend to present cumulative evidence, but it desires to present 
substantial amounts of newly discovered direct evidence of confusion 
of source. The Patent Office, as guardian of the public interest, is entitled 
to the benefit of such direct evidence as has been discovered, not only in 
determining the rights of the parties to this proceeding, but also in deter- 
mining applicant’s right to register in view of the prohibitory provisions 
of Section 2(d) of the statute. In view of these facts, it appears that the 
Patent Office is not justified in closing this case until all material evidence, 
offered in good faith and necessary to the ends of justice, has been pre- 
sented. Furthermore, it has not been made to appear that the introduction 
of direct evidence of confusion at this time will prejudice applicant’s 
rights. 

In cases such as this the Patent Office, like the Courts, seeks facts 
from which it may learn the truth; and the exigencies of this case are such 
that sound discretion requires the receiving of such evidence as will aid 
the Office in determining the rights of the parties and in administering the 
applicable provisions of the statute. 

The decision of the Examiner of Interferences is reversed ; and opposer 
is given leave to present, on or before August 15, 1957, such direct evidence 
of confusion as is stated in its motion to be available. 





1. Latshaw v. Duff v. Kaplan, 130 O.G. 980, 1907 C.D. 254; Standard Import Co., 
Ltd. v. New Orleans Import Co., Ltd., 131 O.G. 164, 1907 C.D. 365. 

2. Quaker Oil, Inc. v. Quaker State Oil Refining Co., 24 USPQ 115 (25 TMR 143) 
(CCPA, 1935). 

3. United Drug Co. v. Harrower Laboratory, Inc., 65 USPQ 48 (35 TMR 127) 
(Com’r, 1945). 
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M & R DIETETIC LABORATORIES, INC. v. SANNA DAIRY 
ENGINEERS (SANNA DAIRIES, INC., 


assignee substituted) 
No. 6,062— Commissioner of Patents — July 23, 1957 


CANCELLATION PROCEDURE—IN GENERAL 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
If it is found that there will be confusion between marks, cancellation petition 
will be granted on the ground of probable damage to petitioner and other alle- 
gations need not be considered; if confusion is found unlikely, allegations of 
abandonment and misstatement in respondent’s application need not be considered 
since petitioner cannot suffer damage from existence of improperly issued regis- 
trations of abandoned mark which is not in conflict or not consistent with petitioner’s 
rights; only if confusion is found likely will affirmative defenses of laches and 
violation of Federal Filled Milk Act require consideration. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SANALAC is a non-fat dry milk product intended for general household market, 
is promoted through consumer media, and is sold as ordinary grocery item in retail 
grocery stores; SIMILAC is specially formulated milk product intended for infant 
feeding, is promoted through medica] and nursing professions, and is sold primarily 
in drug stores and drug departments of other stores; confusion is not likely. 


Cancellation proceeding by M d&: R Dietetic Laboratories, Inc. v. Sanna 
Dairy Engineers (Sanna Dairies, Inc., assignee, substituted), Registration 
No. 405,349 issued January 25, 1944, Registration No. 413,133 issued April 
10, 1945, and Registration No. 527,495 issued July 11, 1950. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 


William 8S. Rambo, of Columbus, Ohio, for petitioner-appellant. 
Albert I. Kegan and Kegan & Kegan, of Chicago, Illinois, for respondent- 
appellee. 


LEEDs, Assistant Commissioner. 

M & R Dietetic Laboratories, Inc., has filed petitions to cancel three 
registrations of saNaLac for milk products.’ 

Petitioner is registrant of smmmac, both with and without a design 
including m & R, for a liquid milk food product for infant feeding.’ 

The petition is based on the primary ground that petitioner is or will 
be damaged from confusion, mistake or deception of purchasers which is 


1. Reg. No. 405,349, issued Jan. 25, 1944 for dried skim milk; Reg. No. 413,133, 
issued April 10, 1945 for milk, cream, condensed mik, sweetened condensed milk, non-fat 
dry milk solids, and chemically treated milk powder having stabilizing properties for 
use in making ice cream and related products; and Reg. No. 527,495, issued July 11, 
1950 for concentrated whole milk, fresh fluid whole milk, whole milk powder, non-fat 
dry milk solids, sweetened condensed skim milk, unsweetened condensed skim milk, 
frozen cream, fluid cream, concentrated frozen sweet cream, and chemically treated milk 
powder having stabilizing properties for use in making ice cream and related products. 

2. Reg. No. 227,045, issued April 26, 1927, for a diet for infants; Reg. No. 227,046, 
issued April 26, 1927, for a diet for infants; and Reg. No. 557,337, issued April 8, 1952 
~ a liquid milk food product for dietary uses and especially prepared for infant 
eeding. 
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likely to result from the resemblance of respondent’s mark to petitioner’s 
mark when applied to the respective products of the parties. In addition 
to this ground, petitioner has alleged (1) abandonment as a result of non- 
use by respondent while permitting another (Sanna Dairies, Inc.) to use 
the mark without control of the nature and quality of the goods; and (2) 
misstatements in the applications to register, making them void ab initio. 

Respondent has alleged affirmatively that petitioner (1) is estopped by 
laches; and (2) in the marketing of its product, has been and is violating 
the Federal Filled Milk Act. 

The Examiner of Interferences, after discussing all of the grounds of 
the petition and the defenses, dismissed the petition, but it is not quite 
clear whether the decision was based on no probability of confusion or on 
estoppel by laches. Petitioner has appealed. 

If it is found that respondent’s mark so resembles petitioner’s regis- 
tered mark as to be likely, when applied to its milk products, to cause 
confusion, mistake or deception of purchasers, the petition will be granted 
and the registrations will be canceled on the ground of probable damage 
to petitioner; and in such event the other allegations need not be consid- 
ered. If it is found that there is no likelihood of confusion, mistake or 
deception of purchasers, the allegations of abandonment and misstatements 
in respondent’s applications need not be considered, since it is obvious that 
petitioner cannot suffer damage from the existence of improperly issued 
registrations of an abandoned mark which is not in conflict or inconsistent 
with petitioner’s rights. Only if confusion, mistake or deception of pur- 
chasers is found likely will the affirmative defenses set forth by respondent 
require consideration. 

Petitioner’s record shows that it and its predecessor have used the mark 
SIMILAC on a milk food product since 1927; such product is an ethical one 
prepared for an infant diet and marketed in both liquid and powdered 
form ; sales since 1929 have amounted to more than sixty-six million dollars 
in value; more than thirteen and one-half million dollars have been spent 
in promoting the sale of srmmac as an ethical product within the meaning 
ascribed by the American Medical Association; and advertising of peti- 
tioner’s product is directed solely to the medical profession and nurses by 
direct mail and by advertisements in medical journals. Petitioner’s wit- 
nesses testified that due to the nature of the stm1Lac product it is the inten- 
tion of petitioner company to have it sold to ultimate consumers only 
through drug stores, or drug departments and to have it used by such 
consumers only as directed by physicians. It appears, however, that cer- 
tain wholesale druggists through whom petitioner’s product is marketed 
have been selling it to grocery stores for sale to the public, and such sales 
methods have had at least tacit approval of petitioner. It appears that in 
1953 approximately 1714% of petitioner’s powdered srmiac and 26% of 
its liquid stmmac was sold in retail grocery stores—even though there has 
been no sales promotion or advertising of the product by or through such 
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retail outlets. The record indicates that stmmLac was sold in some retail 
grocery stores as early as 1938; no more than five per cent of the retail 
grocery stores stocked srmiuac prior to 1949; in 1954 approximately two 
per cent of the retail grocery stores stocked stmmAc powder and approxi- 
mately one per cent stocked srminac liquid; and an unidentified number of 
such stores had drug departments through which petitioner’s stm1Lac is sold. 

Respondent’s record shows that various milk products have been sold 
under the mark SANALAC by it, its predecessor, and its related company 
since 1935 ; from 1935 to 1949 sanaac milk products were sold only in bulk 
for industrial use; in 1949 respondent, through its related company, com- 
menced to sell to the general public through retail grocery stores SANALAC 
non-fat dry milk product for drinking and cooking purposes; and since 
1950, more than four hundred thousand dollars have been spent in adver- 
tising this SANALAC product through all modern consumer media. Prior to 
respondent’s entry into the consumer market in 1949 with its non-fat dry 
milk product, the SANALAC products for industrial use were advertised in 
connection with the mark only infrequently and only in trade periodicals. 
Sales of all saNALAC products since 1935 have amounted to more than fifty- 
one million dollars in value. 

It is clearly apparent from the record that petitioner’s product sold 
under the mark srmiuac is a specially formulated product intended for a 
special market, i.e., for infant feeding, is promoted through the medical 
and nursing professions, and is sold primarily in drug stores and drug de- 
partments of other stores. Respondent’s product sold under the mark 
SANALAC is a non-fat dry milk product intended for the general household 
market, i.e., for cooking and drinking, is promoted through usual con- 
sumer media, and is sold as an ordinary grocery item in retail grocery 
stores. 

Considering the differences in the marks, the specific differences in the 
products, the differences in the major portion of the retail outlets, the dif- 
ferences in the departments or shelves where the respective products are 
displayed in those retail outlets where both are sold, and the care with 
which mothers purchase their infants’ foods, it is not believed that appli- 
eant’s mark is likely to cause purchasers to confuse applicant’s and peti- 
tioner’s products, either as to goods or source, or to bring about consumer 
mistake or deception. 

Petitioner attempted to show what it considered to be actual confusion, 
but its proofs fall far short of such a showing. Petitioner’s witnesses testi- 
fied concerning a very few instances (at most, eight out of tens of thou- 
sands) where retailers had forwarded premium coupons for SANALAC to 
petitioner, but these instances appear to represent a not very unusual care- 
lessness on the part of retail grocers. Respondent’s witnesses testified con- 
cerning some instances where retailers had forwarded to respondent pre- 
mium coupons for STARLAC, LAC-MIX, ALAC, SWEETOSE (corn sugar), RINSO 
(washing powder), DINNERTIME (beef pie) and HULEX (liquid bleach). 
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ESTERBROOK PEN CO. v. SCRIPTO, INC. 





The record fails to show either actual confusion or probability of confusion 
in the future. 

The conclusion reached here makes it unnecessary to consider peti- 
tioner’s other charges and respondent’s affirmative defenses. 

The decision of the Examiner of Interferences dismissing the petition 
is affirmed for the reasons stated herein. 











THE ESTERBROOK PEN COMPANY v. SCRIPTO, INC. 


No. 33,322 — Commissioner of Patents — July 25, 1957 










REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
““FLUIDLEAD pencils and pens” and “LIQUID LEAD pencils and pens” are for pur 
poses of proceeding, the same; registration of FLUIDLEAD to applicant would be 
likely to interfere with opposer’s freedom to use “fluid lead” or “liquid lead” to 
continue to describe pens and pencils containing a liquid or fluid writing material. 













Opposition proceeding by The Esterbrook Pen Company v. Scripto, 
Inc., application Serial No. 649,830 filed July 3, 1953. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Af- 
firmed. 


Hervey, Barber & McKee, of New York, N. Y., for applicant-appellant. 
Ernest P. Rogers, of Atlanta, Georgia, for opposer-appellee. 








LeEps, Assistant Commissioner. 

An application has been filed to register FLUIDLEAD for pencils, ball 
point pens, refill units for ball point pens, and erasers, use since May 12, 
1953 being asserted. (The specimens show FLUIDLEAD WRITING INSTRUMENTS 
AND SUPPLIES. ) 

Registration has been opposed by a competitor which avers that it uses 
the words LIQUID LEAD;' that applicant’s mark FLUIDLEAD is merely descrip- 
tive of pencils, ball point pens and refills, signifying the characteristics or 
ingredients of the goods; and that registration of the word FLUIDLEAD to 
applicant would interfere with opposer’s free use of LIQUID LEAD or FLUID- 
LEAD to describe its writing instruments containing lead or writing material 
in liquid or fluid form. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The terms “FLUIDLEAD pencils and pens” and “LIQUID LEAD pencils 
and pens” are, for purposes of this proceeding, the same. They mean the 
same thing and may be used interchangeably to create the same impression. 

Although the record is most unsatisfactory, it appears likely that both 
parties use the term FLUIDLEAD Or LIQUID LEAD on pencils or pens containing 
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1, Opposer has filed an application to register LIQUID LEAD PENCIL for ball point 
pens (S.N. 658,383), asserting use since Dec. 15, 1953. 
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a liquid, fluid or “semi-fluid” writing material. Under such circumstances, 
the terms are common descriptive terms when applied to the goods used to 
inform potential purchasers of this characteristic. 

Registration of FLUIDLEAD to applicant would be likely to interfere 
with opposer’s freedom to use “fluid lead” or “liquid lead” to continue to 
describe pens and pencils containing a liquid or fluid writing material. 
Opposer would, therefore, be damaged by the registration. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE RADIO CORPORATION OF AMERICA 


Commissioner of Patents — August 6, 1957 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 
Affidavit of use for vicrroua for television sets, television and radio receiver 
set combinations was not filed within the period prescribed by the statute. Petition 
for reconsideration of refusal to accept affidavit is denied on the ground that Sec- 
tion 8 of the statute vests no discretion in the Commissioner of Patents with regard 
to untimely filing. Registration will therefore be canceled. 


Petition by Radio Corporation of America, Registration No. 542,814, 
for reconsideration of refusal to accept affidavit under section 8. Petition 
denied. 


John A. Wortmann, of New York, N.Y., for registrant. 


LEEDS, Assistant Commissioner. 

Petitioner has requested reconsideration of the refusal, on the ground 
of untimeliness, to accept the affidavit required by Section 8 of the statute. 
The chronology is as follows: 


May 22, 1951—Registration No. 542,814, showing victroua for 
television sets, television and radio receiver set combinations, and 
television-radio receiver-record player combinations issued on this 
date. The certificate of registration contained the notice of the re- 
quirement for the filing within the sixth year following the date of 
registration of an affidavit showing continuing use. 

March 22, 1957—The required affidavit not having been received, 
registrant was notified on this date by letter of the requirement for 
the affidavit and was advised that the registration would be canceled 
at the end of the sixth year following the date of registration unless 
the affidavit required by Section 8 was filed in the Patent Office. 

May 22, 1957—The sixth year following the date of registration 
ended on this date. 

May 23, 1957—An affidavit executed May 22, 1957, together with 
a specimen showing the mark, was filed in the Patent Office. 

May 29, 1957—Petitioner was advised that the affidavit was filed 
after expiration of the sixth year following the date of registration, 
and since the requirement of the statute is mandatory, it was not 
within the discretion of the Commissioner to accept the affidavit, and 
the registration would be canceled in due course of business. 
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June 4 and 13, 1957—Petitioner requested reconsideration, stating 
that the specimen had not been received from petitioner’s manufactur- 
ing plant in the midwest until May 22, 1957; that petitioner’s attorney 
obtained the services of a messenger (a conductor on the “Congres- 
sional Limited” which is scheduled to leave New York at 4:30 p.m. and 
arrive in Washington at 8:15 p.m.) who was instructed to deposit the 
envelope containing the affidavit and specimen in the U.S. Post Office 
serving the Patent Office in Washington; and that his information was 
that the envelope was delivered to the Post Office in question well 
before midnight. 

June 24, 1957—The Patent Office, through its Director of the 
Trademark Examining Operation, advised petitioner that the stamp 
on the back of the envelope indicated that it reached the Delivery 
Section of the Washington, D.C. Post Office at 12:30 a.m., May 23, 
1957 ; and since Section 8 requires that the affidavit of use be filed by 
the registrant in the Patent Office within the sixth year following the 
date of registration, and since the statute gives the Commissioner no 
discretion with respect to acceptance of an affidavit filed after expira- 
tion of the sixth year, the registration would be canceled. 


July 5, 1957—Petitioner has asked for review and reversal of the 
action of the Director of The Trademark Operation, setting forth that 
the attorney for registrant had been ill for two days prior to May 22, 
1957 ; that upon his return to his office on the morning of May 22, 1957. 
he found the “long awaited and with increasing urgency requested 
containers” (specimens) ; that air travel from New York to Washing- 
ton on May 22, 1957 “was not only inadvisable but impractical as well” ; 
that “rail travel by Registrant’s attorney to Washington was unfortu- 
nately impractical”; that the Director of the Trademark Operation 
had advised by telephone that deposit before midnight of May 22, 1957 
of the affidavit and specimen into the Patent Office pouch at the Central 
Washington Post Office would be timely filing; that Petitioner’s attor- 
ney delivered the envelope containing the affidavit and specimen to a 
conductor who assured the attorney that he would deposit such en- 
velope in the Washington Terminal Postal Sub-station immediately 
upon arrival of the train which was due to, and did, arrive in Wash- 
ington at 8:15 p.m.; the conductor had assured registrant’s attorney 
that he did so deposit the envelope ; and that under ordinary and usual 
circumstances, the envelope would have been deposited in the Patent 
Office pouch before midnight of May 22, 1957. 


The fact, however, is that it was not stamped in the Delivery Section 
of the Central Post Office serving the Patent Office in Washington until 
12:30 a.m., May 23, 1957. 

The failure to file in the Patent Office before expiration of the sixth 
year following the date of registration has unfortunate results; but Con- 
gress prescribed the period for filing, allowing one full year between expira- 
tion of the fifth and expiration of the sixth year within which to show 
continuing use of the registered mark; petitioner was notified at the time 
of issuance of the registration and again two months immediately pre- 
ceding the expiration of the sixth year; and the affidavit was not filed in 
the Patent Office until the sixth year had expired. 
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The clear and unequivocal language of Section 8 of the statute vests 
no discretion in the Commissioner of Patents with regard to untimely filing, 
and the Director of the Trademark Operation correctly held that the regis- 
tration should be canceled. The registration will, therefore, be canceled in 
due course. 


ROGER & GALLET v. JANMARIE, INC. 
No. 32,406 — Commissioner of Patents — August 6, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Opposition remanded by Court of Customs and Patent Appeals for application 
for registration of JANMARIE for hair preparations opposed by owner of mark 
JEAN MARIE FARINA for eau de cologne and soap. 
Since marks neither look nor sound alike confusion is unlikely and opposition 
is dismissed. 


Opposition proceeding by Roger & Gallet v. Janmarie, Inc. applica- 
tion Serial No. 618,742 filed September 13, 1951. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed. 


See also 46 TMR 216, 46 TMR 627, 47 TMR 1126. 


Choate, Byrd, Leon & Garretson, of New York, N.Y., for opposer-appellee. 
Janmarie, Inc., pro se. 


LEEDS, Assistant Commissioner. 

This opposition has been remanded by the Court of Customs and Patent 
Appeals (47 TMR 1126) for further proceedings not inconsistent with 
its decision reversing the Assistant Commissioner on the appealed inter 
partes portion of the case. 

The only question presented is whether or not applicant’s mark JAN- 
MARIE, when applied to hair preparations and hand creams and lotions, 
is likely to cause purchaser confusion with the mark JEAN MARIE FARINA, 
found by the Court to be owned by opposer for eau de cologne and soap. 
The marks do not look alike; they do not sound alike; and the commercial 
impressions created by them when seen upon the respective products of 
the parties are sufficiently different to avoid probability of confusion 
or mistake of purchasers. 

The decision of the Examiner of Interferences holding that confusion 
was believed likely is reversed. 
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SEARS, ROEBUCK AND CO. v. HAYMER, doing business as 
GOLDIE HAYMER MANUFACTURING COMPANY 


No. 33,783 — Commissioner of Patents — August 6, 1957 
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REGISTRABILITY—CONFUSINGLY SIMILAR MarKS 
REGISTRATION PROCEDURE—APPLICATION 
Application for registration of GLO-RAy for a hairdressing is opposed by regis- i 
trant of GLow for shampoo. 
Applicant’s mark is a compound hyphenated word the first portion being «a 
misspelling of opposer’s mark. In their entirety the marks do not look and sound 
alike and confusion is unlikely. 
Since date of first use was not correctly stated, registration will be withheld | 
pending amendment setting forth correct date of first use. 





Opposition proceeding by Sears, Roebuck and Co. v. Goldie Haymer, 
doing business as Goldie Haymer Manufacturing Company, application 
Serial No. 655,578 filed October 30, 1953. Opposer appeals from decision 
of Examiner of Interferences dismissing opposition. Affirmed. 


Frank H. Marks and Nathan N. Kraus, of Chicago, Illinois, for opposer- 
appellant. 
Daniel H. Bobis, of Harrison, New Jersey, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed to register GLO-Ray for a hairdressing 
with lanolin, use since August 20, 1953 being asserted. 

Registration has been opposed by a competitor who asserts prior use 
of aLow for shampoo. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Each of the parties filed fact stipulations in lieu of depositions. It 
appears that opposer has used GLow as a trademark for shampoos since 
1938, and thereafter use of the mark was extended to hair dressings, creme 
rinses, hair spray, liquid hair coloring, hair color creme, home permanent 
sets, cold wave sets, oil sachets, heat pads, hair dryers and hair colors. 
Sales are made nationwide through opposer’s retail stores and by mail 
order. Hair preparations under the mark GLOw have been advertised in 
opposer’s mail order catalogs and in newspapers; and sales under the 
mark have approximated two million dollars. 

Applicant has, since August 20, 1953, used GLO-RAYy as a trademark 
for a hairdressing which she sells in her own hairdressing establishment 
and through beauty salons, barber shops and drugstores. Applicant has 
advertised her product under the mark in Metropolitan New York news- 
papers, and by letter stuffers, hand bills and point-of-sale placards. 

Applicant’s mark is a compound hyphenated word, the first portion 
of which is a misspelling of opposer’s mark, but there the resemblance 
ceases. The marks as a whole do not look alike—they do not sound alike— 
and they do not stimulate the same mental associations, applicant’s sug- 
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gesting a shine or sheen and opposer’s suggesting “glory” or a shining ray. 
Under such circumstances, it is not believed that there is any likelihood 
of confusion or mistake or deception of purchasers. 

It is noted that in the application the date of first use intrastate is 
asserted to be February 2, 1953, whereas applicant’s fact stipulation asserts 
that the first sale of the product under the mark was made on August 20, 
1953—both intrastate and interstate. If applicant ultimately should pre- 
vail herein, registration will be withheld pending an amendment setting 
forth the correct date of first use. The amendment should be submitted 
no later than thirty days from the date of final termination of these 
proceedings. 

The decision of the Examiner of Interferences is affirmed. 


SPRAGUE ELECTRIC COMPANY v. BOGUE ELECTRIC 
MANUFACTURING CO. 


No. 33,682 — Commissioner of Patents — August 6, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—EVIDENCE—BURDEN OF PROOF 

Application for registration of BELCON for selenium rectifiers, is opposed by 
registrant of BELCAP for electrical condensers. 

Although products are purchased by different groups of well-informed pur- 
chasers—manufacturers of electrical equipment and electrical repairmen—marks so 
resemble each other that they are likely to be attributed to one single manufacturer. 
Any doubt as to confusion should be resolved in favor of registrant. Therefore, 
registration is refused. 


Opposition proceeding by Sprague Electric Company v. Bogue Elec- 
tric Manufacturing Co., application Serial No. 654,515 filed October 12, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Reversed. 


Connolly & Hutz, of Wilmington, Delaware, for opposer-appellant. 
Philip G. Hilbert, of New York, N.Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed to register BELCON for selenium rectifiers, 
use since September of 1951 being asserted. 

Registration has been opposed by the registrant of BELcap for elec- 
trical condensers.' 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, admission of certain facts in 
response to a request under Rule 36 FRCP, a copy of opposer’s registra- 
tion, copies of certain printed material submitted by both parties under 
Patent Rule 282, and applicant’s application. 


1. Reg. No. 549,687, issued October 16, 1951. 
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The pertinent facts established by the record are that assemblies 
including selenium rectifiers and electrical condensers are frequently em- 
ployed to convert alternating current into direct current; numerous manu- 
facturers of electrical components, including General Electric Company 
and Westinghouse Electric Corp., manufacture and sell both selenium 
rectifiers and electrical condensers; advertisements offering selenium recti- 
fiers and advertisements offering condensers frequently appear in the same 
trade publications; manufacturers of electrical equipment and electrical 
repairmen frequently purchase both selenium rectifiers and condensers; 
both selenium rectifiers and condensers are used in electrical circuits in 
electronic equipment; and selenium rectifiers and condensers are sold 
through the same retail outlets. 

The only question is whether or not applicant’s mark BELCON, when 
applied to selenium rectifiers, so resembles opposer’s BELCAP, when applied 
to electrical condensers, as to be likely to cause confusion or mistake of 
purchasers. 

The Examiner of Interferences, in answering the question in the nega- 
tive, made the following findings; (1) the two groups of purchasers, i.e., 
manufacturers and electrical repairmen, are generally not only well ac- 
quainted with the origin of the specified products but also, with their dif- 
ferences in characteristics, use, etc; (2) the electrical equipment involved 
is not purchased lightly or impulsively, and due regard is given to various 
technical details such as construction, performance, etc.; (3) there is no 
evidence that either of the parties produces electrical circuits containing 
a selenium rectifier and an electrical condenser; and (4) selection of the 
involved items which are to make up an electrical circuit is wholly at 
the discretion of a well-informed class of purchasers, i.e., manufacturers 
of electrical equipment and electrical repairmen. He then concluded that 
the differences in goods, when coupled with the differences in marks, lead 
away from the thought of common origin. 

There is no question but that both classes of purchasers mentioned by 
the Examiner of Interferences are fully familiar with the differences 
between selenium rectifiers and electrical condensers, and with the charac- 
teristics, construction, technical details and uses of each of them, and such 
purchasers of the products are well-informed in this regard. There is 
nothing, however, which suggests that they are equally well-informed as 
to trademarks; and when the marks BELCON and BELCAP—neither of which 
has any suggestive significance when applied to the products—are used 
on rectifiers and condensers, respectively, both of which may be contained 
in the line of a single manufacturer of electrical components, it seems to 
me that repairmen, especially, are likely to attribute the products to a 
single producer. In any event, opposer, being the registrant and earlier 
user, is entitled to the benefit of such doubt as may exist. 

The decision of the Examiner of Interferences is reversed. 
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THE B. F. GOODRICH COMPANY v. NATIONAL 
COOPERATIVES, INCORPORATED 


No. 33,860 — Commissioner of Patents — August 7, 1957 


REGISTRATION PROCEDURE—APPLICATION 
REGISTRABILITY—COLLECTIVE MARKS 

Application for registration of collective mark CARGO CARRIER for rubber tires 
used by applicant’s associated and affiliated organizations is opposed by competitor 
claiming prior use of CARGO CARRIER used on truck tires. 

Record indicates that applicant’s activities in connection with manufacture and 
sale of his tires began earlier than opposer’s and that, therefore, applicant’s rights 
are superior to opposer’s and that he cannot be damaged by registration. 

Facts show that applicant’s tires are made according to his specifications and 
offered for sale by his associated organizations and mark is used to identify tires 
from those manufactured by others. Therefore, mark is a trademark and not a 
collective mark and application should be amended if and when registration issues. 
Decision of Examiner of Interferences is affirmed. 


Opposition proceeding by The B. F. Goodrich Company v. National 
Cooperatives, Incorporated, application Serial No. 647,310 filed May 19, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Harold 8. Meyer and William A. Shira, Jr., of Akron, Ohio, for opposer- 
appellant. 
Beale & Jones, of Washington, D.C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register as a collective mark the words 
CARGO CARRIER for rubber tires for vehicles, use by applicant and its asso- 
ciated and affiliated organizations since July 2, 1952 being asserted. 

Registration has been opposed by a competitor claiming prior use of 
CARGO CARRIER in connection with truck tires. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The marks and the merchandise are the same. The only question, then, 
is whether or not opposer has an equal or superior right to use the term 
CARGO CARRIER, in which event registration to applicant would result in 
damage to opposer. 

The record shows the facts as to adoption and use of CARGO CARRIER 
to be as follows: 


Date of: Opposer Applicant 

Adoption of CARGO CARRIER April, 1952 March 10 or 11, 1952 
Order for CARGO CARRIER mold May 22, 1952 March 30, 1952 
Tire Mold Completed Dee. 31, 1952 June 25, 1952 
Sample tires produced Jan., 1953 July i, 1952 
First public announcement of 

CARGO CARRIER tires Jan. 16, 1953 July 10, 1952 
Regular production commenced Feb., 1953 Aug., 1952 


First shipment and sale of carGco 
CARRIER tires Feb. 27, 1953 Sept. 18, 1952 
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It is clear from the record that applicant’s activities in connection 
with the manufacture and sale of CARGO CARRIER tires commenced earlier 
than opposer’s, and that each major step taken, including regular pro- 
duction and sale under the mark, was taken by applicant before the 
same or a comparable step was taken by opposer. There is no question, 
then, but that applicant’s rights are superior to opposer’s. 

Opposer contends, however, that CARGO CARRIER is “generically descrip- 
tive” of truck tires. There is neither evidence nor common knowledge 
which remotely tends to support such contention. 

Opposer also contends that applicant uses CARGO CARRIER only as a 
grade mark and is therefore not entitled to registration. Aside from the 
fact that this is an ex parte question on which opposer is not entitled to 
be heard and in connection with which no evidence was offered, it is 
observed that applicant’s use of CARGO CARRIER is no different from op- 
poser’s use of some of its registered trademarks and is the kind of use 
common to the tire industry. 

Opposer raises other ex parte grounds on which it is not entitled to be 
heard, and even if the record should support any of them, it would not 
entitle opposer to prevail, since applicant’s rights are superior to opposer’s, 
and opposer cannot be damaged by the registration. 

The Examiner of Interferences correctly dismissed the opposition. 

It was noted in the decision below that applicant’s mark is a trade- 
mark rather than a collective mark, and if applicant ultimately prevails 
in this proceeding, the Examiner of Trademarks should require applicant 
so to amend its application; and since the record failed to support the 
asserted date of first use, the application should be further amended to 
set forth the correct date. The facts, as shown by the record, are that the 
tires bearing the mark are made by U.S. Rubber Company according to 
applicant’s specifications and markings and are shipped by U. S. Rubber 
Company to applicant’s associated and affiliated organization for sale 
to the public. The mark is used to identify and distinguish tires manufac- 
tured for applicant and sold by its “distributors.” It does not identify 
the tires of applicant’s associated and affiliated organizations and distin- 
guish them from those of others. Applicant, and applicant alone, provides 
the specifications and other instructions, and applicant alone is responsible 
for faulty merchandise. The Examiner of Interferences correctly held 
the mark to be a trademark; and the application should be so amended if 
and when registration is to issue. The Examiner also correctly held that 
the application should be amended to recite the correct date of first use. 
Amendment should be submitted no later than thirty days from the date 
of final termination of these proceedings. 

The decision of the Examiner of Interferences is affirmed. 
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MAAS & WALDSTEIN CO. v. PACIFIC PAINT 
& VARNISH CO. 


No. 34,241 — Commissioner of Patents — August 8, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application for registration of PLEXCRETE for masonry paint is opposed by 
registrant of PLEXTONE for color-flecked enamel and paint. 

Listing of three marks, other than applicant’s and opposer’s showing common 
use of prefix PLEX in paint industry insufficient particularly since there is no evi- 
dence that listed marks are in use. 

Although applicant contends that products of parties are different, Assistant 
Commissioner held that purchasers are likely to confuse applicant’s PLEXCRETE with 
opposer’s PLEXTONE assuming that they emanate from the same source. Therefore, 
Examiner of Interferences is affirmed and registration refused. 


Opposition proceeding by Maas & Waldstein Co. v. Pacific Paint & 
Varnish Co., application Serial No. 660,815 filed February 9, 1954. Ap- 
plicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Harry C. Bierman, of New York, N.Y., for opposer-appellee. 

Frank H. Marks and Nathan N. Kraus, of Chicago, Illinois, Harry Price, 
of New York, N.Y., and Jvan P. Tashof, of Washington, D.C., for 
applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register PLEXCRETE for “liquid finish- 
ing coating (paint) for masonry” ‘—in other words, masonry paint. Use 
since December of 1952 is asserted. 

Registration has been opposed by the registrant of PLEXTONE for indus- 
trial coating finishes for producing multiple-colored film coatings—in other 
words, multi-colored or color-flecked enamel and paint—more recently 
advertised by opposer as “textured” enamel and paint. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that since 1950 it has used the trademark 
PLEXTONE for a patented protective and decorative coating which is multi- 
colored and which makes it possible to spray a surface with two or three 
different colors at one time, the multiple colors existing separately within 
the material. The coating is useful for painting or enameling plaster, 
wallboard, masonry, wood, metal, cement asbestos, cinder block, concrete, 
stueco, brick and masonite. The product is sold throughout the United 
States and in a number of foreign countries to industrial users and through 
paint distributors to contractors, to institutions and to the public generally. 
Opposer has spent more than $150,000 in advertising and promoting the 
sale of its product under the PLEXTONE mark, and that its promotion has 


1. Reg. No. 547,125, issued Aug. 28, 1951. 
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met with success is indicated by the sales volume which has exceeded more 
than $3,600,000 in value at the manufacturer’s level in the first five and 
one-half marketing years. 

Applicant has used the mark PLEXxCRETE for its masonry coatings 
since December of 1952, and products bearing the mark have been sold 
only in the Pacific Coast States through retail paint stores to the general 
public. 

The question presented is: Does applicant’s mark PLEXCRETE when ap- 
plied to masonry paint, so resemble opposer’s mark PLEXTONE, when ap- 
plied to multicolored and multipurpose paint and enamel, as to be likely 
to cause confusion or mistake of purchasers? 

Applicant contends that PLEx is “common to the trade,” and since the 
only resemblance between the marks is in the common prefix PLEX, there is 
no likelihood of confusion or mistake of purchasers. In support of this con- 
tention, there was stipulated into the record certain pages of a directory 
published by the National Paint, Varnish and Lacquer Association, Inc., 
in 1953, with a Supplement published in 1955, in which PLEX appears as 
a prefix of PLEX-A-LIN, PLEXCRETE? PLEXITE, PLEXTONE® and PLEXTRUM—all 
for paint products. There are also listed for paint products the following 
which utilize PLEX! as the first portion: PLEXI-FINISH, PLEXI-KOTE, PLEXI- 
PAINT, PLEXICHROME, PLEXICOLOR, PLEXICRYLIC and PLEXI-GLO, but these 
listings do not support applicant’s contention that PLEX is common to 
the trade. The listing of three marks, other than applicant’s and opposer’s, 
in a trade directory is insufficient to show common use of PLEX as a prefix 
in the paint industry, particularly wheie, as here, there is no evidence 
that the marks listed are in use, having been sent to the publishers of the 
directory which, according to an exhibit stipulated into the record, lists 
any mark sent to it, and which continues to list the mark until the person 
who sent it in instructs the publisher to delete it. 

It is true as contended by applicant that the products of the parties 
are specifically different, but we are not here concerned with purchaser 
confusion of products. Rather, the answer to the question of probability 
of confusion hinges on whether or not purchasers who know of opposer’s 
PLEXTONE paint are likely, upon seeing applicant’s PLEXCRETE paint to 
associate the latter with the former and assume that it is another product 
emanating from opposer. It is believed that the resemblance here is too 
great to avoid likelihood of confusion or mistake; and opposer is entitled 
to the benefit of such doubt as may exist. 

In defense of its right to register, applicant argues that opposer’s 
registration is invalid because it issued as a result of false and misleading 
statements made during prosecution of the application and opposer’s hands 
are therefore unclean. Aside from the fact that there is no competent 
proof of any misrepresentation of a material fact, thereby misleading the 


2. Applicant’s mark. 
3. Opposer’s mark. 
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Patent Office, it is pointed out that if applicant’s mark so resembles the 
mark which opposer has previously and continuously used as to be likely, 
when applied to its goods, to cause confusion or mistake of purchasers, as 
is the case here, registration will be refused in the interest of the public— 
irrespective of whether or not opposer’s mark is registered. There is 
nothing in this record which would support a conclusion that opposer’s 
registration is inconsistent with any right of applicant, and the defense 
must therefore fail. 
The decision of the Examiner of Interferences is affirmed. 


RICHFIELD OIL CORPORATION v. RICHFIELD 
OIL CORPORATION OF NEW YORK 


No. 188 — Commissioner of Patents — August 8, 1957 


REGISTRABILITY—CONCURRENT MARKS 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—CANCELLATION RESTRICTIONS 
Application filed for trademark registration of roco for gasoline and lubri- 
cants, used since 1927. Registration was refused because of likelihood of confusion 
with mark ROcCO PENN for lubricating oils, registered in 1932. On joint motion 
interference was dissolved and applicant seeks registration based on concurrent use. 
Applicant’s products are sold in western part of the United States and regis- 
trant’s in eastern part being a wholly-owned subsidiary of applicant until 1935, 
when ownership was sold to another company. Under an agreement, registrant was 
permitted to continue use of mark. Requirement that applicant should establish 
prior use of mark in each western state set forth an application prior to registrant’s 
filing date was proper since registrant’s registration is prima facie evidence of 
ownership and exclusive right to use mark in all states and territories. Both parties 
have used mark over 20 years and under facts of case applicant is entitled to con- 
current registration for western part of United States and registrant’s registration 
is not canceled but restricted to states and territories not listed for applicant. 


Concurrent use proceeding between Richfield Oil Corporation applica- 
tion Serial No. 625,921 filed March 4, 1952 and Richfield Oil Corporation of 
New York, Registration No. 298,352 issued October 25, 1932. Applicant 
appeals from decision of Examiner of Interferences refusing registration. 
Reversed. 


Albert J. Fihe, of Burbank, California, for applicant-appellant. 
Jacobi & Jacobi, of Washington, D.C., for registrant-appellee. 


LEEDs, Assistant Commissioner. 

In 1952, an application was filed to register roco for gasoline, kerosene 
and lubricants, setting forth use since January 1, 1927. Registration was 
refused on the ground of likelihood of confusion, mistake or deception of 
purchasers as a result of the resemblance of applicant’s mark to ROCO PENN 
registered in 1932 to another for lubricating oils.‘ Applicant requested an 


1. Reg. No. 298,352, issued Oct. 25, 1932, renewed, and published in accordance 
with Sec. 12(¢) on Mar. 17, 1953 by Richfield Oil Corporation of New York. Use since 
April 20, 1932 is set forth in the registration. 
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interference with the registered mark, and on a joint motion for dissolution, 
it having been pointed out that applicant. had amended its application 
to seek registration based on lawful concurrent use, the interference 
was dissolved, and applicant’s amendment was entered. 

By its amendment, applicant seeks registration of its mark for the 
area comprising all of the United States west of the Mississippi River, 
except Minnesota. Registrant did not file a statement under Rule 2.99 
of the Trademark Rules of Practice, and the Examiner of Interferences 
then called upon applicant to make a showing that it had used the mark 
on the goods set forth in the application prior to registrant’s filing date 
of May 13, 1932 in all of the States for which registration is sought. The 
requirement for such a showing was a proper one at the time it was made, 
in view of the fact that registrant’s registration is prima facie evidence 
of its ownership of the mark shown in the registration, validity of the 
registration, and the exclusive right to use such mark in all of the States 
and territories. 

In response to the requirement, applicant stated that its predecessor 
went into receivership in 1931 and remained so until 1937 when the present 
applicant was formed; that records of sales from 1931 to approximately 
1948 had been destroyed; applicant owned a registration of roco for 
gasoline, kerosene and lubricants,? and such registration was inadvertently 
permitted to expire in 1948; applicant presently owns a registration of 
ROCOLUBE for lubricants;* and applicant maintains no records of sales 
under specific trademarks. A consent to registration by applicant for the 
States of California, Washington, Oregon, Arizona, Nevada, Idaho, Utah, 
New Mexico, Texas, N. Dakota, S. Dakota, Montana, Nebraska, Wyoming, 
Colorado, Kansas, Oklahoma, Arkansas, Iowa, Missouri, and Louisiana 
was filed on behalf of the registrant, Richfield Oil Corporation of New York. 

It appears from the Patent Office file of registrant’s mark (Reg. No. 
298,352) that during the pendency of the application which matured into 
the registration, it was represented by the receiver for the present ap- 
plicant’s predecessor that registrant was a wholly-owned subsidiary of 
the predecessor-in-receivership. In view thereof, the Examiner of Inter- 
ferences in this proceeding made inquiry concerning the present relation- 
ship, if any, of the parties. Registrant responded with an affidavit stating 
that prior to May 15, 1935 registrant was a wholly-owned subsidiary of 
applicant and since that date, it has been a wholly-owned subsidiary of 
Sinclair Refining Company ; that on May 14, 1935 an agreement was entered 
into between applicant’s predecessor and the receiver for such predecessor 
on the one hand and Sinclair Refining Company and registrant on the 
other, under the terms of which registrant and Sinclair Refining Company 
were granted the right to use the trademark roco PENN; and the said agree- 
ment is still in force and effect. The record shows also that on May 14, 1935 


2. Reg. No. 241,741, issued May 8, 1928. 
3. Reg. No. 561,442, issued July 15, 1952. 
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the receiver for applicant’s predecessor transferred, pursuant to an order 
of the District Court for the Southern District of California dated Novem- 
ber 15, 1934, to Sinclair Refining Company all of the outstanding stock 
of registrant. 

On the basis of the facts in the record, the Examiner of Interferences 
issued an order for registrant to show cause why Reg. No. 298,352 should 
not be canceled in view of the fact that at the time of filing its application 
registrant did not have exclusive rights to the term roco, being merely 
a permitted user whose use inured to the benefit of applicant; and since 
registrant could not have qualified as the owner of the mark, Sinclair 
Refining Company could not have, by acquisition of all stock in registrant, 
acquired rights greater than those which existed in registrant. In the 
same action the Examiner of Interferences ordered the applicant to show 
cause why it should not be held that applicant is not entitled to the 
registration sought. 

Registrant responded by attempting to show that there was no au- 
thority for either the order to show cause or for any recommendation for 
cancelation. 

Applicant responded by filing an appeal which was held by the As- 
sistant Commissioner to be untimely since there had been no final deter- 
mination by the Examiner of Interferences of the rights of the parties. 
The applicant then requested that the application be promptly allowed or 
finally refused. 

The Examiner of Interferences held that registrant was not the owner 
of the mark at the time its application had been filed, and cancelation was 
recommended ; and he held applicant’s response to be not a proper one 
and refused registration to applicant. 

Only applicant has appealed. 

The undisputed facts, as shown by the record are: 


1. Applicant has used roco as a trademark for its petroleum products 
since 1927 and had a registration of the mark for such products from 1928 
to 1948 when the registration expired for failure of applicant (then reg- 
istrant) to request renewal. 


2. In 1932, registrant, then a wholly-owned subsidiary of applicant, 
obtained, with applicant’s consent, a registration of Roco PENN for petro- 
leum products. 


3. In 1935, registrant ceased to be a subsidiary of applicant and be- 
came a wholly-owned subsidiary of another oil company and has remained 
so to the present. 


4. At the time the stock in registrant was sold by applicant’s prede- 
cessor and the receiver for such predecessor, it was agreed that registrant, 
as subsidiary of another oil company, could continue its use of ROCO PENN 
as a trademark. 
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5. In 1952, applicant registered rocoLUBEe for lubricants, without 
objection either by registrant or the Patent Office. 


6. Applicant sells its products in the western part of the United 
States; and registrant sells its products in the eastern part of the United 
States. 


From the foregoing facts, it must be concluded that each of the parties 
has substantial rights in its mark as a result of concurrent use thereof 
for more than twenty years; and if there ever was any likelihood of con- 
fusion (which, by reason of the operations being conducted in different 
parts of the country, is probably imperceptible), the purchasing public 
undoubtedly has, as a result of such long concurrent use by the parties 
learned to differentiate, and confusion in the future is not believed likely 
to result. 

Under the facts of this case, applicant appears entitled to a concurrent 
registration for the States of California, Washington, Oregon, Arizona, 
Nevada, Idaho, Utah, New Mexico, Texas, N. Dakota, S. Dakota, Montana, 
Nebraska, Wyoming, Colorado, Kansas, Oklahoma, Arkansas, Iowa, Mis- 
souri and Louisiana; and its application should be amended, within thirty 
days from this date, specifically to set forth such States. 

Under the facts of this case, Reg. No. 298,352 should be merely re- 
stricted to those States not named above and to the territories under the 
jurisdiction and control of the United States. 

The decision of the Examiner of Interferences is reversed. 


THE UNITED STATES TIME CORPORATION v. 
BENRUS WATCH COMPANY, INC. 


No. 33,710 — Commissioner of Patents — August 8, 1957 


REGISTRABILITY—GEOGRAPHIC TERMS 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of WATER BEAUTY for wrist watches is opposed by 
registrant of WATERBURY for watches and clocks. 

WATERBURY is a geographical name applied to watches made in Waterbury, 
Connecticut and has through long use acquired secondary meaning. WATER BEAUTY 
suggests something impervious to water and is used on waterproof watches. 

Since marks do not look and sound alike, there is no likelihood of confusion 
and registration may issue. 


Opposition proceeding by The United States Time Corporation v. 
Benrus Watch Company, Inc., application Serial No. 659,454 filed Janu- 
ary 14, 1954. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Affirmed. 


Davis, Hoxie & Faithfull, of New York, N.Y., for opposer-appellant. 
James & Franklin, of New York, N.Y., for applicant-appellee. 
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LEEDs, Assistant Commissioner. 

An application has been filed to register WATER BEAUTY for wrist 
watches, use since December 17, 1953 being asserted. 

Registration has been opposed by the registrant of waTERBURY for 
watches and clocks.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
applicant’s application, and a stipulation of facts. 

In so far as the stipulation of facts is helpful in arriving at a deter- 
mination in this case, it shows that opposer and its predecessors have manu- 
factured and sold timepieces since 1857; from 1857 to 1941 the business 
was located at Waterbury, Connecticut, and although the business office 
moved in 1941 to Middlebury, the Waterbury post office continues to be 
used as opposer’s mailing address; the trademark WATERBURY has been 
used from time to time since 1884 by opposer and its predecessors on 
watches (1884 to 1898—1914 to 1922 not continuously—insubstantial sales 
from 1923 to 1942—1947 production was resumed and discontinued), alarm 
clocks (1923 to 1942 not continuously—1946 to October, 1948 when pro- 
duction was discontinued), and kitchen clocks, ships clocks, desk clocks 
and mantel clocks (1923 to 1942) ; and opposer has on hand a very small 
inventory of watches, clocks and replacement parts bearing the WATERBURY 
mark. 

Applicant has, since December 17, 1953, used the mark WATER BEAUTY, 
together with its house mark BENRUS, on waterproof wrist watches for 
ladies, and the mark has been prominently featured in advertising and 
promotional material supplied to dealers. 

WATERBURY is a geographical name, and as applied to watches and 
clocks made in Waterbury, Connecticut, it is merely geographical; but as 
a result of opposer’s use, it unquestionably acquired a secondary meaning 
and identified and distinguished opposer’s timepieces. How long such 
secondary meaning will survive the insubstantial and sporadic use is 
problematical, but it is not necessary here to decide that question. In any 
event, WATERBURY does have a geographical connotation, even though a 
secondary meaning has been acquired. 

WATER BEAUTY suggests something beautiful from the water; but as 
used by applicant on ladies’ wrist watches it suggests a beautiful watch 
impervious to water—and it is, in fact, used on waterproof watches. 

The marks do not look alike; they do not sound alike; and they do not 
suggest the same thing or stimulate the same mental associations. It is 
concluded, therefore, that there is no likelihood of confusion, mistake or 
deception of purchasers. ; 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 167,886, issued May 8, 1923 to a predecessor, renewed to another 
predecessor. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United 
States Code, Section 233) SHOWING THE OWNERSHIP, 
MANAGEMENT, AND CIRCULATION OF 


THE TRADEMARK REPORTER. Published Monthly—Twelve times a year at 
New York, N. Y.—October 1, 1957. 


1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 


Publisher—The United States Trademark Association, 522 Fifth Avenue, New York 36, 


Editor—Doris K. Meyerhoff, 522 Fifth Avenue, New York 36, N. Y. 
Managing editor—None. 
Business Manager—Dorothy Fey, 522 Fifth Avenue, New York 36, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 


The United States Trademark Association, 522 Fifth Avenue, New York 36, N. Y. 
Edgar 8S. Bayol, President, 515 Madison sexe New York 22, N. Y. 

W. W. Yeager, Treasurer, 50 West 50th Street, New York 20, N. Y. 

Dorothy Fey, Executive Secretary, 522 Fifth Avenue, New York 36, N. Y. 


3. The known bondholders, mortgagees, and other security holders owning or hold- 
ing 1 percent or more of total amount of bonds, mortgages, or other securities are: 
(If there are none, so state.) None. 


4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraphs show the affiant’s full knowledge and belief as to the circumstances 
and conditions under which stockholders and security holders who do not appear upon 
the books of the company as trustees, hold stock and securities in a capacity other than 


that of a bona fide owner. 


5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months pre- 
ceding the date shown above was: (This information is required from daily, weekly, 
semiweekly, and triweekly newspapers only.) 

DORIS K. MEYERHOFF 
Editor 


Sworn to and subscribed before me this 10th day of September, 1957. 


JEAN M. SHIRLEY 
Notary Public, State of New York 
No. 41-3644900 Qualified in Queens Co. 
(My commission expires March 30, 1959 ) 
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